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522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its seventy years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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THE LANHAM TRADE-MARK ACT OF 1946 
PRACTICAL EFFECTS AND EXPERIENCES AFTER ONE YEAR’S ADMINISTRATION’ 


Walter J. Derenberg, Trade-Mark Counsel, U. S. Patent Office 


I. Introduction 


In looking retrospectively at the period of the first fourteen months of operation 
under the new Trade-Mark Act, immediate attention will be focussed on three 
significant factors: 

Firstly, it will be noted that the number of trade-mark owners who have taken 
advantage of the new Act by filing of an affidavit claiming the benefits thereof under 
Section 12(c) has thus far been much smaller than anticipated. As of July 1, 1948, 
the total number of applications for republication was 29,212. The reasons for this 
reluctance on the part of previous registrants to seek the benefits of the new Act are 
fairly obvious and have been fully discussed in a previous paper.’ Briefly speaking, 
this conservative attitude must be attributed partly to psychological considerations 
which may have resulted in a cautious “wait and see” attitude, and partly to the grow- 
ing realization that the new Act offers not only benefits but also certain hitherto 
unknown hazards and risks. Another important factor in considering the small 
number of republications must be found in the fact that—according to Section 12(c) 
—republication may be sought only with regard to those goods on which the mark 
is actually in use at the time of the filing of the affidavit (even though the previous 
registration may cover a much broader variety of articles). I do not intend in 
this report to discuss once more the advantages or disadvantages of the new Act, 
but merely to state that after one year’s experience the number of applicants seeking 
the benefits of the new legislation lags far behind even the most conservative esti- 
mates. 

Secondly, with regard to new applications, the reverse would seem to be true. 
As will be more fully explained later on in this paper,* new applications for 
service marks or under Section 2(f) of the new Act or for packages or configura- 
tions on the supplemental register, are very numerous and frequently quite spec- 
tacular in the type of device for which registration is sought. This would seem to 
be an outgrowth of the rather insecure definitional foundation on which the struc- 
ture of the new Trade-Mark Act is built. It has already become apparent that the 
old proverb “Too many cooks spoil the broth” may be peculiarly applicable to the 
legislative development of the definition section of the new Act (Sec. 45). There 
are separate definitions, some extremely wide, of “trade-mark,” “mark,” “registered 
mark,” “service mark,” “certification mark,” and “collective mark.” There are also 


1. A progress report submitted to the Section of Patent, Trade-Mark and Copyright Law 
of the American Bar association at its Annual Convention at Seattle, Wash., September 6, 1948. 

2. “The Lanham Act of 1946 in Operation,” a paper read before the 70th Annual Meeting 
of the U. S. Trade-Mark Association, New York, N. Y., April 23, 1948. Reprinted 38 T.-M. R. 
628 (June 1948). 

3. Ibid., p. 632 et seq. 

4. Infra, IV. 
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separate definitions of the terms “trade-mark” and “trade-name.” Yet, the word 
“trade-name” appears several times in the Act, as finally enacted, in the context of 
provisions which clearly refer to trade-marks only.* Clear and concise definitions 
are an indispensable foundation of any new statute just as no building, no matter how 
modern and practical in other respects, will remain solid and secure unless it is 
founded on a strong and well-prepared building plan. Even our rather brief experi- 
ence with the new Act reveals that its administration will be greatly hampered 
by a lack of ultimate clarity in the definitions of the basic concepts of the new 
legislations. 

Thirdly, although over a year has passed since the enactment of the new Act, 
there have been only extremely few court decisions® and even Commissioner’s deci- 
sions interpreting the new law. Indeed, a glance through the issues of the United 
States Patents Quarterly or the Trade-Mark Reporter in recent months might almost 
lead to the superficial conclusion that we still operate under the Act of 1905 since 
almost all reported decisions deal with applications and cases arising under the old 
Act rather than under the new statute. With the exception of Section 19 of the 
new Act, and Section 7 providing for amendment and correction of certificates, no 
part of the Lanham Act has yet received even final administrative interpretation by 
the Commissioner or by the Court of Customs and Patent Appeals. This is, of 
course, an inevitable result of the large backlog of applications under the old acts 
and of the enormous increase in the number of applications filed since July 1947. 

It should not, however, be implied from this dearth of actual decisions under the 
new law that there is not presently being developed in the Patent Office a vast 


body of law and practice which is awaiting administrative and ultimately judicial 


5. A typical example may be found in the last-minute amendment to Section 15(4) which 
provides that “no incontestable right shall be acquired in a mark or trade-name which is the 
common descriptive name of any article or substance, patented or otherwise.” This has already 
led some applicants to assert that all trade-names are registrable on the principal register 
regardless of their mode of use and regardless of the fact that Section 2 limits such registration 
to “trade-marks.” 

6. The only decisions of the Court of Customs and Patent Appeals thus far dealing with 
provisions of the new Act involve Section 19, Willson v. Graphol Prod. Co., 76 U. S. P. Q. 
312 (1948) and West Disinfecting Co. v. Owen, 76 U. S. P. Q. 315 (1948), and the descriptive- 
ness provision, McPartland v. Montgomery Ward, 164 F. 2d 603 (1948). However, the ruling 
in the McPartland case on the meaning of the new Act was dictum since the Court held that 
the provisions of the new Act were not applicable to the appeal. The infringement section of 
the new Act was supplied and extremely narrowly interpreted by the Circuit Court of Appeals 
for the Seventh Circuit in California Fruit Growers Exchange v. Sunkist Baking Co., 76 U. S. 
P. Q. 85 (C. C. A. 7, 1947). The parties agreed that the Lanham Act was applicable to the 
appeal and the Court apparently did not even consider the question whether it could apply the 
provisions of the new Act which by its terms was not applicable to the appeal before it. Mention 
was also made of the new Act by the Second Circuit Court of Appeals in California Apparel 
Creators v. Wieder of California, Inc., 162 F. 2d 893 €C. C. A. 2, 1947), involving Section 43(a) 
of the new Act although the section admittedly had no application to the then pending case. 
Mention was also made of the Act in the still more recent case of Best & Co., Inc. v. Miller, 
164 F. 2d 374 (C. C. A. 2, 1948) which, however, did not call for any application of the new 
status. The more liberal provisions of the new Act with regard to the registration of geographi- 
cal names were referred to ”. Judge Clark in the case of La Touraine Coffee Co. v. Lorraine 
Coffee Co., 157 F. 2d 115 (C. C. A. 2, 1946) a year before the new Act actually became effective. 
In its most recent decision of July 16, 1948, in Consumers Petroleum Co. v. Consumers Co. of 
Til., 78 U. S. P. Q. 227, the same Circut Court of Appeals that had decided the Sunkist case 
in discussing likelihood of confusion between fuel oil, on the one hand, and coal on the other, 
does not as much as mention the new Act although it does quote from its own Sunkist decision. 
Apparently the parties in this most recent case had not “stipulated” that the new Trade-Mark 
Act was applicable to the appeal. 
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approval. On the contrary, it is the purpose of this report briefly to outline and 
discuss some of the important, though perhaps tentative, conclusions which have 
already been reached by the Office. 


Il. Trade-Marks on the Principal Register in General 


Despite the unstable foundation of the definitional structure of the Lanham Act, 
to which I have just alluded, the scope and meaning of the term “trade-mark” for 
purposes of registration on the principal register emerges as quite similar to the 
old common law concept and to that established under the Act of 1905. It is, 
of course, true that in certain particulars the demand for more liberal registra- 
tion has been met by the new Act for the first time. Quite apart from Section 
2(f) of the new Act, which will be subsequently discussed,’ the principal regis- 
ter is no longer closed to geographical names or surnames unless they are “pri- 
marily merely” of such a character. A glance at current issues of the Official 
Gazette will reveal that neither the old telephone book test nor the old geogra- 
phy test is applied today with the same rigidity as they were before the enact- 
ment of the new Act. Even where the requirements of the new law are stricter 
than those of the 1905 Act as, for instance, in the requirement for written consent 
for the use of a particular individual’s name, the Office applies a rather broad and 
liberal test and will require such consent only in situations where the particular 
designation involved is clearly the name of a particular living individual. 

It cannot be over-emphasized, however, that while this more liberal trend of 
registrability in the just mentioned respects is embodied in the new statute. itself, 
there is nothing in the new law which would either require or even encourage a 
gradual dilution of the definition of a registrable trade-mark as such. On the 
contrary, both the Act itself and its legislative history are ample proof that certain 
broad basic principles of trade-mark registration should not be lost sight of. As will 
be more fully observed hereafter,” the new Act in Section 23 provides in so many 
words that packages, labels and configurations of goods fall outside the definition 
of a trade-mark and are registrable only “for the purposes of the supplemental 
register.” But more than that: the statute in its final form did not adopt early 
proposals to register all business and trade-names alike regardless of whether they 
were used in a trade-mark sense or not. The Act tries to maintain a clear distinction 
between trade-marks and trade-names (Sec. 45) and does not contemplate regis- 
tration of trade-names on the principal register unless they are in whole or in part 
used as trade-marks at the same time. It should always be borne in mind that the 
outstanding purpose of the new Act was to vest trade-marks on the principal register 
with an unprecedented degree of security, dignity and ultimate incontestability and 
that a system of registration which is based on these principles and on a careful 
examination of applications cannot at the same time have the characteristics of cer- 
tain foreign systems of law which permit the registration of so-called “distinguish- 
ing guises” (Canada) or “get up” and the like without conferring anything like the 
statutory benefits which the owner of a mark on the principal register will enjoy. 


7. Infra, III. 
8. Infra, VI. 
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I submit, therefore, that the battle-cry, so widely heard these days in different parts 
of the country, for greater liberality and for registration of anything that may indi- 
cate origin or ownership, even if it be the dress of a package or a configuration or 
a label, is based on a misconception of the structure of the new Act. Provisions 
such as those providing for constructive notice (Sec. 22), for incontestability (Sec. 
15), for deposit of registered marks with the Treasury (Sec. 42), for damages and 
profits and many others would ill fit into a registration system which would turn 
the Trade-Mark Division of the Patent Office into a design patent bureau for con- 
figurations, a copyright bureau for labels, a county clerk’s office and a city directory 
for business names and addresses at the same time. 

In full realization of this basic structure, the Office does not hesitate to employ 
in at least three respects an even stricter standard under the new law than has 
been occasionally applied under the Act of 1905. I am referring particularly to 
(1) applications for registration of business names or trade-names which are not 
used as trade-marks; (2) applications to register entire labels or packages and 
(3) registration of advertising slogans. 

(1) It is, of course, axiomatic that well-known trade-names frequently may 
serve as trade-marks at the same time. But it is by no means true that the use of 
a person’s name and address on an article or tag or sticker automatically designates 
such use as a trade-mark use. Cases are legion where the specimens submitted to 
the Office are nothing but return labels, shipping tags and the like showing nothing 
but the name and address of the sender without in any way displaying such name 
or part thereof as a mark. A sticker such as “Please return to the ABC Co., 
12 Chestnut Street, Philadelphia, Pa.,” or similar specimens fail to satisfy the mini- 
mum requirements of trade-mark use since they are in effect merely listings of a 
person's business location.* Similarly, the name of a publishing house which appears 
below the title of a periodical is not a trade-mark and has been rejected as such. 
Neither the old nor the new Act, both of which permit registration of periodical 
titles as trade-marks, ever contemplated to register as “trade-mark” for the periodi- 
cal the name of the publisher or his address which appear at the bottom of the title 
page. 

(2) Since labels and packages are expressly relegated to the supplemental regis- 
ter, there is no room on the principal register for registration of entire labels or 
packages. Occasionally such labels were registered during the administration of the 
1905 Act but it is important to remember that entire labels were not even held 


9. Attention may be called to the following characteristic statement in Mr. Browne’s famous 
treatise on Trade-Marks in the second edition, 1898, where the author said with regard to this 
type of business name as a trade-mark: 


If one claim titles of firms, or names of manufacturers, to which he shows no vested 
right, he will not be deemed to possess even a label. As an instance of persons seeking 
their own discomfiture, while swelling the revenue of the Patent Office by one hundred 
dollars, read these four applications. Claims—the words “Bristol Watch Co., Bristol, 
Mass.”; “G. M. Wilson, Chicago, I1l.”; “New England Watch Co., Providence, R. I.”; 
and “Chicago Watch Co., Chicago, IIl.”” These names, said the applicants are used upon 
watches and watch-movements; and this same petition states that no other person, firm, 
or corporation has a right to the use of said trade-marks, or of marks substantially the 
same. Not even substantially the same! Rejected. (p. 146) 
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registrable under the 1920 Act. I quote from the well-known decision of former 
Assistant Commissioner Fenning in the Nujol’® case where registration of the 
“Nujol” package was refused even under the 1920 Act. The Commissioner there 
said :™ 


The sole question before us is whether what has been presented by applicant in its 
drawing is a trade-mark. I am unable to find any case, and counsel are unable to refer 
me to any case, in which matter analogous to that here considered has been held a trade- 
mark by any court. I am unable to find any definition either in textbooks or in the deci- 
sions of the Courts of the term “trade-mark” which by a reasonable interpretation might 
justify the inclusion of such an assemblage of matter as is here presented by applicant. 
The endeavor to define a trade-mark has been generally limited to the use of such terms 
as name, word, figure, letter, symbol, device, and the like. 


In order to overcome the effect of that decision which had been followed ever since 
by the Patent Office and prevented registration of such matters in the United States 
even as basis for foreign protection, labels and packages are now expressly made 
registrable on the supplemental register. But that does not transform them into 
“trade-marks” registrable on the principal register; on the contrary, they were 
deliberately left outside the definition of a “trade-mark” in Section 45 and are, as 
will be pointed out later,’* likewise outside the scope of registrable trade-marks under 
Section 2(f). In short, they are not “trade-marks.” 

(3) The same is true of advertising slogans. Here, again, it is true that some 
such slogans have been registered under the Act of 1905, but it would be difficult 
to concede that the new Act had slogans such as “Nearly everybody reads the Bul- 
letin,” or “Sleeping is a serious business” (for mattresses) in mind when it promised 
exclusive and incontestable rights to trade-mark owners. It was not by accident 
but on purpose that the word “slogan” was omitted from the definition of a trade- 
mark under Section 45, while it was expressly included in connection with the 
definition of service marks and marks registrable on the supplemental register. 


10. Ex parte Standard Oil Company (New Jersey) 15 T.-M. R. 41 (1924). 

11. Jbid., p. 44. 

12. Infra, III. 

13. Only a few years ago, the Court of Customs and Patent Appeals said with regard to the 
phrase “Handkerchief of the year”: 


We think that judicial notice can be taken of expressions of time, such as “of the year,” 
“of the hour,” “of the month,” “of the century,” “of the era,” etc., as indicating that the per- 
sons or objects to which they are applied stand out pre-eminently above the class to which 
they belong by reason of some outstanding achievement or quality. That such expressions 
are laudatory and are intended to attract attention to persons or objects by reason of 
achievement or quality cannot be doubted. “Man of the Hour” could be well applied to 
many leaders of world thought or action, yet none could say that such expression could be 
exclusively applied to any one of such leaders. “Car of the Year” as applied to an automo- 
bile is intended to indicate that it possesses qualities which raise it above automobiles gen- 
erally in material, quality, workmanship and style. No one could seriously think that that 
expression could not be used by the manufacturer of any automobile. 

In the final analysis such expressions as we are discussing with relation to objects of 
trade are a “puffing of wares” and are intended to call attention to the superiority of the 
advertised goods. Such expressions are a condensed form of describing in detail the 
outstanding character or quality of the objects to which they are applied. Burmel Hand- 
kerchief Corp. v. Cluctt, Peabody & Co., 127 F. 2d 318 (C. C. P. A. 1942). 


For similar reasons, it was held by the Commissioner in 1947 that the words “Quality 
Chekd” were not even registrable under the Act of 1920, Ex parte Checkd Ice Cream Assn., 
74 U. S. P. Q. 300, and the slogans “Because you love nice things” (Ex parte Van Raalte Co., 
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The Patent Office will not accept for registration on the principal register any 
advertising slogan which is used collaterally and apart from the name of the product 
which it advertises. Such common phrases and terminology do not rise to the 
dignity of a trade-mark under Section 2 of the new Act. 


III. The Problem of “Distinctiveness” and Secondary Meaning Under Section 2 (f) 
of the Lanham Act 


A casual glance through recent issues of the Official Gazette immediately reveals 
that a very large number of new applications are currently filed under Section 2(f) 
of the new Act. The majority of these applications are based merely on a statement 
of substantially exclusive use for a period of five years next preceding the filing of 
the application. In cases where such five years use cannot be established but a 
claim of distinctiveness is made, Rule 8.1 of the Rules of Practice requires separate 
proof of distinctiveness. 

No decision of a court or even by the Commissioner has yet been rendered with 
regard to the scope and effect of Section 2(f). Certain preliminary rules and inter- 
pretations have, however, been evolved during the first year of operation by the 
Trade-Mark Division in constant consultation with the Commissioner which may 
serve at least as a temporary guide to applicants under this far-reaching provision 
of the new Act. 

(1) In administering this Section, the Office is guided by the realization that 
to a certain extent quasi-judicial functions have been bestowed upon it. In other 
words, it is realized that a determination of the question of distinctiveness goes 
far beyond the exercise of a ministerial recording function and that the allegation of 
five years substantially exclusive use is but one factor which may or may not be 
considered controlling by the Office. As many of you may recall, the first bill drafted 
by the Subcommittee of this Association in the early twenties did not refer to any 
time limit at all but provided broadly for the registration of any mark which “in 
fact identifies the applicant’s goods.” This was then changed to read “which has 
acquired a secondary meaning and which identifies the goods.” It is interesting 
at this point to call attention to the account given by Mr. Edward S. Rogers in 
1932 of developments subsequent to 1923, particularly with regard to the position 
of the Patent Office at that time. Mr. Rogers related as follows: 


.... The Patent Office argued that there must be a yardstick of some kind. They said 
that the ten-year proviso of the existing law was easy, because if a mark had been 
used exclusively as a trade-mark for ten years prior to the Act, and the applicant made 
oath to this effect, all they had to do was to pass the case to publication; that “Secondary 
Meaning” and distinctiveness in fact would have to be proved in some other way and 


Inc., 73 U. S. P. Q. 490 (C. P. 1947)) and “For pure enjoyment” (Ex parte Kram, 64 U. S. 
P. Q. 308 (C. P. 1945) ) were likewise rejected even under the Act of 1920. The First Circuit 
Court of Appeals observed in the recent case of Coca-Cola Co. v. Snow Crest Beverages, Inc., 
162 F. 2d 280 (C. C. A. 1, 1947) that the plaintiff could not complain of defendant’s use of 
the language “Delicious Refreshing.” Said the court: 


These are common adjectives, they are peculiarly appropriate words to use in adver- 
tising a beverage, and we cannot concede that the plaintiff can acquire an exclusive right 
to use them for that purpose. We cannot see how the plaintiff has any right to complain 
of the defendant’s use of the words in the way it did, 1.e., on labels otherwise having no 
resemblance to anything appearing in the plaintiff’s advertising. (p. 286) 
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each case would present a different issue. They said they would get all mixed up and 
their rulings would be confused. I attempted to point out that a set formula was not 
desirable ; that the objection to the present Act is the inclusion of one; that it promoted 
injustice ; that each case must necessarily present a different question and that there cannot 
be any rule of thumb that could conceivably apply to all of them, but I did not get any- 
where by this argument. . . .* 


As a result of this position on the part of the Patent Office, the Ernst Bill’® at one 
time provided that five years’ use “shall be” prima facie evidence of secondary 
meaning. This language suggested at the time by the New York Patent Law 
Association was vehemently opposed by the Boston group,”* the U. S. Trade-Mark 
Association and many others on the ground that in many instances our courts 
have held that an even longer use of a mark such as “Winchester” may not be 
sufficient to establish a secondary meaning while, on the other hand, in situations 
such as the famous Dyanshine case,” a secondary meaning may be established 
almost over night. The Boston Patent Law Association wanted to go so far as to 
provide that registration be permitted only if distinctiveness were established by 
“proof convincing beyond a reasonable doubt.’”"* When the Lanham Act was first 
introduced and hearings held in 1938, the section broadly provided for registration 
of marks which have become distinctive of the applicant’s goods regardless of the 
length of time of use.” During the hearings, one of the witnesses, Mr. Carter, 
raised this question: 


How and by whom will it be determined if a mark “has become distinctive of the 
applicant’s goods”? Will this be determined by the examiner or by the Commissioner ? 
In a formal hearing with oral testimony or merely on affidavits from competitors, the trade, 
or consumers? Is it sufficient if the mark has become distinctive within a State or in a 
foreign country or must it have become distinctive throughout all or some small part of 
Federal commerce ?74 


Former Commissioner of Patents Robertson expressed concern that such a pro- 
vision would not be workable unless some time limitation would be written into 
the section. 


Mr. Rocers: .... I should think that the Commissioner, by rules, could require any 
kind of showing he wanted. There would be no objection to putting in something to this 
effect: “Substantially exclusive use for 5 years prior to the application shall be prima 
facie evidence of distinctive use,” if that would help. But to tie it down, as the present 
act is tied down, simply destroys the effect of it... . 

Mr. LANHAM: Would not the suggested modification be helpful to meet the objection 
you raised, Commissioner Robertson? 

Mr. Rosertson: I was going to ask or suggest as an alternative, “provided the ap- 
plicant could show that he had had an exclusive interstate use for 5 years.” 


14. 27 Bull. U. S. T.-M. Ass’n, 308 (December 1932); “The Vestal Bill—Evolution of the 
‘Secondary Meaning’ Clause.” 

15. S. 2679, 68th Cong., 2d Sess., Sec. 2(f). 

16. Joint Hearings on S. 2676, 68th Cong., 2d Sess., January 20-21, 1925, p. 119 et seq. 

17 Charles Broadway Rouss v. Winchester Co., 300 F. 706 (C. C. A. 2, 1924). 

18. W. O. Barton, et al. v. The Rex Oil Co., 2 F. 2d 402 (C. C. A. 3, 1924). 

19. S. 2679, 72nd Cong., Ist Sess., Sec. 2(f) adopted this proposal. 

20. H. R. 9041, 75th Cong., 2d Sess., Sec. 3(f). 

21. Hearings on H. R. 9041, 75th Cong., 3d Sess., March 15-18, 1938, p. 31. 
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Mr. Rocers: That word “exclusive” is very troublesome. 
Mr. Rosertson: Then the local use would stop.?? 


As a result and after much subsequent debate, the present Section 2(f) was 
finally adopted. No wonder, then, that the Patent Office considers itself entrusted 
by the Congress with a quasi-judicial function under Section 2(f). Each applica- 
tion will be examined on the merits as to the issue of distinctiveness. It has already 
become apparent that in thus determining the question of secondary meaning, a 
broad distinction must be made between marks which are technically objectionable 
on the ground of being relatively unknown surnames or geographical names and 
marks which are predominantly descriptive or even generic. There is without any 
doubt a large class of alleged marks which can never qualify under Section 2(f) 
because they are truly generic in character. It is true, of course, that such highly 
descriptive marks as, for instance, “‘Nu-Enamel” have been held by the Supreme 
Court to be capable of acquiring secondary meaning.” But there have already been 
filed numerous applications alleging a five-year use of actual generic terms. It is 
obvious that the Office will require much stricter and very convincing proof before 
passing on to publication an application alleging distinctiveness of such terms as, 
for instance, “Deluxe” or “Leakproof.” There is no general rule—indeed there 
couldn’t be—with regard to the type of evidence that should be submitted in addition 
to or apart from the statement of five years exclusive use. Generally speaking, 
affidavits from those active in the particular trade or from trade associations would 
seem acceptable. More competent still would be the submission of court decrees 
which would show that the name applied for has already received judicial recogni- 
tion and protection.” 


22. Ibid., pp. 103-104. 

23. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 (1939). 

24. It is probably not widely known that a bill was introduced as far back as 1910 seeking 
to amend the 10-year proviso of the Act of 1905 so as to permit registration of any trade-mark 
which has become “distinctive” in fact. The British law had such a provision even at that 
time and the proposed amendment was patterned after the British treatment of so-called “old 
marks.” When this amendment was discussed at the Congressional Hearings, Arguments before 
the Committee on Patents of House of Representatrves on H. R. 23141, 61st Cong., April 13, 
1910, the then Assistant Commissioner of Patents asked one of the sponsors of the bill the fol- 
lowing question (p. 15): 

Mr. TENNANT: May I inquire in this connection, Mr. Steuart, how the Patent Office 
(which is charged with the registration of marks) would acquire the evidence of the 
secondary character of the mark? Would it be merely on the ex parte affidavit of the 
person applying for registration without opportunity of cross-examination? Would it be 
necessary to have his affidavit on the subject supported by corroborating affidavits? Would 
it be necessary for him to be subject to cross-examination and forced to submit proofs 
which are adducible in the ordinary cases in equity which we cannot reach in the Patent 
Office ? 


Mr Steuart replied: 


I take it for granted that the action the Patent Office would take is the same action 
which prevails in England in the interpretation of this section of the British act. When 
the application is filed the office, in the exercise of its right to decide upon the mark as 
presented, does decide, and rejects any application which is based upon a descriptive word 
or a geographical term or a proper name. To that the applicant replies: ‘This descrip- 
tive word or this geographical term or this proper name is distinctive.” The office replies: 
“Very well; prove it.” The office is in a position to make its own rules as to what kind 
of proof of that fact will be accepted. The office is the tribunal to be convinced. Under 
the definition of this section the tribunal will take into consideration the character of the 
words employed, the length of time they have been used, the extent to which they have 
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There are two aspects of this problem which cause the Patent Office particular 
concern at the present time. They are these: There seems to be a widespread 
belief throughout the legal profession that marks previously registered under the 
Act of 1920 are now eligible for registration under Section 2(f) merely because 
of continued use of such marks. Many applicants will express complete surprise 
when their applications are rejected on the ground that, viewed by present-day 
standards, their marks are not even considered “capable of distinguishing,” to 
say nothing of having become distinctive. It should not be overlooked that the 
Act of 1920 did not require, as does the new Act in Section 23, that in order to 
be registrable the mark must be capable of distinguishing the goods. This re- 
quirement was read into the 1920 Act by the Patent Office in subsequent years” 
but innumerable marks have been registered under that Act which would not 
today be considered as “capable of distinguishing” even under the most liberal 
interpretation. Thus, you will find registered under the 1920 Act words like 
“American Handbags” for handbags. The same would be true for such expres- 
sions as “Quality Chekd,”” and many others. It thus seems that the Office has 
to pay dearly at the present time for having at one time registered almost any con- 
ceivable word or device under the Act of 1920. Indeed, Section 27 of the new Act 
at first glance would seem to encourage 1920 registrants now to file applications 
under Section 2(f) since that section specifically provides that such registrants 
shall not be precluded—as they were held to be under the old Act—from subse- 
quently applying for registration on the principal register. But, I submit, it is a 
long way from proving a mark “capable of distinguishing” to a showing of “second- 
ary meaning” and “distinctiveness” in trade. 

Secondly, it is not always realized that Section 2(f) was intended to take care of 
those exceptional cases in which a court would find “secondary meaning” at common 
law. I doubt whether more than one out of ten cases of descriptive words, registra- 
tion of which is now sought under Section 2(f), would meet the common law test 
of * b~puaeded meaning” as established by the Waltham Watch case,” the Davids 
case,”* or the Nu-Enamel case.” I am reminded of the prediction made by a dis- 
tinguished member of the New York Bar in 1925 when he testified as Chairman 


been used, and the evidence submitted as to the meaning of those words in the trade. 
That evidence will be adduced in any proper way that the office may direct. 


This would seem to be just as true and appropriate a statement of policy today under Sec- 
tion 2(f) of the Act. 

25. Most typical is, perhaps, Ex parte Bardons & Oliver, Inc., 42 U. S. P. Q. 632 (C. P 
1939) where the Commissioner said in rejecting the notation “Geared Electric” under the 1920 
Act: 

Counsel contend, however, that the registrations they have cited should be con- 
sidered, not as having been erroneously granted, but as indicating the degree of liberality 
that has characterized Patent Office practice with respect to registrability of marks under 
the 1920 Act. The Office has been extremely liberal in this regard, and properly so; 
as a result of which some marks have undoubtedly been registered that should have been 
rejected. To accept such registrations as binding precedents, however, would be to tran- 
scend the liberality and perpetuate error. 


26. Supra, note 13. 

27. The American Waltham Watch Co. v. U. S. Watch Co., 173 Mass. 85, 53 N. E. 141 
(1899). 

28. Thaddeus Davids v. Davids, 233 U. S. 461 (1914). 

29. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 (1939). 
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of the New York Patent Law Association Committee. Mr. Fraser there said with 
regard to this provision :” 


This proposal is a perfectly sound one, but my committee has been in considerable 
doubt as to how it was going to work out. So many adopt trade-marks, or what they 
suppose are trade-marks, without seeking any legal advice, that a very large proportion 
of the marks under which business is done are not true trade-marks and can only become 
of the same effect as true trade-marks by a long period of use. Jt has seemed to my com- 
mittee that there was danger that the Patent Office would be flooded with applications 
for registration of such marks, pseudo trade-marks, as to which it would be incumbent 
upon the Patent Office to determine whether or not they had acquired a secondary mean- 
ing, and the Patent Office is not a very good tribunal for conducting such an investigation. 
(p. 64) (emphasis supplied) 


I simply hope that Mr. Fraser’s prediction will not come true and that it will not 
be necessary to amend the Act so as to provide—as does Section 29 of the Canadian 
Unfair Competition Act—that secondary meaning marks may be registered only 
on the basis of a court decree. The Patent Office is entirely prepared to assume 
the great responsibility thrust upon it by Section 2(f) of the new Act and administer 
it consonant with established principles of secondary meaning, but it must, on the 
other hand, be able to count on the support of the bar not to submit for registration 
under this section words or marks which in some instances are not even capable of 
distinguishing goods or services at all. 

In addition to this basic observation, let me outline briefly a few other points 
which have arisen under Section 2(f) and have found at least preliminary deter- 
mination. 

(2) The Office takes the position that is normally optional with the applicant 
to seek registration under Section 2(f) of a mark which might be eligible for the 
principal register without reliance on that proviso. In such cases, it is the current 
practice of the Office to advise the applicant that the mark applied for may be 
registrable on the principal register even without a showing under Section 2(f). 
If upon being so advised the applicant still prefers to rely on Section 2(f), his mark 
will be registered in accordance with that section. This rule was adopted in view 
of the many cases in which the eligibility of a mark for the principal register would 
be a matter of considerable doubt and where such doubt can be dispelled and delay 
avoided by making the required showing under Section 2(f). 

(3) It is considered permissible to file an application under Section 2(f) with 
regard to only a part of a mark and use appropriate disclaimers with regard to other 
parts thereof regarding which the required showing cannot be made in cases where 
such other part may be generic or may not have been used for a period of five years. 

(4) The benefits of Section 2(f) may be claimed not only for the goods on 
which the mark has been in actual use for the entire period, but also for related 
or associated goods which were subsequently added. 

(5) As a general rule, a showing of distinctiveness should be nationwide. There 
is some doubt to what extent a territorially restricted showing may be accepted. 

(6) The Office has taken the position that under Section 46(b) of the new Act, 


30. Joint Hearings on S. 2679, 68th Cong., 2d Sess., January 20-21, 1925. 
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10-year proviso registrations shall be deemed to have become distinctive only for 
purposes of republishing and renewal but not for purposes of reregistration. In 
other words, the Office interprets the last paragraph of Section 46 to mean that 
reregistration under the new Act in such cases is permissible only and not mandatory 
even though the Office would in the vast majority of cases be prepared to reregister 
a 10-year proviso mark without at that time questioning the mark’s distinctiveness. 
But there have already been cases in which applications for reregistration of 10- 
year proviso marks have been rejected on the ground that the mark either never 
had or during the intervening years may have lost its distinctiveness. 

(7) Our present Rule 8.1 requires the allegation of distinctiveness to be in the 
declaration. An early revision of this rule is contemplated which would permit 
this recitation in the statement rather than in the declaration. Such revision would 
also require that the applicant make clear in the statement whether the claim of 
distinctiveness is based on five years use or on other extraneous evidence. 

(8) As presently worded, the statement of five years use will be of no avail to 
an applicant under Section 2(f) unless such five years use occurred during the 
years next preceding the date of the filing of the application. In many instances, 
applicants have been unable to make such a statement because of war shortages and 
like reasons although they could truthfully allege that the mark may have been in 
continuous use ten years or longer prior to the outbreak of World War II. The 
Office has advised applicants in such situations not to rely on the five-year clause, 
but to present evidence of distinctiveness by separate showing. 

(9) Finally, it may be pointed out that, according to the present thinking of the 
Office, registration under Section 2(f) should be limited to trade-marks, as that 
term is defined in Section 45. It is not contemplated, therefore, to permit registra- 
tion under Section 2(f) of such matters as labels, bottles, configurations of goods, 
etc., which were made registrable only “for the purposes of registration on the sup- 
plemental register” (Sec. 23). Nor would the Office accept under Section 2(f) 
any advertising slogan since such slogans are not considered to be within the defini- 
tion of a trade-mark under the new Act. 


IV. Service Marks 


While the registration of trade-marks on the principal register proceeds, gen- 
erally speaking, in accordance with old traditions, a wide area of conjecture and un- 
certainty has been opened by the exceedingly broad definition of the term ‘ 
mark” in Section 45" and the further requirement in the same section that in order 
to be registrable the services must be “rendered in commerce.” During the 1941 
Hearings, several witnesses objected to the definition as now worded, but the defini- 
tion itself has remained unchanged. Particularly significant is the following observa- 
tion made by Professor Handler in his prepared statement :* 


‘service 


38: ee 4 as. The term “service mark” means a mark used in the sale or advertising 
of services to identify the services of one person and distinguish them from the services of 
others and includes without limitation the marks, names, symbols, titles, designations, slogans, 
character names, and distinctive features of radio or other advertising used in commerce. 

32. Hearings before the Subcommittee on Trade-Marks, Committee on Patents on H. R. 
102, H. R. 5461 and S. 895, 77th Cong., Ist Sess., November 4, 12, 13 and 14, 1941, at p. 228. 
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There appears to have been tacked upon the definition of service marks in Section 46 
at page 44, lines 16 to 21 of the committee print, a provision of the widest import which 
appears to confer monopoly rights in any mark, symbol, title, designation, slogan, charac- 
ter names, or other distinctive features of radio or other advertising used in commerce. 
The breadth of the definition makes it meaningless. If the purpose of the provision is to 
define what may be adopted as a service mark, it would appear that the same language 
used in the definition of “trade-mark” might be repeated here. If the provision is intended 
to confer monopoly rights in all advertising matter, it goes beyond the law of trade-marks, 
patents, and copyrights. 


It is interesting to note that the concept of a service mark as such is not found 
in the early drafts of the new legislation. It appeared for the first time in the 
so-called Perkins Bill** which was prepared by the late Dr. Frank Schechter. A con- 
temporary commentator had this to say about Dr. Schechter’s proposal which he 
called “revolutionary” :* 


Mounting pressure at Washington for recognition of the service mark, as full partner 
of the trade-mark, is attributed largely to the extension of the idea of service marking. 
Banking service and insurance service are two forms that, over a period of years, have 
repeatedly made appeals to the Patent Office for certification. Latterly, the list has 
lengthened in response to the moves made to identify “services” consisting of broadcast- 
ing, news reporting, airplane transportation, bus transportation, stenography, theatre 
ticket supply, laundry, taxi hiring, cleaning, dyeing, valet service, etc. This extension 
of the service mark into many new fields is, moreover, coincident with the development 
of the idea of joint service by allied or associated interests. 


The Schechter proposal which broadly reflects the concept of service marks 


which prevailed throughout the subsequent hearings is, perhaps, even more signifi- 
cant with regard to the radical departure from the proposals made in the original 
American Bar Association bill of 1922 and all subsequent drafts of the Vestal and 
Ernst Bills concerning the registration of business names in general. All these, 
while recognizing the idea of protection of service emblems, linked such protection 
with a provision for registration of all business and trade-names generally. Even 
the Vestal Bill of January 6, 1932° contained the following provision: 


Sec. 23. Subject to the same provisions as appear in Section 2 hereof relating to 
trade-marks, so far as the same may be applicable, any person, firm, corporation, union, 
agricultural or other association, club, or fraternal society, being the owner thereof, may 
register any trade-name or device, including union labels, collective marks, and the marks of 
associations, used in commerce upon or in relation to specific goods of specific service, 
in the same manner and with the same effect, and when registered they shall be entitled 
to the same protection and remedies against infringement as provided herein in the case 
of trade-marks used upon goods. .. .. ** 


33. H. R. 11592, 72nd Cong., Ist Sess., April 25, 1932. 

34. 27 T.-M. R. 83 (1932) at 86-87. (W. Fawcett, “Service Marks—the Key to Trade- 
Mark Revision.”) 

35. H. R. 7118, 72nd Cong., Ist Sess., January 6, 1932. 

36. Ibid., Sec. 23. 

Highly revealing is the colloquy which occurred between Mr. Rogers and Mr. Thom- 
son during the hearings in 1928: Hearings on H. R. 6683 and H. R. 11988, 70th Cong., 
Ist Sess., March 9, 10, 30 and 31, 1928: 

Mr. Rocers: I cannot myself see how anybody can object to proper protection of, 
for example, the mark of a dry cleaner who performs a service and builds up good-will 
by cleaning the dress, and the dress bears a trade-mark and you can protect the trade- 
mark on the dress for the manufacturer of the dress, but you cannot protect the trade- 
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I am mentioning these historical data since they are perhaps the only guide at our 
disposal for a rational interpretation and administration of the service mark provi- 
sions of the new Act. With this background in mind, the following four indis- 
pensable prerequisites for registrable service marks can be laid down: (a) the ap- 
plicant must be rendering “a service”; (b) such service must be “rendered in com- 
merce”; (c) the applicant must be using “a mark,” and (d) the service must not 
be entirely incidental to the advertising or sale of merchandise. There is, however, 
at the present time a wide area of disagreement with regard to the presence or 
absence of each of these requirements in individual cases. The Trade-Mark Divi- 
sion has, as you know, set up a separate division for service marks. As of July 5, 
1948, approximately 1,300 service marks applications have been filed, of which over 
700 were awaiting first action on August 1. Less than 50 service marks have thus 
far been passed to publication in the Official Gazette and of these less than 10 have 
been actually registered. These figures strikingly show the state of flux in which 
the Office finds itself with regard to this problem. Let me offer a few comments 
with regard to the four above-mentioned prerequisites : 

Ad (a) and (d). The applicant must be in the business of rendering service. 
It is, I believe, generally recognized that a service, such as a delivery service which is 
totally incidental to the sale of merchandise falls outside the scope of Section 3. It is 
also recognized that the service does not necessarily have to have any direct relation- 
ship to merchandise; you will note that most of the service marks thus far published 
involve insurance, the loan business, shipping, and similar services. We already enter 
into the realm of controversy if we come to services rendered by restaurants or hotels 
or entertainment services. The Office has not yet decided whether the “service” 
offered by the owner of a basketball team or an orchestra or a ventriloquist fall within 
or without the statutory definition. 

Equally controversial is the status of non-profit making or educational organiza- 
tions of a non-commercial character. Are the emblems of groups such as the New 
York Athletic Club or the Rotary Club or of a fraternity registrable as service 
marks? Personally, I believe that this latter question should be answered in the 
affirmative since it appears clear from the early history of the new legislation that 
it was intended to protect such marks and devices. Otherwise, it would be strange 
indeed that the new Act should have eliminated the provision of Section 5 of the 
old Act, as added by a 1913 amendment, protecting fraternities, clubs, etc., against 
registration of their emblems by third parties. You may remember the storm of 


name of the man who cleans it. It seems inconsistent and this provision is quite in accord 
with the practice in every country that I know anything about. 

Mr. THomson: Mr. Rogers, how would a club name or a fraternal name be used 
in commerce? 

Mr. Rocers: It might very well be on cigars, for example. 

A Votce: Any club or fraternal society my register any trade-name or device. 

Mr. Rocers: Used by it in commerce; yes. 

Tue Vorce: Then as long as they did not use it on some article of merchandise, they 
would not be entitled to registry? 

Mr. Rocers: I should think not. 

Tue Voice: And the same way with laundry marks, if they only put it on their win- 
dows or on their wagons? 

Mr. Rocers: I would not be prepared to say that the use of a laundry mark on a 
wagon might not be a use in commerce. (pp. 22-23) 
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protest that was aroused between 1910 and 1920 when such names as “Vassar” or 
“Harvard” were used by whiskey manufacturers and others without the consent of 
the college involved.’ Hearings were held in 1912 on a bill seeking special protec- 
tion for such names.** Some such names were registered under the Act of 1905 
as trade-marks where the mark involved was used on buttons and similar articles. 
Since the word “commerce” as used in the Act constitutes a jurisdictional limitation 
rather than a limitation as to the type of business or service involved, it would be 
my personal view that fraternity marks or any mark used by non-profit making 
organizations are entitled to registration as service marks even though the “service” 
may be rendered free and only to a limited class of people, i.e., the members of the 
particular organization. 

Ad (b). The language in Section 45 that the services must be rendered “in 
commerce” is rather unfortunate. There is one school of thought which suggests 
that unless the particular service itself extends beyond state lines the mark cannot 
be registered. This, of course, would eliminate the vast majority of marks which 
are not used in the transportation or shipping business. Dry cleaning, finishing, 
haircuts, and innumerable other services are by their very nature local transactions. 
It is, therefore, I suggest, the better view to look upon the character of the appli- 
cant’s business as a whole rather than upon the individual service rendered. 
Wherever the applicant’s business is of such a nature that it controls individual 
service transactions from an interstate headquarters, the jurisdictional requirement 
for registration should be considered satisfied. A chain of hotels with booking 
offices in numerous cities or a chain of barber shops supplied and directed from 
one central place would, therefore, meet this requirement. A third school of thought 
would even go further and consider a single hotel or restaurant to be rendering 
service in commerce on the theory that it caters to an interstate clientele. This 
theory would find considerable support in recent Supreme Court decisions, viz., 
The Yellow Cab case,** the Sullivan case, and in the decision of the Circuit Court 
of Appeals in the Pure Oil case,“ where Judge Learned Hand held that a gasoline 
station located on an interstate highway was engaged in interstate commerce. Even 
the Commissioner of Patents indicated in one case that the owner of a hotdog stand 
on a highway might be engaged in interstate commerce.” 


37. Cf. “The Right to Use a College Seal as a Trade-Mark,” 6 Bull. U. S. T.-M. A. (New 
Series) p. 249 discussing the “Vassar” litigation. Mention should also be made of the deter- 
mined efforts of the Quakers during 1914-1946 to have the 1905 Act amended so as to prevent 
appropriation of names of churches or religious organizations or any names by which such 
organizations were commonly known. The Friends complained bitterly during the several 
hearings before the House Patents Committee that there was then on the market “Quaker” 
whiskey, “Quaker” vegetables, “Quaker” beer and many other similar designations and that in 
their judgment the users of those marks “had stolen an honest name upon which to trade for 
purposes of profit to themselves.” Hearing’before the Committee on Patents, House of Repre- 
sentatives, Amendment of Trade-Mark Statutes, 64th Cong., Ist Sess., February 2, 1916 at p. 5. 
Hearing before the Committee on Patents House of Representatives, Amendment to the Trade- 
Mark Laws on H. R. 15403, April 15, 1914; Amendment of Trade-Mark Statutes, Hearing 
before House Committee on Patents, 63rd Cong., 3d Sess., December 11, 1914. 


38. U. S. v. Yellow Cab Co., 332 U. S. 319 (1948). 

39. U.S. v. Sullivan, 67 S. Ct. 1283 (1947). 

40. Pure Oil Co. v. Puritan Oil Co., 127 F. 2d 6 (C. C. A. 2, 1942). 
41. [x parte Tyler, 68 U. S. P. Q. 113 (1946). 
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Ad (c). Even if the dual requirement of “a service rendered in commerce” 
should be found satisfied, there still remains one other prerequisite for registration 
which presents by far the most difficult problem in actual practice: the applicant 
must use “a mark.” The definition of a service mark in Section 45 begins with 
the words “the term service mark means a mark” before going on to state what 
may be included in such a mark. I believe it is quite clear from the early history of 
the Act that it was not intended to transform the Patent Office into a recording 
office for all business names and business addresses either used in relation to goods 
or services. In other words, in order to be registrable, the name has to be used 
in such fashion as to satisfy the requirements of trade-mark or service mark use. 
A letterhead reading “A & B Consultants” or “X Life Insurance Company” or 
“A & B Construction Engineers” or the name of a railroad is not a mark which 
would be registrable on either register, but specific emblems used such as “Sante 
Fe” or the “Rock of Gibraltar” would be. In other words, house marks used by 
broadcasting stations or railroads for all their services would unquestionably qualify 
for registration. But doubt begins to arise immediately if registration is sought 
of the name of a particular service such as a name of a particular radio program 
or train or the like. There is one school of thought which would compare such 
names with individual trade-marks used, let us say, by the National Biscuit Com- 
pany in addition to their trade-mark “Nabisco,” so that each individual service may 
be identified by a service mark analogous to trade-marks. Others take the position 
that program names or names of pamphlets, plans, etc., are more in the nature of 
titles or names of books and incapable, therefore, of registration as “marks.” Ulti- 
mate determination of this basic problem will affect many hundreds of pending 
service mark applications. 

Apart from these controversial issues, the following rules with regard to 
service marks have been generally accepted: (1) Each service mark will be 
examined as to the register for which it may qualify. If it is predominantly de- 
scriptive or a surname it will be registered on the supplemental register. It 
should be noted that under the definition of service marks slogans may qualify 
for the principal register. (2) In examining applications for service marks con- 
flicting earlier registrations of trade-marks will be cited. As the late Commis- 
sioner Frazer pointed out during the 1939 Hearings,** an undertaker may not 
register a service mark where the identical mark was previously registered as a 
trade-mark for caskets. (3) The Act contemplates registration of certification 
service marks and of collective service marks. Very few, if any, such applications 
have been filed thus far. 


V. Certification and Collective Marks; Section 4 


Little need be said at this time about collective and certification marks. The 
definitions of both these concepts have undergone so many revisions in recent years 
that the final result appears quite confusing and discouraging. Confusion arises 
particularly because of the fact that the “collective mark” as now defined bears 
little resemblance to the collective mark as introduced by the 1938 amendment to 


42. Hearings on H. R. 4744, 76th Cong., Ist Sess., March 28-30, 1939, p. 51. 
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the Act of 1905. Most of the marks registered as collective marks under that 
amendment would appear to come within the definition of certification mark rather 
than collective mark under the new Act or may indeed involve situations in which the 
related company section of the new Act (Sec. 5) might come into play. Small 
wonder, then, that the number of applications for collective marks during the past 
year is, I believe, less than a dozen. 

Applications for certification marks are also extremely small in number. The 
most important reason for this caution must be found in the drastic restrictions 
added to the Lanham Act in conference a few days before its passage (Sec. 14(d)). 
A's you know, it is one of the objectives of S. 1919, the Hawkes Bill,** which was 
approved by this Association last year, to eliminate three of these four restrictions 
on certification marks. The majority of the few applications filed so far are marks 
certifying membership in organizations or geographical origin. It should be noted 
in this regard that the standards for registration of certification and collective marks 
on the principal register are more lenient than those which prevail in the case of 
ordinary trade-marks or service marks. For instance, indications of geographical 
origin may be registrable on the principal register as certification marks, even 
though they would come within the prohibition of Section 2(e)(2) if their regis- 
tration were sought as trade-marks or service marks. 


VI. The Supplemental Register; Packages, Configurations of Goods, etc. 


No phase of the new Act (with the possible exception of service marks)* is 
causing the Patent Office more concern and misgivings than the definition of regis- 
trable marks for the supplemental register.* The legislative background of this 
provision is particularly significant. All early versions of the Vestal Bill, the Ernst 
Bill, and even the Lanham Act contemplated some sort of deposit system for “quick” 
registration of certain devices which in some foreign countries may be registered 
as marks, provided a certificate of registration in the country of origin is first 
secured. When it was held in the well-known Nujol case, to which I have already 
referred,* that an entire label was not registrable under the Act of 1920, proposals 
were immediately made to provide for the registration of “export marks” and to 
accept for such purpose and for “deposit” without thorough examination packages, 
labels, and anything of a similar character. There was then to be issued a certifi- 
cate of deposit which was not to have even the small legal significance which a 
registration under the Act of 1920 enjoyed. In other words, the contemplated 
procedure was nothing but the filing of a claim similar to copyright registration 
without obtaining by such filing any domestic rights whatsoever. It was in con- 
nection with this depositing of “export marks” and securing of so-called “quick” 


42*. Infra, note 59. 

43. Supra, pp. 23 et seq. 

44. “For the purposes of registration on the supplemental register, a mark may consist of 
any trade-mark, symbol, label, package, configuration of goods, name, word, slogan, phrase, 
surname, gographical name, numeral, or device or any combination of any of the foregoing, but 
such mark must be capable of distinguishing the applicant’s goods or services.” (Sec. 23) 

45. Supra, note 10. 

46. Cf. S. 2679, 68th Cong., Ist Sess. (1925) Sec. 3(b) and Sec. 5. 
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registrations that the terms “configurations of goods and packages” made their first 
appearance. When it was pointed out by distinguished experts in the field*’ during 
the Hearings in 1925 and 1926 that the great majority of foreign Patent Offices 
would not accept such a deposit as proof of domestic protection of United States 
marks and that such “deposit” would be more or less farcial, the proposal was 
eventually dropped. But the scope of the former Act of 1920 was simultaneously 
enlarged so as to permit registration of configurations, packages and the like on the 
new supplemental register. However, it cannot be overemphasized that time and 
again assurances were given during the hearings that registration of such matters 
was intended strictly as a necessary basis for foreign protection and that it was 
not the intention to give up the structure of the American trade-mark law by grad- 
ually adopting a system similar to that of France. (In France packages and con- 
figurations may be registered as trade-marks, but the law does not provide for 
examination of trade-marks before registration and does not confer upon registered 
marks substantial statutory benefits.) To illustrate: Mr. Rogers, when asked by 
Congressman Lanham during the Hearings in 1938*° whether registration of such 
devices on the supplemental register was provided for purposes of foreign trade 
only, replied: “Yes, sir; 100% for that purpose.” Most significant, however, is 
Mr. Rogers’ testimony in 1927 when he observed with regard to the then Section 
3(b) of the Vestal Bill providing for a deposit system for configurations and similar 
matters :* 


Section 3(b) refers to trade-marks under foreign law, and the purpose of that is to 
protect our own citizens in foreign countries. And it expressly provides that, so far 
as the United States is concerned, all rights with respect to marks registered under this 
act have the same protection as the common law affords. 

Surely it is not contemplated to transfer the foreign law into the United States, but 
fully to protect abroad Americans, the same as has always been done under the common 
law. (Emphasis supplied.) 


47. Hearings on H. R. 6248, 69th Cong., Ist Sess., March 25-26, 1926, pp. 110-111: 


Mr. BarsBer: Before leaving the Act of 1920, let us say that the certificate of registra- 
tion under the Act of 1920 is no evidence in this country of any right to the mark; there- 
fore, it is undoubtedly a grave question whether it can be used as the basis of a valid 
registration in foreign countries, even though it has been so used for five years, but at 
least it has on the fact of it the indicia of validity in that it is called a “certificate of 
registration.” In my office we have never yet used a certificate of registration under the 
Act of 1920 as the basis of a foreign registration, when it is possible by any diligence 
or any expenditure of time and money to get a certificate of registration to be so used, 
because, in my opinion, when somebody sees fit to question the validity of those foreign 
registrations, in a great many instances they must be held to be invalid. But what are 
the proponents of this bill doing? They are living now in a house of cards, relying upon 
a certificate of registration, so-called, which is no evidence of right at home. They are 
pulling down that house about their ears by taking away from it the name “certificate 
of registration” and calling it “certificate of deposit.” 


48. Hearings on H. R. 9041, 75th Cong., 2d Sess., p. 180. 

49. Hearings on S. 4811, 69th Cong., 2d Sess., January 7, 1927, p. 29. During the Hearings 
on H. R. 13486, 69th Cong., 2d Sess., January 6, 1927, when asked what was to be understood 
by the word “configuration,” Mr. Rogers said: “Such things as a tire tred, a funny cork on 
a perfumery bottle—lots of things. This general term ‘Configuration’ is a term that is quite 
commonly used under the law of continental Europe where these things are registered as trade- 
marks, and as I said this morning, they are complaining about us because we will not accept 
them, because we say a trade-mark is something that is not a part of the goods, but must be 
stuck on by a label.” 
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During the 1930 Hearings,” Mr. Henry Thompson in opposing the provision 
for registration of packages, configurations and labels said: 


Now, we come to “configuration” of goods registration. There are 80,000 design 
patents. What can the public do? Can they adopt any one of these 80,000 designs which 
shows a “configuration” of goods and secure an exclusive registration? Suppose “A” 
owns a design patent. Apparently I can appropriate that patent and procure exclusive 
registration. Does “A” want me to do that? I would not if I were the owner of a design 
patent. It is an iniquitous situation if a person can procure an exclusive mark registra- 
tion based upon some other person’s design patent. The commissioner is not required 
to examine copyrighted labels or design patents.™ 


Despite considerable opposition, this part of the law remained substantially the 
same until the new Act was enacted. As it now stands, the language of Section 
23 goes far beyond its avowed purpose in at least two respects and does not go far 
enough in others.” It goes too far in that it is not limited to those devices for which 


protection is sought abroad. On the contrary, registrations on the supplemental 
register, although of even smaller domestic effect than registrations under the 1920 
Act, may be used by anyone who desires a pseudo-registration of a package or 
label for domestic purposes. As one of the outspoken critics of the supplemental 
register said during the 1939 hearings: 


Mr. Byerty: I think if you will look at the 1920 register, you will find that large 
numbers of the marks that have been registered have never been used in the foreign trade; 
they are registered solely for bluffing purposes at home. If you have an invalid patent 
notify a lot of people they are infringing, the courts will enjoin you. That is recognized 
as a bad thing. But the 1920 Act has provided a means for doing that in trade-marks, 
and it has been used very extensively.™ 


Secondly—and I believe this is the most disconcerting feature of the language 
of the new Act—Section 27 is open to the construction that such packages or con- 
figurations may subsequently be registered as trade-marks under Section 2(f). As 
previously pointed out, the Office is determined, until reversed by the courts, not 
to accept such devices on the principal register and to limit Section 27 in accordance 
with its original intention to marks which, while primarily surnames or geographical 
or descriptive, have subsequently acquired a secondary meaning as trade-marks. 
The only safeguard at the disposal of the Office to prevent utter chaos is the limita- 
tion that even matters sought to be registered on the supplemental register must 
“be capable of distinguishing the applicant’s goods or services.” 

It is already abundantly clear that Mr. Byerly’s observation in 1939 will prove 
even more correct under the new Act: The vast majority of those who now seek 


50. Hearings on H. R. 2828, 71st Cong., 2d Sess., January 17-18, 1930. 

51. Ibid., p. 34. 

52. The * Ket probably does not go far enough in providing that the ordinary one-year use 
requirement for marks on the supplemental register may be waived only after the applicant 
“has begun” use of the mark in foreign commerce. In order to prevent piracy abroad, it should 
be possible to secure a registration in foreign countries even before the mark is used in export 
to such countries. 

53. Thus, it is now expressly provided in Section 28 that a certificate on the supplemental 
register may not be used to stop importations. Under the old Act, certificate of 1920 registra- 
tions were accepted for such purpose. 

54. Hearings on H. R. 4744, 76th Cong., Ist Sess., March 28-30, 1939, at p. 128. 
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registration for configurations, packages, etc., are not interested in foreign trade or 
export at all, but seek a hybrid registration of little value in the United States solely 
for the purpose of putting one more notice on a label, package, or design which fre- 
quently already bears one or more design patent, copyright and trade-mark notices. 
A visitor to the Trade-Mark Division of the Office would already find anything from 
hors d’oeuvres to military caskets submitted as specimens of “configurations of 
goods.” It certainly looks—to paraphrase Mr. Rogers’ language previously quoted— 
as if foreign law is being transferred into the United States and its Patent Office! 
It has always been my belief that the real root of the evil is found in the outmoded 
concept—still widely prevailing here and abroad—that a certificate of registration 
should not be issued until and unless a certificate from the home country is secured. 
Pre-war discussions at international conferences have long shown a strong senti- 
ment in favor of abolishing this requirement. If it were eliminated, there would 
be no need for registration of configurations and packages as “trade-marks” on a 
hybrid register. We would then avoid the sad spectacle that foreign countries will 
refuse acceptance of supplemental register certificates on the ground that they are 
without any legal significance in the United States. 


VII. Concurrent Use Proceedings—Section 2(d) 


Let me now turn briefly to another important provision of the new Act concern- 
ing which a few basic principles have been developed in recent months. I am 
referring to Section 2(d) providing for concurrent registrations. It seems that 
sound administration of this section by the Patent Office and the courts might 
present even greater initial difficulties than are involved in the interpretation of 
Section 2(f) of the new Act. The basis for this rather pessimistic prediction lies 
in the recognition that Section 2(f) has written into the statute the secondary mean- 
ing doctrine as actually developed by our courts, while the concurrent registration 
provision was originally aimed to accomplish the same purpose with regard to the 
doctrine first laid down by the Supreme Court in the now famous “Tea Rose’’®* 
and ‘“Rectanus’” cases, but apparently fell far short of accomplishing this aim. 
The basic idea of Section 2(d), which was patterned after Section 12(2) of the 
British Trade-Marks Act of 1938, was to permit registration of marks concurrently 
used in different parts of this country in situations where a court has either held 
both users entitled to use the mark in their respective territories at common law 
or would, if the matter were litigated, recognize such common law rights. It is 
interesting to note that, broadly speaking, the section as now worded seems to be 
primarily concerned with situations resulting from adverse interests and hostility 
rather than from any agreement between the parties. In the early days, the section, 
which was then entitled “Plural Registrations” contemplated concurrent registra- 
tion only in cases in which two or more claimants sought such registration “by a 
written agreement or stipulation filed or recorded in the Patent Office... .”™ 





54*. Albany Packing Co., Inc. v. Register of Trade-Marks, 30 T.-M. R. 595, Exchequer Court 
of Canada, 1940. 

55. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 (1916). 

56. U. S. Drug v. The Rectanus Co., 248 U. S. 90 (1918). 

57. Joint Hearings on S. 2679, 68th Cong., 2d Sess., January 20-21, 1925 (Sec. 12), p. 10. 
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During the Hearings, former Commissioner Robertson asked Mr. Rogers: 


This section does not intend that there should be duplicate registrations without the 
consent of the first registrant, does it? 

Mr. Rocers: Not at all. If there is any such possible construction it ought to be 
changed. 

Mr. Rosertson: It requires consent. 

Mr. Rocers: It requires consent.** 


Section 2(d) as now worded proceeds on an entirely different theory. It likens 
a concurrent registration proceeding to an inter partes interference to such an extent 
that not even a joint request by a previous registrant and a new applicant for 
concurrent registration can be granted by the Commissioner without first instituting 
a proceeding before the Examiner of Interferences. In other words, not even a 
consent filed by a previous registrant to have his registration restricted in one way 
or the other can be acted upon without going through the motions of an inter partes 
proceeding. Concurrent use proceedings under Section 2(d) are, of course, not 
limited to conflicts between an applicant and a previous registrant (although this 
will probably be the most frequent situation). They may also be instituted between 
two pending applications or between an applicant and a previous user who may 
have never secured federal registration. Thus far, not more than two or three such 
proceedings have been actually instituted although somewhere between twenty-five 
and fifty applications for concurrent registration have been filed which upon closer 
scrutiny proved not to qualify under Section 2(d) of the Act for one reason or 
another. In some instances, an application labeled “concurrent use” turned out to 
be nothing but an application by a holding company for registration of a mark 
used by related companies under Section 5 of the new Act. But in most instances 
the language of 2(d) itself as presently worded would seem to bar the granting 
of concurrent registrations on the ground that the applicant’s first use does not 
antedate the filing date of a previous 1905 or 1881 registrant. It has been sug- 
gested that such 1905 or 1881 registrations should not be considered as “applica- 
tions involved” under Section 2(d); however, it is the present thinking of the 
Office that Section 2(d) as now worded does not permit of such interpretation. 
Consequently, a concurrent use proceeding will not be instituted unless the applicant 
alleges a first date of use which precedes the filing date of a prior registrant under 
the Act of 1905 or 1881. As most of you will remember, S. 1919, the so-called 
“Hawkes Bill’*°—which was approved by this Association at the Cleveland meeting 
in 1947 proposes to change this situation. 

Another serious drawback of Section 2(d) as presently worded is the necessity 
to go through with the concurrent use proceeding before the applicant’s mark will 
be published for opposition. Thus, these proceedings may in many instances turn 
out to be sham battles since even the winning applicant may then be faced with 
opposition proceedings or indeed with the necessity of further litigating with other 
previous users of whom he may not have had knowledge and who would not learn 


58. Hearings on H. R. 13486, 69th Cong., 2d Sess., January 6, 1927, p. 70. 
59. 80th Cong., Ist Sess., introduced December 19, 1947. 
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the applicant’s mark until the time of publication in the Official Gazette after one 
or more concurrent use proceedings. It has been suggested, therefore, that the Act 
be amended so as to simplify and expedite concurrent use proceedings in this respect. 

While no decision has been handed down by the Examiner of Interferences in 
one of the few pending proceedings, there seems to be fairly general agreement, at 
least within the Patent Office, with regard to the following propositions: (1) In 
case of a concurrent use application over a prior 1905 or 1881 registration, the 
applicant’s first date of use must precede the filing date of the previous registra- 
tions. (2) It is clear from the language of Section 2(d) that the Act does not 
contemplate a concurrent registration on the supplemental register. This does not 
mean, of course (as is sometimes assumed), that a 1920 registration or a registra- 
tion on the supplemental register may not become “involved” in a concurrent use 
proceeding so as to be subject to restriction or cancellation. The prior registrant 
in such situations is in effect treated like a prior user. The point I want to stress 
is that any application for a concurrent registration must be filed for registration 
on the principal register regardless of whether it may involve another pending appli- 
cation, a prior common law user, or a prior registrant under any federal statute. 
(3) Generally speaking, concurrent registration should be sought at least on a 
statewide basis. For constitutional reasons, the Office would lack power to grant 
registrations limited to one particular state. On the other hand, there would seem 
to be no reason why as a result of such proceeding a previous registration could 
not be limited or restricted to one state. You may recall that in a recent case 
involving the name “Wilshire” for shirts a federal court divided up the territory 
of the United States 45-1 in favor of the defendant. Plaintiff who had a federal 
registration was held limited to the State of California.” This is the type of situa- 
tion where a concurrent use proceeding might be instituted upon application of 
the victorious party on the ground that “a court has finally determined that more 
than one person is entitled to use the same word or similar mark.” 

(4) It is, I believe, now recognized that, while less frequent, a concurrent 
use proceeding may also arise between two or more users of the same mark in the 
same territory on the ground that the “manner or mode of use” of the mark by 
the respective applicants is such as to prevent any likelihood of confusion. I am 
informed that in Great Britain the majority of concurrent use applications is based 
on differences in the mode of use rather than territorial division. A good illustra- 
tion of this type of concurrent use within the contemplation of the new Act may 
be found in the following type of situation which is now before the Examiner of 
Interferences. Both A and B have been using a periodical title, let us say, “Modern 
Age,” concurrently in the same territory or even on a national basis with regard 
to two entirely different types of periodicals. A’s paper may be a magazine for 
school children while B’s may be a trade association journal. No confusion has 
ever arisen or is likely to arise nor have A or B any objection to each other’s use 
as presently limited. There would seem to be no reason why concurrent registra- 
tions may not issue in a situation such as this. 


60. Cohn-Goldwater Mfg. Co. v. Wilk Shirt Corp., 147 F. 2d 767 (C. C. A. 2, 1945). 
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VIII. Likelihood of Confusion (Section 2(d), First Sentence 


The phrase “same descriptive properties” no longer appears in either Sec- 
tion 2 of the Lanham Act or in the infringement section (Sec. 32). Instead, 
Section 2(d) confers upon the Commissioner broad discretion to reject any mark 
which, when applied to the applicant’s goods, may “cause confusion or mistake 
or deceive purchasers” in view of somebody else’s previous registration or use. It 
should be noted that in order to find infringement there must be confusion or mis- 
take “‘as to the source of origin of the goods or services,” while no such limitation 
appears in Section 2(d). If this were taken literally, we would have to reach the 
anomalous conclusion that a broader and more liberal test is to be applied by the 
Patent Office in ex parte proceedings than would be used by our courts in infringe- 
ment suits. Be that as it may, there can be no doubt that the new Act here again 
was intended to confer upon the Patent Office much broader discretion than the 
Office was permitted to exercise under the language of Section 5 of the old Act. 
Notwithstanding the much discussed and criticized recent decision of the Circuit 
Court of Appeals for the Seventh Circuit in the Sunkist case,” the test now to be 
applied by the Office would seem to be the liberal rule frequently followed by the 
Court of Customs and Patent Appeals and most of our courts even under the old law 
and so well expressed by the Court of Customs and Patent Appeals in one of the 
Elizabeth Arden cases” as follows: 


The real question confronting us is whether the goods of the respective parties are so 
related, commercially or otherwise, that, when marketed under the involved trade-marks, 
the purchasing public might reasonably conclude that they originated with the same 
concern. 


The same thought had been expressed by Judge Learned Hand over twenty years 
ago in the famous Yale case when he said in a 4915 registration proceeding : 


While we own that it does some violence to the language, it seems to us that the 
phrase should be taken as no more than a recognition that there may be enough dispar- 
ity in character between the goods of the first and second user as to insure against con- 
fusion. That will indeed depend much upon trade conditions, but these are always the 
heart of the matter in this subject.™ 


Under the new Act it will be no longer necessary—to paraphrase Judge Hand’s 
language just quoted—to do violence to the language in order to arrive at a finding 
of likelihood of confusion and the classification of the Patent Office will be just 
one factor in making this determination. It will require no legal gymnastics under 
the new Act to find likelihood of confusion between use of the same well-known 
mark on women’s dresses on the one hand, and cosmetics on the other, or a mark 
used on cigarettes by one firm and on cigarette holders or cases by the other. 

There has, however, arisen a problem of far-reaching consequences with regard 


61. California Fruit Growers Exchange v. Sunkist Baking Co., 76 U. S. P. Q. 85 (C. C. A. 
7, 1947). 

62. Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 26 T.-M. R. 416 (C. C. P. A. 1936), 
83 F. 2d 681 (C. C. P. A., 1936). 

63. Yale Electric Corp. v. Robertson, 26 F. 2d 972 (C. C. A. 2, 1928). 

64. Ibid., p. 974. 
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to the reverse problem, i.e., whether the new Act may permit or require a narrower 
position in situations where the Office or the courts have found likelihood of con- 
fusion under the old Act but where no actual confusion may have arisen despite 
such finding. There is an ever-increasing number of cases in which applicants 
who were on the losing side of an opposition proceeding under the old Act now 
revert to the Office with new applications stating that despite the previous finding 
of likelihood of confusion and denial of registration, they have continued using 
the mark without any confusion actually resulting. It has been suggested that the 
alleged new standard of the Lanham Act would permit applicants to re-litigate this 
issue and that consequently such applications shoould be passed to publication even 
though the Office or a court may have previously found the mark unregistrable as 
being confusingly similar to another registered mark. I suggest that, if this view 
were adopted, a veritable Pandora’s box of litigation would be opened and that there 
would hardly be any applicant who could not now reopen his case in the Office 
after having continued to use his mark despite an adverse decision in an opposition 
or even a cancellation proceeding. Since this extremely important issue has not 
been finally determined in any pending proceeding, I can at this juncture only 
express my personal view that, while perhaps not technically res adjudicata, a 
previous decision in an opposition or cancellation proceeding finding likelihood of 
confusion between the applicant’s mark and a third party’s registration should be 
held controlling since under the new Act too likelihood of confusion is the test and 
since actual continued use of the mark is not a consideration which even under the 
new Act is entitled to consideration in an ex parte proceeding. It is quite signifi- 
cant, in my opinion, that equitable defenses are restricted by Section 19 to inter 
partes cases. I do not believe that trade-mark owners who have in recent years 
successfully opposed an application or even obtained cancellations shoould be com- 
pelled now to re-litigate the identical issue of likelihood of confusion solely on the 
ground that the applicant may have continued the use of the mark without the 
registration. Since the test of the new Act is in effect nothing but a codification 
of the rule of the Yale case,” the Elizabeth Arden case,” the Delmonte case™ and 
innumerable like decisions, the issue of likelihood of confusion, if raised again, would 
have to be disposed of in the same manner regardless of the difference of language 
between the new and the old Act in this respect. The situation is similar, in this 
regard, to that involved in the recent Kwirtart case™ where the court held by 
way of dictum that the change of language concerning registrability of descriptive 
terms did not mean a change in substance and that, therefore, generally speaking, 
marks which would have been rejected under the old law on the ground of descrip- 
tiveness would be similarly ineligible under the new statute. In the light of this 
recent decision, no applicant under the old Act whose mark was finally rejected 
on the ground of descriptiveness could now successfully reopen the matter solely 
because of an apparent change in language in the new Act (unless, of course, he 
would now qualify under Section 2(f) ). 


65. Supra, note 63. 

66. Supra, note 62. 

67. Calif. Packing Co. v. Tillman & Bendel, 40 F. 2d 108 (C. C. P. A., 1930). 
68. McPartland, Inc. v. Montgomery Ward & Co., 76 U. S. P. Q. 97 (1947). 
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I need hardly add that the same principle does not, of course, hold true in 
situations in which the new law has brought about an actual change in substantive 
law. Where, for instance, an applicant had been rejected on the sole ground that 
his mark constituted an appropriation of an entire name of a corporation, he could, 
I believe, now reapply, if otherwise eligible, on the ground that this statutory pro- 
hibition has been removed. 


IX. The Hazards and Consequences of Divided Appellate Jurisdiction 


It is, of course, axiomatic that any new statute which introduces new concepts 
and greatly modifies pre-existing standards and approaches will not work out to 
best advantage of all concerned until our courts have had an opportunity to lend 
a measure of finality to the interpretations developed administratively by the Patent 
Office or to substitute their own understanding of the new law in cases in which 
they find themselves in disagreement with administrative determinations. The 
new Trade-Mark Act is no exception to this rule. On the contrary, there is one 
aspect of present-day trade-mark practice which will, unfortunately, bring about 
an unusually prolonged period of uncertainty and doubt. I am referring to the 
present system of alternative remedies which are available to losing applicants or 
to losing parties in inter partes proceedings. As you know, such losing party may 
appeal either to the Court of Customs and Patent Appeals sitting as administrative 
appellate tribunal (Sec. 21 of the Lanham Act) or he may file a civil action under 
R. S. 4915. 

Even if the appellant should decide to appeal to the Court of Customs and 
Patent Appeals, his adversary is given a right of election under Section 21 to have 
all further proceedings in the district court. This dual appellate system has already 
led to some rather precarious situations even under the old Trade-Mark Act and 
in some respects in patent litigation. Let me give you but one striking illustration: 
The Court of Customs and Patent Appeals in a long line of decisions has always 
adhered to the view that in opposition proceedings third party registrations may 
not be considered.” Not only was the opposer’s mark considered immune from 
attack, but it was also held that an applicant’s showing of sometimes fifty or more 
registrations more closely similar to opposer’s than to the applicant’s own mark 
was irrelevant for the purposes of a pending opposition. In simple language, the 
position was taken that fifty errors on the part of the Patent Office were no excuse 
for permitting a fifty-first and thereby adding to the confusion of the public. When, 
however, a losing applicant recently brought a case of this type before the district 
court, it was held that such third-party registrations not only should be considered 
but in the case at bar removed all doubt as to the possibility of confusion. Thus, 
the court ordered registration of the trade-mark “Vegemite” over the Patent Office 
rejection of that mark on the ground of a prior registration of the mark “Vegex.””° 
The applicant submitted in evidence approximately fifty other previous registra- 
tions of a similar type beginning with the syllable “vege.” As a result, the Patent 


69. Cf., for instance, The Hygenic Prod. Co. v. Huntington Labs., Inc., 139 F. 2d 508 
(C. C. P. A., 1944) and The Pepsodent Co. v. Comfort Mfg. Co., 83 F. 2d 906 (C. C. P. A., 
1936). 

70. Kraft Cheese Co. v. Kingsland, 75 U. S. P. Q. 318 (D. C. D. C., 1947). 
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Office finds itself between Scylla and Charybdis. On the one hand, it is bound to 
follow the decision of its own administrative tribunal, the Court of Customs and 
Patent Appeals, even in the face of a court decision taking a contrary view. But 
when in a 4915 proceeding the court issues a decree compelling registration of a 
specific mark, the Office has, of course, no alternative but to carry out the mandate 
of the court even though this must inevitably lead to deplorable inconsistencies in 
the administration of the registration statute. It is true that such glaring dis- 
crepancies between the right to use and the right to register as confronted our 
courts in the ill-famed “Chipso-Chaso’””* and “White House’ litigations under 
the old Act are not likely to arise under the new legislation in view of the broadened 
authority conferred upon the Commissioner and the Court of Customs and Patent 
Appeals to apply the equitable defenses of estoppel, acquiescence and laches (Sec. 
19). On the other hand, there can be no assurance that interpretations by the 
Court of Customs and Patent Appeals of the provisions of the new Act will have 
any real degree of finality and guide the profession as long as another party may 
bring the identical issue before an equity court which may reach just the opposite 
conclusion. Should, for instance, the Court of Customs and Patent Appeals affirm 
the Commissioner’s present position that an ordinary advertising slogan for goods 
is not registrable on the principal register, a district court in a 4915 proceeding 
might conceivably take the contrary position and compel the Office to register such 
a slogan. Ultimate chaos would result from such frequent divergence of opinion 
unless the United States Supreme Court would ultimately review the question. 
In the meantime, the mere existence of two alternative appellate tribunals would 
probably prove a serious impediment to early and authoritative judicial interpreta- 
tion of the Lanham Act. 


X. Conclusion 


In conclusion, let it not be supposed that in view of my previous observations 
the new Trade-Mark Act may not prove to be a real aid to trade-mark owners and 
a means for greater security and broader legal protection of trade-marks. I know 
that everyone concerned with the administration of the new Act in the Patent Office 
is seriously working toward this ultimate goal. While numerous ambiguities and 
defects of the new legislation have already become apparent and may sooner or later 
be corrected by amendatory legislation, an earnest effort is being made by all con- 
cerned to administer the new Act in such a way as to confer the maximum degree 
of protection to all trade-marks and emblems which are encompassed by the terms 
and provisions of the new statute. 

We do not believe that this is an opportune time to turn to Congress for a 
major overhauling of the new Act. While certain clarifying amendments might 


71. That in cases of this sort the Office should follow the C. C. P. A. rather than the court 
was held by the late Assistant Commissioner Frazer in the case of The Coca-Cola Co: v. Jacob 
Ries Bottling Works, Inc., 50 U. S. P. Q. 639 at 640 (C. P., 1941). 

72. Procter & Gamble Co. v. S. L. Prescott Co., 77 F. 2d 98 (C. C. P. A., 1935) and 
(same parties) 102 F. 2d 773 (C. C. A. 3, 1939). 

73. Dwinnell-Wright Co. v. White House Milk Co., 111 F. 2d 98 (C. C. P. A., 1940) and 
(same parties) 132 F. 2d 822 (C. C. A. 2, 1943). 
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be sought and while the amendments embodied in the Hawkes Bill* which are 
based primarily on considerations of public policy may warrant early congressional 
attention, the new structure and administrative apparatus should be given at least 
a period of trial and error before remedial legislation is sought. When a person 
acquires a complicated new machine which fails to perform to his complete satis- 
faction in the beginning, it would be considered poor judgment on his part to discard 
the machine immediately. There are at least two steps which such person should 
normally take before adopting that drastic action: He should first devote a sincere 
effort to acquiring a thorough understanding of the nature of the processes and 
apparatus involved. Such a study will frequently result in practical readjustments 
and ultimately in a smooth functioning of the machine at hand. Should that step 
fail, he may then go back to the source from which it was obtained and ask for 
necessary repairs or reconstructions and only if these too prove unsatisfactory 
should he decide to discard the tool altogether. 

I submit that with regard to the new Trade-Mark Act, we find ourselves still 
in the first of these stages. Before asking for major repairs in the legal and adminis- 
trative structure of the new Act, a concerted effort should be made by the Patent 
Office, the courts and the legal profession during this first and experimental stage to 
understand the implications and theories underlying the statute as now worded in 
order to make the Lanham Act an effective and sound foundation for the registration 
and protection of trade-marks. 

APPENDIX 


Total Number of Published Marks and Registrations as of the End of the Fiscal Year June 30, 


1948 
I. The Act of 1905: 


Total number of applications published 
Total number of trade-marks registered 
II. The Act of 1920: 
Total number of trade-marks registered 
III. The Act of 1946: 
Total number of applications published for the principal register 
Among these are: 
Service marks 
Certification marks 
Total number of trade-marks registered on the prnicipal register 
Among these are: 
Service marks 
Certification marks 
Total number of trade-marks registered on the supplemental register 
Among these: 
Service marks 
IV. Applications for Republication (Sec. 12(c)): 
Total number of marks republished in the Official Gazette 
Amendments, corrections, etc. (Sec. 7): 
Amendments 
New certificates (to assignee) 
Corrections 
V. Renewals: 
Total number 


74. Supra, note 59. 
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ONE YEAR UNDER THE LANHAM ACT 
A PRACTITIONER’S VIEWPOINT* 


Rudolf Callmann+ 


The Lanham Act presents a great number of problems, some new and some 
old to our trade-mark law. It treats, for example, of such interesting modern 
problems as those of the service mark and the radio slogan, of subsidiary marks 
and the anti-trust laws, of the firm name as trade-mark and many others. But it 
seems to me that our courts are still wrestling with some of the more fundamental 
concepts of the trade-mark law, as, for instance, the concepts of confusion, dilution 
and secondary meaning. Toscanini was once asked why he devotes so little time 
to modern composers. He replied: “I am still too deply concerned with the prob- 
lems of Mozart and Beethoven.” So it is with us. Statutes can be of little help 
unless their fundamental problems are resolved and clarified. These problems are 
still fascinating, whatever the looking glass through which we observe them. My 
address will be directed to some of these fundamental problems. 

I guess many of us thought that the enactment of the Lanham Act would make 
everything right with the trade-mark world; that progress would then be the pass- 
word and that our trade-mark law would soon establish a beachhead upon the 
shores of a paradise, where the golden “Sunkist” fruits glow monopolistically from 
the evergreen tree of knowledge. 

Nothing could be farther from fact. Despite all the efforts of the bar, our 
courts still cling to the familiar anachronisms. The “new look” has not yet graced 
the trade-mark field. The picture is far from pleasing. It is haunted by the ghosts 
of battered “Coca-Cola” and “Seven-Up” bottles, of rotting ‘““NuGrapes,” of deserted 
“Lerner” Shops and “Lilliputian” Bazaars. The accidental rescue of “Safeway” 
and the gay “Stork” Club crowd offer small comfort, and does not even give promise 
of a silver lining in the gray clouds overhead. 

Strange though it may be, these clouds are not so much trade-mark clouds as 
they are anti-trust law clouds even though there is much less danger of monopoly 
in trade-marks than there is in patents. In the patent case, the courts justifiably 
try to draw as sharp a line of distinction as possible between the patent monopoly 
which is lawful and the abuse of the patent monopoly which then constitutes a 
violation of the anti-trust laws. Unfortunately, the ominous word “monopoly” 
has been employed rather loosely in trade-mark cases. It has featured in litiga- 
tions concerning the most popular trade-marks. In recent cases, even strong and 
old secondary-meaning marks were denied protection because the judges were 
afraid that if they granted protection their decisions would be criticized as favor- 
able to monopoly. Sometimes the courts betray their concern without expressing it 
and sometimes they are frank enough to admit their fear. 


* Delivered before the Section of Patents, Trade-Marks and Copyright of the American Bar 
Association, Seattle, Washington, September 1948. 

+ Member New York Bar; author of “Unfair Competition and Trade-Marks.” Contribution 
Editor, The Trade-Mark Reporter. 
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We could pleasantly argue the question whether the trade-mark is a monopoly. 
But, I believe, that the fear of monopoly has become a complex that is, to a con- 
siderable degree, irrational in nature. To be practical, we must take a different 
tack. It cannot be repeated too often that the trade-mark has several functions, 
the function of indication of origin or sponsorship, the function of guarantee, and 
the function of advertising. And infringement should be recognized and con- 
demned whenever a defendant’s activities prejudice the mark in any one of these 
functions. 

Our statutes, of course, recognize only one kind of trade-mark infringement— 
the use of a similar mark causing confusion of goods and business with respect to 
origin or sponsorship or guarantee. However, what about the use of a well-estab- 
lished mark by some one other than the trade-mark owner in connection with a 
business entirely alien to that of the trade-mark owner? It should be obvious that 
such a use is a trade-mark infringement too, that is to say, an infringement by 
means of dilution and attrition, the process which destroys the mark in one of its 
most important functions, its advertising function. 

Indeed, this type of attrition will only affect the most valuable trade-marks. 
Only the famous marks invite poaching and this is independent of the line of 
merchandise in which the marks are used. The 7iffany case offers, of course, the 
most famous example of the dangers of dilution. There the court eloquently cau- 
tions against the danger of dilution when the defendant slowly but surely whittles 
away the advertising value of the plaintiff's mark. Many marks would enjoy a 
much more comfortable status today if our courts had heeded the warnings of the 
Tiffany case. The unfortunate Sunkist and Best Bazaar decisions might have been 
decided otherwise had the dangers of dilution been fully realized. 

As you all know, the Lanham Act recognizes secondary meaning in Section 
2(f), but is it not curious that an Act which was intended partly to create new 
law and partly to codify the common law ignored one of the most important common 
law doctrines, the doctrine of dilution, thereby inviting the argument that it obvi- 
ously intended to refute that doctrine by ignoring it. Against this background 
it is not very surprising that the courts are too often indifferent to the doctrine of 
dilution. 

Does the new Act give us a new remedy without expressing it? One of its 
important innovations is the legislative recognition of a broader concept of con- 
fusion. This was recognized in the Lord Tabor case where the court said that the 
broader concept of the new Act rendered many of the decisions under the 1905 
Act valueless as precedents. But in the now famous, or infamous, Sunkist case, 
the court unsuccessfully tried to distinguish the concepts of confusion in the two 
trade-mark Acts. It held, quite improperly, that the distinction between “confusion 
of origin or sponsorship” and “confusion of goods” had been established by the 
new Act. Moreover, in some cases, even the old concept was not always correctly 
applied. Confusion was, for example, denied between “Philco” and “Filko” 
“NuGrape” and “True-Grape,” “Coca-Cola” and “Polar Cola,” “Seven-Up” and 
“Thumbs Up,” “Lerner” and “Wilfred Lerner,” “Jewelite” and “Gemlite,” “Grey- 
hound” for bus lines and “Greyhound” for taxicabs, “Sunkist” for fruits and 
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vegetables and “Sunkist” for bread, “Consumers” for solid fuel and “Consumers” 
for fuel oil. 

Can we say that the concept of confusion under the new Act refers not merely to 
the old confusion of origin, but includes a confusion that might arise out of what 
we used to call the danger of dilution? Is there any confusion when a well-estab- 
lished mark is used by someone other than the trade-mark owner in connection 
with a business entirely different from that of the trade-mark owner? 

Like all lawyers, I have a theory, and my theory is that this danger of dilution 
can be related to confusion of origin. When a famous trade-mark is used by others 
the big danger is that it will become generic and lose its distinctiveness as a trade- 
mark. But that is the end result. Let us consider some of the by-products along 
the way. 

Before a mark becomes a generic term, I believe, it passes through three stages. 
The first is a period of certainty, during which the mark is recognized by all as a 
valid and good trade-mark ; then follows the second stage during which the public 
becomes confused ; the mark is used by others and the public begins to doubt whether 
the mark is still a good trade-mark or a free, generic term. With the third and last 
stage a new certainty results: now the public is convinced that the mark has become 
generic and free, available to all. The second stage is, of course, the dangerous one. 
If the dangerous transition is to be halted, the trade-mark owner must be alert to 
the danger and quick to seek judicial protection during this second stage of con- 
fusion of origin. 

If the courts are not willing to recognize that this kind of confusion is within 
the concept of confusion as we have it in the Lanham Act or if unanimity in the 
courts may not be expected in the near future, legislative action will be necessary. 

The situation would, of course, be different if we had a federal law similar to 
the Massachusetts law of 1947 which provides that in cases of trade-mark infringe- 
ment and unfair competition, notwithstanding the absence of competition and con- 
fusion, likelihood of dilution is by itself a ground for injunctive relief. I, therefore, 
recommend an amendment of the Lanham Act to cover, in express terms, infringe- 
ment by dilution. 

As we all know secondary meaning is a new concept in our statutory trade-mark 
law, although it is an old and well-established common law concept. For that reason 
it is disheartening to read recent court opinions in which this concept was either 
wrongly or too loosely applied. For instance, I am not certain what the court 
means when it says that “Saxony” is a geographical term which has a secondary 
meaning when associated with wool. From the decision itself I get the impression 
that the court meant that “Saxony” is generic in connection with wool and has 
no secondary meaning in connection with a particular business. Despite the very 
clear distinction of the Elgin Watch case between “passing off” and false advertising 
the opinion in the recent California Sportswear case insists that secondary meaning 
be established by the plaintiff as part of his case in a suit for false advertising. 
Although the “Safeway” store mark had acquired a secondary meaning in certain 
cities, the defendant, who imitated the mark in Philadelphia where secondary mean- 
ing was not established, was nevertheless enjoined, not because of the “misuse of 
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the name,” but because he “selected the name with some design inimical to the in- 
terest of the plaintiff.” 

The new Act presents many problems which go deep to the roots of our law 
of trade-marks and unfair competition. But as yet our courts do not seem to 
appreciate those problems. Recent decisions have referred to the Lanham Act in 
such trivial terms as, and I quote, that under the new Act the rights of the trade- 
mark owner “have not been curtailed but appear to have been broadened” or “that 
the meaning of the concept of descriptiveness in the new Act is not different from 
that in the 1905 Act” or “that the new Act does not afford a plaintiff any new 
rights to an accounting but only states that an accounting be given subject to the 
principles of equity,” or finally that the period of incontestability does not begin to 
run until after registration of the mark on the Principal Register or republication 
of an old Act mark. 

It is to be hoped that increasing familiarity with the deeper problems of the 
Act will go far in stripping the seventh veil from the trade-mark mystery. 


TRADE SLOGAN 


We publish below trade slogan in use by one of our members with a view to 
placing on record our member’s claim thereto. This is one of the services rendered 
without charge to all members of the Association. 


“Grand Canyon Colors” Fieldcrest Mills, Division of Marshall Field & Co. 
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PART II 


CONSUMERS PETROLEUM COMPANY v. CONSUMERS COMPANY 
OF ILLINOIS 


No. 9407—C. C. A. 7—July 16, 1948 


TRADE-MARKS AND TRADE-NAMES—ASSIGNMENTS—GENERAL 

Defendant held to have acquired the same right to use trade-name “Consumers” as 
predecessor possessed by assignment of all property and assets of predecessor and subsid- 
iaries, including trade-marks, trade-names, and good-will, together with any right to use 
the respective corporate names of the assignors. 

TRADE-MARKS AND TRADE-NAMES—SCOPE OF PROTECTION—PARTICULAR INSTANCES 

The word “Consumers” held a common word to which only limited protection is 
afforded, in contrast to arbitrary, fanciful and distinctive words. 

TRADE-MARKS AND TRADE-NAMES—Goops OF DIFFERENT CLASS—PARTICULAR INSTANCES 

Solid fuels, such as coal and wood, held not the same descriptive class as fuel oil. 

TRADE-MARKS AND TRADE-NAMES—ACQUISITION OF RIGHTS—GENERAL 

Property rights in trade-marks or trade-names can be acquired only by use of such mark 
or name in connection with goods of the same descriptive class. 

Fact that defendant’s corporate powers were broad enough to embrace sale of fuel oil 
held immaterial, where court found (1) that plaintiff had priority in use of mark in fuel 
business, (2) that defendant’s sale of fuel oil which began in 1927, two years after plaintiff's 
first use, and continued through 1938, constituted an infinitesimal part of defendant’s busi- 
ness, which it conducted as agent for Standard Oil Company of Indiana, and (3) that 
defendant “did not seriously consider itself in the fuel oil business prior to 1938,” when it 
began to sell fuel oil under its own name. 

It does not follow from fact defendant had power, under corporate charter, to sell fuel 
oil that it also had right to sell such oil under name previously used by competitor. 

TRADE-MARKS AND TRADE-NAMES—CONFUSING SIMILARITY—GENERAL 

Where similarity of names results in confusion as to origin of products, held it is im- 

material whether such names be treated as trade-marks or trade-names. 
TRADE-MARKS AND TRADE-NAMES—-ABANDONMENT—PARTICULAR INSTANCES 

Assuming, arguendo, that defendant and its predecessors had right to use “Consumers,” 
in connection with sale of fuel oil in 1913, held that such right was lost by failure to use it 
prior to 1938, especially in view of plaintiff’s continuous use of the name in the fuel oil 
business since 1925. 

TRADE-MARKS AND TRADE-NAMES—SCOPE OF PROTECTION—EFFECT OF LACHES 

Junior user of trade-name having priority in particular field of fuel oil held entitled to 
injunction restraining senior user’s use of “Consumers” in that field despite long delay in 
taking action, but accounting of profits and damages barred by laches. 


Appeal from Northern District of Illinois. 

Unfair competition suit by Consumers Petroleum Company against Consumers 
Company of Illinois. Plaintiff appeals from dismissal of complaint. Affirmed in 
part ; reversed in part. 


Harry G. Hershenson, James B. McKeon, and Albert E. Jenner, Jr., of Chicago, 
Ill., for plaintiff. 

Joseph B. Fleming, Carl S. Lloyd, and Lloyd M. Bowden, of Chicago, IIl., for 
defendant. 


Before Major and MINTOoN, Circuit Judges, and LINDLEy, District Judge. 
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Major, C, J.: 


This action was brought by Consumers Petroleum Company against Consumers 
Company of Illinois to enjoin the latter from employing the name “Consumers” in 
the business of marketing fuel oils in the Chicago metropolitan area, and for an 
accounting. Plaintiff was incorporated under the laws of the State of Illinois on 
December 28, 1925, and was authorized to “buy, sell, manufacture, and deal in 
petroleum and its by-products... .” Since that time it has been engaged in the 
business of marketing petroleum and its by-products, particularly fuel oils, on a 
large scale in the Chicago and Cook County areas under the name of “Consumers” 
and its corporate name “Consumers Petroleum Company,” as trade-names. 

Defendant was incorporated under the laws of the State of Delaware in 1937, 
and was authorized “to buy, sell, and generally deal in and trade with at wholesole 
and retail, import and export, coal, coke, wood and other fuel or combustible 
material of every nature and description.” Defendant was incorporated subsequent 
to and as a result of a corporate reorganization proceeding instituted in the United 
States District Court in March, 1941, in which an Illinois corporation by the name 
of Consumers Company was the debtor. The plan of reorganization directed the 
trustees to convey, assign, transfer and deliver all of the assets of the debtor cor- 
poration, “including good-will and the right to use their respective corporate names,” 
to the new corporation to be organized. On February 27, 1937, the trustees by 
assignment in writing sold, assigned and quit claimed all of the property and assets 
of the debtor corporation and its subsidiaries to defendant, including “trade-marks, 
trade-names, inventories, inventions and good-will, together with any right to use 
the respective corporate names of the assignors.” 

Defendant’s predecessor (sometimes referred to as the old or original Con- 
sumers Company) was organized in 1913 as the result of a merger of the Knicker- 
bocker Ice Company with the City Fuel Company. The former was engaged in 
the ice business and the latter in the coal business. It was authorized “to deal at 
wholesale and retail in coal, coke, wood and other fuel of all kinds, . . . and engage 
in the .... sale of all articles connected with the business of dealing in coal and 
other fuel.” | 

The theory of the plaintiff embodied in its complaint and argument is that it has 
continuously engaged solely in the business of selling and distributing fuel oil in 
the Chicago area since 1925, the date of its incorporation, under its trade-name of 
“Consumers” and “Consumers Petroleum Company,” and during such time it has 
spent large sums of money in promoting and advertising its business under such 
trade-names, and having first utilized said names in such business, it is entitled to 
their exclusive use in connection therewith. Further, it is claimed that the defendant 
subsequently appropriated the trade-name “Consumers” in the sale and distribution 
of fuel oil and that as a result the public has been confused by such use, which 
constitutes unfair competition and resultant damages to plaintiff’s business, good- 
will and reputation. The defendant denies that it wrongfully appropriated the 
trade-name “Consumers” in connection with the sale and distribution of fuel oil; 
in fact, its theory is that it had a right to utilize this trade-name in connection with 
the sale of fuel oils since the incorporation of its predecessor in 1913, and that the 





38 T.-M. R. CONSUMERS PET. v. CONSUMERS CoO. 863 


appropriation of such trade-name by plaintiff in 1925 was wrongful. Defendant 
does not contend that it was engaged in the fuel oil business in 1925, but, as alleged 
in one of its counterclaims, that the plaintiff from the inception of its business has 
“been charged with knowledge that Consumers Company, defendant’s predecessor, 
might at any time commence to sell fuel oils in addition to coal, coke and other fuel.” 

Confusion on the part of the buying public as between plaintiff and defendant 
as to the source of fuel oils purchased or sought to be purchased was charged in 
both the complaint and in defendant’s counterclaims. Each side, however, disclaims 
responsibility for the confusion and each asserts that it was the result of the 
wrongful act of the other in appropriating and using the trade-name ‘“‘consumers’”’ 
in connection with the sale and distribution of fuel oil. 

A Master in Chancery to whom the cause was referred heard and considered 
a large amount of both oral and documentary evidence, made a voluminous report, 
thoroughly analyzed the pleadings, the theories of the respective parties, the law 
applicable thereto, and recommended that the issues be decided in favor of the 
plaintiff and against the defendant. On exceptions to the Master’s report, the 
court refused to follow the Master’s recommendation, adopted its own findings 
of fact and concluded as a matter of law that the defendant had a right to engage 
in the fuel oil business on its own account under its corporate name, and that neither 
this nor any other act of defendant constituted unfair competition with plaintiff ; 
that each party was guilty of laches so as to bar all relief sought by each party 
against the other; that plaintiff was also barred by estoppel; that the theory of 
damages adopted by the Master was without foundation in law and fact; that plain- 
tiff was in equity with unclean hands; that neither party was entitled to relief, and 
that the complaint and counterclaims should be dismissed. 

Some of the numerous questions presented may be disposed of in summary 
fashion. Jurisdiction was based upon diversity of citizenship. The court expressed 
the view that it was without jurisdiction because the requisite amount was not 
involved. Neither side attempts to support this view as to want of jurisdiction, 
and we think it was erroneous. Moreover, the court, while expressing this view 
as to lack of jurisdiction, proceeded to decide the case on its merits. 

Plaintiff attempts to differentiate between the rights of the defendant with 
reference to the use of the trade-name in controversy and that of its predecessor 
corporation. Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, 504, 
509, is cited in support of this contention. The wording of the assignment in the 
Hazelton case is quite different from that in the instant case and is readily dis- 
tinguishable. In our view, defendant by the assignment acquired the same right, 
no more and no less, to use the trade-name “Consumers” as that possessed by 
its predecessor. In other words, the defendant stepped into the shoes of its 
predecessor insofar as the right to its use was concerned. We shall, therefore, 
treat the situation as though defendant had been in existence from the date of 
the incorporation of its predecessor. 

A question much discussed involves the effect to be given Rules 52 (a) and 53 
(e) (2) of the Federal Rules of Civil Procedure, inasmuch as the District Court 
has made findings of fact in some respects inconsistent with those made by the 
Master. We think there is no occasion to discuss the effect which should properly 





864 THE TRADE-MARK REPORTER 38 T.-M. R. 


be given these rules because, as we view the matter, the result reached by the court, 
contrary to that of the Master, was occasioned in the main by the application of 
different principles of law. 

The Master found: 


Shortly after its formation, Consumers Company [defendant] began to sell solid fuels 
to the public in and around Chicago, and... . sold, among other things, petroleum car- 
bon, the residue remaining after gasoline has been distilled from crude oil but it did 
not start to sell fuel oil to domestic consumers because it was not until about the year 
1922 that the domestic oil burner was sufficiently perfected to permit of its efficient and 
economical use in homes, although one type of oil burner had been available since 1919. 
During all this period and continuing until the present time, Consumers Company has 
spent large sums of money in and about advertising the products it offered for sale, for 
the purpose of building up a good-will for these products. It has built up a very valuable 
good-will. 


The findings relate that in November, 1925, there were listed in the Chicago tele- 
phone directory 55 concerns bearing the name “Consumers” and doing business in 
the Chicago area. The Master also found: 


After making due inquiry and ascertaining that Consumers Company was not in the 
business of selling oil, Mr. Schurman [plaintiff’s president] chose the name Consumers 
Petroleum Company and incorporated his company on or about December 28, 1925, under 
the laws of the State of Illinois. . . . Shortly thereafter, it began selling fuel oil in and 
around Chicago. It acquired a bulk plant and bought and operated trucks. . . . Since its 
incorporation and continuing until the present time, Consumers Petroleum Company has 
spent large sums of money in and about advertising the products it offered for sale, for 
the purpose of building up a good-will for those products. It has built up a very valu- 
able good-will. 


The Master further found: 


Commencing in 1927, Consumers Company [defendant] began advertising the sale of 
fuel oil for domestic users and began solicitation of orders therefor. These orders were 
filled by the Standard Oil Company of Indiana which delivered oil refined by it and sold 
under the names of “Stanolind,” and “Stanolex.” 


Subsequent to the reorganization proceedings and after the defendant was organ- 
ized as a Delaware corporation, the Master found: 


Defendant continued to carry on its method of selling fuel oils as it had done since 
1927. Commencing in 1938, Consumers Company of Illinois changed its method of doing 
business insofar as fuel oils are concerned. It stopped soliciting orders for “Stanolind,” 
and “Stanolex,” and the Standard Oil Company of Indiana no longer made deliveries for 
it... . Shortly after this, defendant for the first time acquired one or more bulk plants 
and rented trucks for the delivery of fuel oils. These trucks bear the name “Consumers 
Company” .... 


The Master further found: 


The undisputed evidence shows that prior to the year 1938, when defendant began the 
sale of fuel oil for itself—i. ¢., it stoppped acting as agent for the Standard Oil Company 
of Indiana—there was no confusion in the minds of the public despite the similarity of 
names. It shows further that since that time there had been very considerable confusion. 
Not only is this evidence not denied but allegations to that effect constitute the bases of 
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the pleadings of each of the parties and this confusion should, for the protection of the 
public, not be permitted to continue. 


We find nothing in the findings of the District Court in conflict with or which 
impairs the findings of the Master just stated. Thus, we have a factual situation 
wherein the defendant while first incorporated confined its business solely to the 
distribution of hard fuels such as coal and wood until 1938, when it commenced 
the sale and distribution of fuel oil on its own account. In the meantime, plaintiff 
in the year 1925 was incorporated and engaged solely in the business of the sale 
and distribution of fuel oils. Further, as found by the Master and not disputed, 
each of the parties spent large sums of money in advertising their business and 
each built up a good-will for their business and especially for those products with 
which they were concerned. In this connection, it must be kept in mind that while 
the defendant subsequent to 1927 advertised fuel oil to a limited extent, it made 
no sales of such oil under its corporate name until 1938. In the meantime, such 
fuel oil as it dealt with was under the trade-names of the Standard Oil Company. 

In connection with this factual situation, it is also pertinent to note that de- 
fendant’s fuel oil business even as agent for Standard Oil was an infinitesimal part 
of its business. The average gallonage per year for the eleven-year period, 1927 
through 1937, was 186,056 gallons, as contrasted with plaintiff’s business of 600,000 
gallons in 1926, which had gradually increased to 9,000,000 gallons in 1936. The 
record also shows convincingly that the defendant did not seriously consider itself 
in the fuel oil business prior to 1938. No mention was made of the fuel oil business 
in statements and reports to its stockholders during the years 1927 to 1937. There 
was introduced in evidence by the defendant Exhibit 201, which is dated July 31, 
1936, and entitled, ‘Project for the Immediate Expansion of Fuel Sales Through 
the Acquisition of the Consumers Petroleum Company.’ The authorship of this 
document is in dispute, but it was introduced by the defendant and the Master 
found that it “appears to have been prepared by some person associated with de- 
fendant’s predecessor.” The prospectus refers to the success which other coal com- 
panies have had in adding fuel oil to their business. It points out that the trend is 
to fuel oil and that “A great advantage of purchasing a going concern, is the avoid- 
ance of price wars to gain customers.” As to the plaintiff company, it stated: 
“The Consumers Petroleum Company controls six dealer gasoline filling stations, 
They represent desirable and profitable business, in more ways than one. They 
yield good profit, directly ; in addition, they afford summer use of trucks; assist in 
retaining plant employees on year round basis. They could be the nucleus of a 
much greater number of stations. These, under our name, would capitalize our 
city-wide reputation and easily enable us to sell millions of gallons of gasoline to 
our regular fuel customers. . . . The Consumers Petroleum Company has steadily 
retained about 88% of its customers. It has constructively added to them by 
converting coal users to fuel oil, through sale of its Ace Rotary Oil Burner... . 
The Consumers Petroleum Company has always made a profit on operations... . 
Present truck delivery costs of the Consumers Petroleum Company are at an 
enviably low figure. Partly, this is due to the splendid central location of the plant, 
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and partly, to excellent plant management. The most modern oil plant in the city 
of Chicago will be secured.” 

The prospectus concluded: “In conclusion, the Consumers Petroleum Company 
has been in successful operation for twelve years; has invariably shown a profit; 
is conservatively managed by its owner who is competently assisted by a well- 
qualified, compact staff, has grown consistently; and has expanded its facilities 
progressively and in tune with—if not in advance of—the trends in fuel oil. Its 
acquisition by us would be wise and profitable.” 

A critical question is whether fuel oil which the plaintiff commenced selling in 
1925 is a property of the same general class or description as the solid fuels such 
as coal and wood which the defendant was selling at that time. Much of the 
argument revolves around this question. In fact, defendant’s contention is predi- 
cated on the theory that fuel oil and hard fuels are of the same general descriptive 
class and that the defendant having first adopted the trade-name “Consumers,” 
plaintiff wrongfully took such trade-name when it commenced its dealings in fuel 
oil in 1925. On the other hand, plaintiff contends that fuel oil and hard fuels are 
not of the same general descriptive class and that it had a right to apply such 
trade-name to its fuel oil business. 

The defendant, in support of its contention, cites the single case of Harlan- 
Wallins Coal Corp. v. Transcontinental Oil Co., 64 F. 2d 122 [23 T.-M. R. 208], 
which involved a contest over the registration of a trade-mark between a coal 
company and an oil company. True, it was there held that fuel oil and coal are 
goods of the same descriptive properties. We are not impressed, however, with the 


pertinency of this holding as it relates to the instant case. 
This court quite recently, in California Fruit Growers, et al. v. Sunkist Baking 
Co., 166 F. 2d 971, 973 [38 T.-M. R. 191], held: 


Fruits and vegetables are not in the same general class of merchandise as bread, nor 
are they goods of the same descriptive properties as bread. About the only things they 
have in common are that they are edible and are usually sold in the same class of stores 
to the same class of customers. 


We think it is equally true that the only thing in common between coal and fuel 
oil is that they are both used for heating purposes and in recent times have been 
sold by the same class of dealers to the same class of customers. 

In France Milling Co., Inc. v. Washburn-Crosby Co., Inc., 7 F. 2d 304, 305, 
the court held that “straight” wheat flour and “prepared” flours were not of the 
same goods or class of commodities. In so holding, it stated: 


Classification of any commercial article depends far more on commercial custom 
than upon the inherent nature of the product. Dog biscuit and pilot bread are closely 
allied in physical origin, and so are guncotton and calico, but in commercial classification 
they are poles apart. The difference between “straight” and prepared flours is not so 
great as in the illustration given, but that as commercial commodities they are different 
is in our opinion plainly shown. .. . 


The word “consumers” is a common word and such a word affords only a 
limited protection in contrast with arbitrary, fanciful and distinctive words. For 
a discussion in this respect, see Arrow Distilleries, Inc. v. Globe Brewing Co., 

© 
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117 F. 2d 347 [31 T.-M. R. 511], and Philco Corp. v. Phillips Mfg. Co., 133 F. 
2d 663. 

In Pabst Brewing Co. v. Decatur Brewing Co., 284 F. 110, this court held that 
malt extract and beer were not of the same descriptive qualities and general class 
of merchandise. The conclusion was based in part at least on the premise that 
there was no likelihood of confusion in the sale of such products. See also Dwinell- 
Wright Co. v. White House Milk Co., 132 F. 2d 822 [33 T.-M. R. 2], where it 
was held that milk was not a product of the same general class as tea and coffee. 

In the instant situation we think it quite persuasive that there was no confusion 
as to source or origin as between the sale of fuel oil and coal; in fact, no confusion 
was engendered as between the plaintiff and the defendant while the latter sold fuel 
oil under the trade-names of Standard Oil. It was only when the defendant engaged 
in the fuel oil business under the trade-name in controversy that the confusion 
arose. We are of the view that the solid products which defendant sold were not 
of the same descriptive class as the fuel oil sold by plaintiff. 

In this connection it is pertinent to note that the lower court, contrary to the 
findings of the Master, found : 


Each of the parties has known since 1927 that the other was engaged in the sale of 
fuel oil and testimony given by plaintiff's president, Isador Schurman, that “It first 
came to my attention that Consumers Company was engaged in the sale of fuel oil in 
1939” is hereby found to be untrue. Plaintiff made no protest or objection to defendant's 
engaging in the fuel oil business under its corporate name until January 26, 1940 when 
it sent to defendant a letter of protest which is in evidence as plaintiff’s Exhibit No. 1. 


We think there is no basis for the court thus characterizing the testimony of 
plaintiff's president as to his knowledge concerning the time defendant first engaged 
in the sale of fuel oil. What the witness evidently was referring to was the time 
when the defendant commenced the sale of fuel oil on its own account and under 
its own name, which admittedly was early in 1939. It is obvious that there was 
no occasion for any concern on the part of the plaintiff prior to that time for the 
reason that the record indisputedly shows that there was no confusion on the part 
of customers as to the source and origin of fuel oil prior thereto. 

Other findings of the lower court may be noted at this point. It found: 

Plaintiff was familiar with defendant’s standing, activities and extensive advertising 


when it (plaintiff) entered the fuel oil business. It immediately began using the single 
word “Consumers” in the marking of its trucks and in other displays. 


_ In view of the authorities subsequently cited, we think this finding is of no con- 
sequence. 
The court also found: 
Since 1913 defendant’s corporate powers have continuously included the power “to 


deal in coal, coke, wood and other fuel of all kinds.” The sale of fuel oil is hereby found 
to be within this charter power. 


Assuming the accuracy of this finding, we think it is beside the point. It does 
not follow from the fact that the defendant had a right under its charter power to 
engage in the sale of fuel oil that it also had a right to engage in the sale of such 
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oil under a name, even its own name, which had previously been put to use by a 
competitor in the sale of such commodity. 

It would unduly prolong this opinion to cite, much less discuss, the numerous 
cases relied upon by the respective parties. Some of the more important will 
suffice. Defendant relies upon a number of cases in support of its contention that 
an individual or a corporation has a property right in his or its name and an 
inherent right to use it if it is lawfully possessed or acquired. Howe Scale Co. v. 
Wyckoff, 198 U. S. 118, 140; Standard Oil Co. of New Mexico v. Standard Oil 
Co. of California, 56 F. 2d 973, 977 [22 T.-M. R. 363] ; Elgin Butter Co. v. Elgin 
Creamery Co., 155 Ill. 127, 137. The most important of these cases are the Howe 
Scale Company case and the Elgin Butter Company case, and while they furnish 
some support for the broad proposition advanced by the defendant, we think their 
rationale has been considerably limited by the more recent decisions. 

For instance, in Waterman Co. v. Modern Pen Co., 235 VU. S. 88, 94, the court 
stated : 

In support of this proposition the defendant lays hold of language in Howe Scale Co. 
v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 140, and in other books, to the effect 
that courts will not interfere with the use of a party’s own name “where the only con- 
fusion, if any, results from a similarity of the names and not from the manner of the use.” 
But, whatever generality of expression there may have been in the earlier cases, it now is 
established that when the use of his own name upon his goods by the later competitor will 
and does lead the public to understand that those goods are the product of a concern 
already established and well known under that name, and when the profit of the confusion 
is known to and, if that be material, is intended by the later man, the law will require 
him to take reasonable precautions to prevent the mistake. 


The Illinois Supreme Court in Johnson Mfg. Co. v. Johnson Skate Co., 313 Ul. 
106, 125, likewise distinguished the Howe Scale Company case. The same court, in 
Koebel v. The Chicago Landlords’ Protective Bureau, 210 Ill. 176, 183, also dis- 
tinguished the Elgin Butter Company case, and stated: 


We think the true ground upon which the jurisdiction of a court of equity to restrain 
the defendants, as prayed in this bill, rests, is that the name assumed by the defendants 
is so similar to that of the complainant as to mislead and confuse the public mind in the 
city of Chicago as to the identity of the business in which the two parties were engaged. 


In Investors Syndicate of America, Inc., et al. v. Edward J. Hughes, 378 Ill. 
413, 422, the court stated: 


Even in injunction cases between competing corporations the trend of decision is to 
place less emphasis on competition and more on confusion. ... [Citing cases.] 


Lady Esther, Ltd. v. Lady Esther Corset Shoppe, Inc., 317 Ill. App. 451, is 
another case in which defendant was enjoined from using its corporate name similar 
to that of the plaintiff, even though not in direct competition. The element of 
confusion as to origin was recognized as of controlling importance. 

Where the similarity of names results in confusion as to the origin of products, 
it seems to be immaterial whether such names be treated as trade-marks or trade- 
names. The court in American Steel Foundries v. Robertson, Commissioner, et al., 
269 U. S. 372, 380, comments upon this situation and states: 
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A corporate name seems to fall more appropriately into the latter class [trade-name]. 
But the precise difference is not often material, since the law affords protection against its 
appropriation in either view upon the same fundamental principles. 


The court on the following page stated : 


The general doctrine is that equity not only will enjoin the appropriation and use of a 
trade-mark or trade-name where it is completely identical with the name of the corpora- 
tion, but will enjoin such appropriation and use where the resemblance is so close as to 
be likely to produce confusion as to such identity, to the injury of the corporation to which 
the name belongs. 


It will be noted that the court is speaking not only of the appropriation of a trade- 
name but its use; in fact, the court stated (page 380) : 


The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a differ- 
ent description. There is no property in a trade-mark apart from the business or trade 
in connection with which it is employed. 


In Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 415, the court, referring 
to trade-marks, stated: 


Of course, if the symbol or device is already in general use, employed in such a manner 
that its adoption as an index of source or origin would only produce confusion and mis- 
lead the public, it is not susceptible of adoption as a trade-mark. 


In United Drug Company v. Theodore Rectanus Company, 248 U. S. 90, 97, 
the court stated: 


.... the right to a particular mark grows out of its use, not its mere adoption; its 
function is simply to designate the goods as the product of a particular trader and to pro- 
tect his good-will against the sale of another’s product as his; and it is not the subject 
of property except in connection with an existing business. 


In Esso, Inc. v. Standard Oil Co., 98 F. 2d 1, 6 [28 T.-M. R. 386], the court 
stated : 


As between conflicting claimants to the right to use a name or mark, priority or ap- 
propriation implies more than priority in employment of the mark. It means that he who 
first employed the mark in a particular market has the better right in that market. 


It has also been held that a person or corporation who adopts and uses a trade- 
mark in one territory will not be permitted to extend its use into a different territory 
where in so doing confusion as to origin will result. In Federal Trade Commission 
v. Algoma Lumber Co., 291 U. S. 67, the court stated (page 81) : 


An analogy may be found in the decisions on the law of trade-marks, where the prin- 
ciple is applied that a name legitimate in one territory may generate confusion when 
carried into another, and must then be given up. 


In Fruit Industries, Limited v. Bisceglia Bros. Corp., 101 F. 2d 752, 754 [29 
T.-M. R. 177], the court cited the Hanover Star Milling Company case, supra, 
in support of its holding that the senior user of a trade-mark is barred from inter- 
ferring with a junior user of the same mark when the latter user in good faith and 
without notice of its use by the senior user expends money and effort in building 
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up a substantial business in a territory which has been unoccupied for a long time 
by the senior user’s business. 

From these authorities and others which could be cited, it appears to be an 
established principle that a person or corporation can acquire a property right in 
a trade-mark or trade-name only by use of such mark or name in connection with 
goods of the same descriptive class. Applying this principle, we are of the view 
that the defendant acquired no property right in the trade-name “Consumers,” as 
applied to fuel oil, for the reason that it did not use such name in that connection 
until 1938, and long prior to that time the trade-name had been appropriated and 
used by the plaintiff in connection with such business. As a corollary, plaintiff in 
1925 had a right to appropriate and use the name in connection with fuel oil. 

In this connection, we have not overlooked defendant’s argument, stressed by 
the lower court, that during the period from 1927 to 1938, when defendant was 
engaged in a limited fashion in selling fuel oil under the trade-names of the Standard 
Oil Company, it advertised fuel oil in the telephone directory, by billboards and 
otherwise. It has been frequently held in Illinois, however, that ‘““The mere adop- 
tion and use of words in advertisements, circulars and price lists and on signs and 
stationery gives no exclusive right to their use.” DeLong Hook and Eye Co. v. 
Hump Hairpin Mfg. Co., 297 Il. 359, 364; Hazelton Boiler Co. v. Hazelton Tripod 
Boiler Co., et al., 142 Ill. 494, 507. 

The defendant also argues that a private party has no right to complain about 
the use by a corporation of its corporate name in the absence of fraud, deception or 
palming off, especially when there is no secondary significance attached to the name 
of the plaintiff. Three decisions, all by this court, are relied upon in support of 
this contention. General Industries Co. v. 20 Wacker Drive Building Corp., 156 
F. 2d 474; Wilhartz v. Turco Products, Inc., 164 F. 2d 731 [38 T.-M. R. 195]; 
California Fruit Growers Exchange, et al. v. Sunkist Baking Co., 166 F. 2d 971 
[38 T.-M. R. 188]. In fact, it is claimed that the General Industries case is decisive 
here. We think defendant’s reliance on this case is ill founded. The case involved 
the possibility of incidental confusion in the future arising from mere similarity of 
corporate names as between corporations who were not in competition with each 
other. In fact, the defendant was merely threatening to do business under a cor- 
porate name similar to that of the plaintiff. As the court pointed out (page 476), 
“The parties are not found to be or likely to be in competition with each other.” 
Also, the court relied heavily upon the absence of a showing of any actual confusion. 
In contrast, the parties here are actually engaged in competition with an undisputed 
finding that the similarity of names has createtd a confusion among their customers 
as to the source or origin of fuel oil. 

The California Fruit Growers case affords even less support for the defendant’s 
contention. There, we expressed the view (page 973) that it is the confusion of 
origin or sponsorship and not confusion of goods which is the controlling factor. 
Not only was there no finding by the trial court of confusion, but as this court held, 
there was no finding of a likelihood of confusion as to the source or origin. In the 
instant case we have a finding which in that case was absent. 

The Wilhartz case is also distinguishable on the ground that there was no 
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finding or evidence to support a finding of the likelihood of confusion as to the 
source of plaintiff’s product. 

Moreover, assuming arguendo that the defendant had a right to use the name 
“Consumers” in connection with the sale and distribution of fuel oil in 1925, we 
think it lost such right by its failure to so use it, especially in view of the fact that 
plaintiff commenced and continuously used the name in connection with its fuel oil 
business. As was stated in the Hanover Star Milling Co. case, supra (page 418) : 


It results from the general principles thus far discussed that trade-mark rights, like 
others that rest in user, may be lost by abandonment, non-user, laches, or acquiescence. . . . 
As to laches and acquiescence, it has been repeatedly held, in cases where defendants 
acted fraudulently or with knowledge of plaintiffs’ rights, that relief by injunction would 
be accorded although an accounting of profits should be denied. 


While no appeal has been taken from the court’s decree dismissing its cross- 
complaints, we think the fact that defendant made no protest as to the plaintiff's 
use of the name “Consumers” in connection with its fuel oil business from 1925 
until the defendant filed its answer and cross-complaint after the institution of the 
present suit, is consistent with its present contention that plaintiff’s use was wrongful 
from the beginning. See Menendez v. Holt, 128 U. S. 514, 524. Not only did the 
defendant abandon any right which it might have had to use the name in connection 
with the fuel oil business, but its long silence constituted a recognition of such 
right on the part of the plaintiff. 

We, therefore, are of the view that defendant’s use of the trade-name ‘*Con- 
sumers”’ in connection with the sale of fuel oil commenced in 1938 was a violation 
of plaintiff's right to the use of such trade-name and that it amounted to unfair 
competition. Furthermore, we disagree with the lower court’s conclusion that 
plaintiff’s long delay in taking action against the defendant constitutes laches barring 
all relief, or that it is barred by estoppel. In our view of the case, there was no 
occasion for the plaintiff to institute an action against the defendant until 1938, 
when the latter commenced use of the trade-name in connection with its fuel oil 
business, which was the direct cause of the confusion in that line of business; in 
fact, it is doubtful under the authorities heretofore referred to, if plaintiff could 
have maintained an action prior to that time. Certainly it could not have done so 
during the period of 1925 to 1927, because defendant was not engaged in the fuel 
oil business during those years in any capacity. From 1927 to 1938, the plaintiff 
suffered no harm for the reason that defendant’s limited fuel oil business was not 
conducted under the name “Consumers” but under trade-names of the Standard Oil 
Company. No question is raised but that plaintiff subsequent thereto and in apt 
time served a notice on the defendant protesting the latter’s right to the use of the 
name ‘‘Consumers” in connection with its fuel oil business, and that suit was there- 
after appropriately instituted. 

Another important and troublesome question is whether plaintiff, in addition 
to injunctive relief, is entitled to a monetary award. That the latter does not follow 
as a matter of course is plain from the authorities. Saxlehner v. Siegel-Cooper Co., 
179 U. S. 42; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 419; Champion 
Spark Plug Co. v. Sanders, 331 U. S. 125, 130 [37 T.-M. R. 323]. The Master 



















38 T.-M. R. 





THE TRADE-MARK REPORTER 





872 





recommended that the defendant be ordered to pay to the plaintiff gains and profits 
which plaintiff lost subsequent to January 26, 1940 (the date of plaintiff’s letter of 
protest), found to be $167,348.26. Concerning this recommendation, the court 
stated: “The Master has awarded damages based on pure fiction.” While we find 
it difficult to grasp the precise basis upon which the Master’s recommendation was 
made, it is sufficient for the present to note that the award represented the entire 
profits which the defendant made on the sale of oil during the relevant period. Thus, 
it appears to have been predicated on the rather incredulous theory that plaintiff 
would have sold all the fuel oil sold by the defendant if the latter had not wrongfully 
appropriated and used the trade-name in controversy. And this in face of the fact 
that there were scores of concerns engaged in the Chicago area in the sale of fuel oil. 

While numerous authorities are relied upon in support of the opposing conten- 
tions concerning the Master’s monetary award, we think it is sufficient to refer to 
three decisions of the Supreme Court. Hamilton-Brown Shoe Co. v. Wolf Bros. 
& Co., 240 U.S. 251; Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 203; Champion 
Spark Plug Co. v. Sanders, 331 U.S. 125 [37 T.-M. R. 323]. The defendant relies 
upon the first two of these cases, while the plaintiff relies upon the latter. The 
decisions in both the Hamilton Shoe Company case and the Mishawaka case appear 
to be confined to situations where a statutory trade-mark infringement was involved. 
It is true in the former case both trade-mark infringement and unfair competition 
were found, but the criterion employed in determining the character and burden of 
proof necessary to support a monetary award appears to have been based upon the 
former. In fact, the court pointed out (page 256): “.... it will not be necessary 
to pass upon the question of the proper measure of recovery in a non-trade-mark 
case.”” The court stated (page 261): 

























Not only do the findings of the Court of Appeals, supported by abundant evidence, 
show that the imitation of complainant’s mark was fraudulent, but the profits included in 
the decree are confined to such as accrued to defendant through its persistence in the 
unlawful simulation in the face of the very plain notice of complainant’s rights that is 
contained in its bill. 








Under such circumstances the court held that the defendant must part with the 
profits which accrued to it “on the theory of a trust ex maleficio.” 

The Mishawaka case was predicated solely on statutory trade-mark infringe- 
ment; no unfair competition was involved. The court stated (page 204) : 








Deeming the matter to present an important question under the Trade-Mark Act, we 
brought the case here solely to review the provisions of the decree dealing with the 
measure of profits and damages for the infringement found by the two lower courts. 
Whether there was such an infringement as to entitle the petitioner to the remedies pro- 
vided by the federal trade-mark laws is therefore not open here. 








The decision appears to turn upon a provision of the Trade-Mark Act which pro- 
vides for the recovery of profits and damages for the wrongful use of a trade-mark. 
Even so three members of the court dissented on the ground that there was no 
proof that the defendant’s goods had been wilfully palmed off as those of the plaintiff. 

In the Champion Spark Plug case, both statutory trade-mark infringement and 
unfair competition were involved. There, the District Court allowed an injunction 
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for trade-mark infringement but denied an accounting. The Circuit Court of Ap- 
peals affirmed the District Court and also held the defendant guilty of unfair com- 
petition. While the Supreme Court recognized (page 130 [37 T.-M. R. 323]) 
“that where unfair competition is established, any doubts as to the adequacy of the 
relief are generally resolved against the transgressor,” it went on to state, “But there 
was here no showing of fraud or palming off. Their absence, of course, does not 
undermine the finding of unfair competition. [Citing cases.] | But the character of 
the conduct giving rise to the unfair competition is relevant to the remedy which 
should be afforded.’”’ The court as to its decision in the Mishawaka case stated 
(page 131 [37 T.-M. R. 326]): 


But it does not stand for the proposition that an accounting will be ordered merely be- 
cause there has been an infringement. Under the Trade-Mark Act of 1905, as under its 
predecessors, an accounting has been denied where an injunction will satisfy the equities 
of the case. [Citing cases.] The same is true in case of unfair competition. 


It is here conceded by the plaintiff, as was found both by the Master and the 
court below, that the defendant was guilty of no fraud or palming off but that the 
case is solely one of confusion of corporate identity or trade-name. In fact, we are 
satisfied there is nothing in defendant’s conduct that demonstrates a lack of honesty 
or good faith. The vigorous and apparently sincere effort which it has made both 
in the court below and here to maintain its legal right to the use of its own name in 
connection with the sale of fuel oil is at least some demonstration that it did not 
purposely or intentionally transgress the rights of the plaintiff. And the fact that 
we have concluded that its conduct was wrongful neither impairs nor dispels the 
idea that it acted in good faith. Under the circumstances, we are of the view and so 
hold that the rights of the plaintiff will be sufficiently protected by an injunction 
and that the equities of the situation are such that a monetary award should be 
denied. 

The decree of the lower court is, therefore, affirmed in part and reversed in 
part, with directions to proceed in accordance with the views herein expressed. 


Minton, C. J., dissenting: 


I am unable to agree with the majority, and I believe it worth while to state my 
views briefly. I start out with the proposition that unfair competition is a tort. It 
is a wrong. If there is no wrong committed, there can be no relief. Clearly, con- 
fusion itself is not the wrong and confusion which may arise from the mere use of 
a descriptive word in the public domain can of itself lead to no action. We have 
already said as much in General Industries Co. v. 20 Wacker Drive Bldg. Corpora- 
tion, et al., 156 F. 2d 474, 476-478. The Supreme Court said in Howe Scale Co. v. 
Wyckoff, et al., 198 U. S. 118, 140, 25 S. Ct. 609, 49 L. Ed. 972: “. . . . courts will 
not interfere where the only confusion, if any, results from a similarity of the 
names and not from the manner of the use.” 

The Illinois Supreme Court, whose statements of the law bind us in this case, 
said in Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., et al., 142 Ill. 494, 509, 
30 N. E. 339, 345: 
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If any confusion has occurred, it has arisen from the similarity of the two corporate 
names, and not from any attempts on the part of the defendant to deceive. But, as we 
have already held, the similarity of names is a circumstance of which the complainant 
has no right to complain, the defendant having at least as good a right to the use of its 
corporate name in the transaction of its business as the complainant has to use its name. 
If injury results to the complainant from such cause, it is damnum absque injuria. 


An eminent authority, Mr. Nims, in Unfair Competition and Trade-Marks, 
Vol. 1, Sec. 92, p. 280, says: 


Where the names consist of descriptive or geographical words, and neither party can 
show that its name has a secondary meaning, priority of use does not avail. . . . If plaintiff 
had attached to the descriptive words a distinguishing feature, it could have prevented 
the copying of that distinguishing feature. 


The foregoing authorities state the law as I understand it. If there is a wrong 
that leads to confusion or the likelihood thereof, there may be an action. So if there 
is a valid trade-mark and it or a colorable imitation is used by another so that there 
is likelihood of confusion, that is infringement and is actionable. So with a trade- 
name that has acquired a secondary meaning. The use of that name in a manner 
that would likely lead to confusion is actionable. If the name has acquired no 
secondary meaning, it must be used in a way that is deceptive or for the fraudulent 
purpose of palming off the goods of one as the goods of another or such misuse of 
the name must create likelihood of confusion. There must always be some element 
of wrong-doing that results in or is likely to result in confusion. So it is in any 
tort. There must be a wrong that injures. Wrong is the basis of the whole con- 
ception of tort action, whether it be in unfair competition or otherwise. 

The word “Consumers” is the only word in issue here. “Consumers” is a 
descriptive word in the public domain, incapable by the mere act of appropriation 
of becoming the exclusive property of any one. The plaintiff has not attempted to 
register the name as a trade-mark and there is no finding of secondary meaning 
attaching to the word as used by the plaintiff. The majority opinion freely admits: 
“.... that the defendant was guilty of no fraud or palming off but that the case 
is solely one of confusion of corporate identity or trade-name. In fact, we are 
satisfied there is nothing in defendant’s conduct that demonstrates a lack of honesty 
or good faith.” 

If these things be true, and they cannot be disputed, then I ask what wrong 
has the defendant committed? What the question boils down to is this: Does the 
mere confusion arising from the use by the parties of the same descriptive word, 
which word is in the public domain, give the first user in the field the exclusive 
right to use that name? The majority holds that it does, but its authorities do 
not support its holding. The Waterman, Lady Esther, and Johnson cases were all 
cases where secondary meaning was expressly found or not disputed. In the 
Landlords’ Protective case there was evidence of misrepresentation and wrongful 
conduct. The Investors Syndicate case involved an administrative act of the 
Secretary of State of Illinois in passing on an application for the right to use a 
certain corporate name. The statute set the standard he was to observe, and his 
discretion was not disturbed. Cases of this kind are not authorities in the field 
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of unfair competition. Nims, Unfair Competition and Trade-Marks, Vol. I, Sec. 
82, p. 247. 

The majority opinion’s error in this regard stems from its misconception of the 
issue here. Since the Lady Esther case, it is certainly the law in Illinois that the 
parties need not be competing in the same market for the same customers for unfair 
competition to occur. In this context the courts often remark on the law’s emphasis 
on confusion rather than competition, but the courts do not overlook the initial 
requirement of the defendant’s wrongful appropriation of a word to which the 
plaintiff has established his right. Since in this case the parties are in competition, 
the issue raised by such cases is not involved. 

Even if there were law for the majority’s opinion, which I respectfully submit 
there is not, the plaintiff is not the first user of the name in any such sense as would 
authorize a court of equity to interfere. From 1913 to 1925, when the plaintiff was 
organized, the defendant used the name ‘“‘Consumers’”’ in the general fuel business in 
Chicago and had built up considerable good-will in that field when the plaintiff came 
along. With the whole lexicon of names to choose from in order to enter a branch 
of the fuel field in Chicago, the plaintiff chose the defendant’s name, already in use 
in the general fuel field. The defendant had a well-known and widely advertised 
seal which it used in its business, and the plaintiff imitated that seal in its fuel oil 
business. Such conduct on the part of the plaintiff warranted the District Court in 
finding that: “Its adoption of a similar name and seal is hereby found not to have 
been innocent or accidental” and its conclusion of law that the plaintiff did not come 
into court with clean hands. 

In 1927 the defendant was advertising fuel oil in the same media in juxtaposition 
to the plaintiff’s advertising, and was selling fuel oil furnished it by Standard Oil 
but sold under the name and seal of the defendant. The defendant did not expand 
its fuel oil business until 1938 when it installed its own tanks and began to sell fuel 
oil extensively. That it had a right to do. That was fair competition, in which the 
public has an interest. The defendant only continued to use its name as it had 
used it for twelve years before the plaintiff came into existence and for thirteen 
years after the plaintiff came into existence. The District Court found that: “De- 
fendant in engaging in the fuel oil business under its established corporate name 
did not do so with any improper motive and no fraudulent, improper or unfair act 
on the part of defendant has been proved.” 

The plaintiff argued, and the majority of the court was impressed with the 
argument, that not until 1938, when the defendant changed its method of selling 
fuel oil by selling its own product and not that of another and engaged more exten- 
sively in the fuel oil business, did the plaintiff begin to feel the impact of the de- 
fendant’s competition, and that the defendant then began to share in the good-will 
built up by the plaintiff in the fuel oil business. There was nothing wrong or unfair 
about that. The Supreme Court said in Kellogg Co. v. Nat. Biscuit Co., 305 U. S. 
111, 122, 59 S. Ct. 109, 83 L. Ed. 73 [28 T.-M. R. 569] : 


Kellogg Company is undoubtedly sharing in the good-will of the article known as 
“Shredded Wreat”; and thus is sharing in a market which was created by the skill and 
judgment of plaintiff’s predecessor and has been widely extended by vast expenditures 
in advertising persistently made. But that is not unfair. Sharing in the good-will of 
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the article unprotected by patent or trade-mark is the exercise of a right possessed by 
all—and in the free exercise of which the consuming public is deeply interested. There 
is no evidence of passing off or deception on the part of the Kellogg Company... . 






The only evidence of questionable conduct in the instant case is that of the 






plaintiff. 

I agree with the District Court that the complaint should have been dismissed 
as without equity and for the further reason that the plaintiff did not come into 
court with clean hands. I would deny equitable relief and certainly would agree 


that there are no damages due the plaintiff. 









GAMLEN CHEMICAL COMPANY v. GAMLEN, DOING BUSINESS AS 
C. GAMLEN COMPANY 


No. 7232— U.S. D.C. W. D. Pa.—July 29, 1948 










Courts—Conr.ict oF LAaws—GENERAL 
Federal law governs causes of action for infringement of copyright and registered trade- 






marks. 
Substantive law of Pennsylvania governs controversy so far as common law trade-mark 


rights and unfair competition are involved and Federal jurisdiction depends solely on diver- 


















sity of citizenship. 
Pennsylvania and Federal law held the same in unfair competition cases. 
Courts—PRELIMINARY INJUNCTIONS—GENERAL 
Preliminary injunction is extraordinary remedy granted only on clear proof showing that 
irreparable injury is threatened during pendency of action and that restraint is required to 
preserve status quo; but equity will not permit wrongdoer to shelter himself behind suddenly 










or secretly changed status. 

Injury is irreparable if wrongs are of repeated and continued character or occasion 
damages estimable only by conjecture. 

TRADE-MARKS AND TRADE-NAMES—ASSIGNMENTS—GENERAL 

Trade-name held to pass with good-will under transfer of going concern by deed con- 
veying trade-marks, patents, trade-rights, good-will, and assets of every name and nature, 
without specific mention of trade-name. 

In absence of express stipulation by defendant not to use his own name in competing 
business, assignment of his interest in partnership to plaintiff corporation, together with 
trade-name and good-will, does not, in itself, preclude defendant from using name in com- 
peting business, provided he does not resort to unfair competition producing injury to plain- 
tiff beyond that which results from similarity of names. 

TrRADE-NAMES AND UNFAIR COMPETITION—USE OF FAMILY NAME—GENERAL 

It is generally true that surnames cannot be appropriated for exclusive use as trade- 
names; but trade-name is entitled to protection where it has become recognized by the 
general public as identifying the product of a certain manufacturer or business. 

If defendant did not bear the family name “Gamlen,” there would be no doubt that his 
use of that name in connection with his business would be prohibited; it is well settled that 
a newcomer may be compelled to add some distinguishing words if he chooses to use even 
his own surname to conduct his business. 

Newcomer held subject to stricter limitations upon use of his own name where he is 
competing in the first user’s market. 

Regardless of fraudulent intent, former employee cannot use his own name in competi- 
tion with former employer, selling the same goods, under circumstances resulting in con- 
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TRADE- NAMES—CONFUSING SIMILARITY—GENERAL 

The test of identity is whether ordinary prudent purchasers would be likely to purchase 
the goods of the defendant believing them to be plaintiff's; confusion of origin, not con- 
fusion of goods, controls. 

TRADE-N AMES—SECONDARY MEANING—PARTICULAR INSTANCES 

“Gamlen” held to have acquired secondary meaning among consumers identifying plain- 
tiff; and defendant’s use of “Gamlen” held likely to deceive purchasers. 

TRADE-NAMES AND UNFAIR COMPETITION—REQUISITES TO EQUITABLE RELIEF—GENERAL 

Owner of established good-will in a name having acquired secondary meaning may pro- 
tect it. not only against competitors invading his market, but also against those using names 
likely to cause confusion. 

Proof of intentional deception on the part of defendant held not necessary. 

Actual market competition held not an essential element in determining the existence of 
unfair trading. 

TRADE SECRETS—SCOPE OF PROTECTION—GENERAL 

Defendant, former officer of plaintiff, should not be permitted access to customers lists 
to use formule and techniques developed while he was connected with plaintiff. 

Products produced by plaintiff under trade secrets held entitled to protection; and any- 
one acquiring knowledge thereof in confidential capacity, held under obligation not to dis- 
close secret or use it for his own advantage, even in absence of express contract. 

CourTS—PRELIMINARY INJUNCTIONS—BALANCE OF CONVENIENCE 

THere can be no balancing of injuries which may arise from grant or refusal of injunc- 

tion, where such balancing involves preservation of or injury to established right. 
TRADE-NAMES AND UNFAIR COMPETITION—DEFENSES—INTENT 

Defendant’s good faith and lack of fraudulent intent, held no defense to injunction restrain- 
ing unfair competition where the court finds confusion likely to result from defendant’s use 
of trade-name. 

TRADE-NAMES AND UNFAIR COMPETITION—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR IN- 
STANCES 

Defendant held entitled to engage in business competing with former employer. 

Preliminary injunction granted restraining defendant from using the sole surname of 
“Gamlen” in continuing his business, upon his labels, or in other advertising matter used 
in furtherance thereof. 


Unfair competition, trade-mark and copyright infringement suit by Gamlen 
Chemical Company against Harry Cuthbert Gamlen, sometimes called Curt Gamlen, 
doing business as C. Gamlen Company. Plaintiff’s motion for preliminary injunc- 
tion granted. 


Walter J. Blenko and Stebbins, Blenko & Webb, of Pittsburgh, Pa., for plaintiff. 
Edgar W.. McCallister, Green, McCallister & Miller, William A. Blair, and Griggs, 
Moreland, Blair & Douglass, of Pittsburgh, Pa., for defendant. 


Gour-ey, D. J.: 


This proceeding comes before the court on plaintiff's motion for a preliminary 
injunction. Jurisdiction of the court is invoked by virtue of Title 28 U. S. C. A. 
Section 41, Sub. D. (11), Judicial Code, Section 24, 28 U. S. C. A. Section 112 
(Judicial Code, Section 51). Under the allegations of the complaint, jurisdiction 
also exists by virtue of the Judicial Code, 28 U. S. C. A. Section 41, Sub. D (7). 

It is the contention of the plaintiff that if a preliminary injunction is not granted 
against the defendant, the plaintiff will suffer an irreparable loss and damage from 
interference with rights previously enjoyed. The plaintiff further contends that a 
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preliminary injunction should be issued in which the defendant, his agents, servants, 
employees, and all others acting by or under his authority are restrained until final 
disposition of the issues which exist: 

(a) from using the name “C. Gamlen Company,” or any other name or style 
confusingly similar to plaintiff's corporate name, in connection with the manu- 
facture and sale of cleaning compounds, solvents, rust preventatives, protective 
coatings and detergents, or any of them; 

(b) from selling or in any way disposing of and from advertising or offering 
for sale cleaning compounds, solvents, rust preventatives, protective coatings or 
detergents, or any of them, labeled or having printed thereon or connected there- 
with the word “Gamlen,” either alone or in combination with other words or 
characters ; 

(c) from using in any manner any of the secret code books or formula books 
of the plaintiff, or any copies thereof, or any of the subject matter contained therein ; 

(d) from using in any way any of the books and records of the plaintiff or any 
other data of the plaintiff pertaining to sales, salesmen, distribution, prices, dis- 
counts and manufacturing or other information pertinent to the products of the 
plaintiff or its operations that were taken from the plaintiff, or any copies thereof, 
or any of the subject matter contained therein ; 

(e) from in any manner whatsoever representing himself or the business he is 
conducting as being associated or connected with the plaintiff, or deriving from it, 
or situated to serve the public by reason of the defendant’s knowledge of or former 
connection with the plaintiff ; 

(f) from enticing away the plaintiff's employees, agents, representatives or cus- 
tomers or any of them. 

The Gamlen Company, hereinafter referred to as “plaintiff,” has its principal 
place of business in San Francisco, California, and is duly authorized to do business 
in the Commonwealth of Pennsylvania. Plaintiff maintains offices, a warehouse 
and manufacturing plant within the Western District of Pennsylvania. 

The defendant, Harry Cuthbert Gamlen, doing business under the name and 
style of “C. Gamlen Company,” hereinafter referred to as “defendant,” is a citizen 
and resides within the Western District of Pennsylvania. 

The defendant is a son of Harry Gamlen, president of the plaintiff corporation, 
is the owner of one-third of the stock in said corporation, had acted as vice-president, 
secretary and treasurer until on or about April 15, 1948, and still remains a director 
of the plaintiff corporation. He has received no notice of a directors’ meeting since 
severing his active association with the plaintiff corporation. 

During the year 1932, Harry Gamlen became associated with a brother at San 
Francisco, California, in the business of manufacturing and selling a chemical 
compound which was devised and perfected for use in steam boilers to eliminate 
combustion deposit and slag on tube surfaces and refractories. Although differences 
arose between Harry Gamlen and his brother, Harry Gamlen became the sole 
proprietor of the business and operated under the name and style of “Gamlen 
Chemical Company.” 

A short time after Harry Gamlen became the owner of said business, he invited 
his son, who is the defendant, to enter into a partnership with him and gave the 
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defendant a one-third interest in said business. At that time the defendant had no 
education or training as to the particular type of work in which his father was 
engaged. Sometime thereafter James E. Gamlen, a younger son of Harry Gamlen 
and brother of the defendant, was made a member of the partnership without any 
reduction being made in the defendant’s interest of one-third, and said business was 
continued on without interruption and generally known as “the Gamlen partnership.” 

In 1939 the defendant was placed in charge of the Eastern Division of said com- 
pany, and, as a partner and officer of the plaintiff, had complete knowledge of and 
direct contact with all of the plaintiff's representatives and salesmen in said district, 
knew all the names of plaintiff’s customers, and had custody of the records relating 
thereto. In addition thereto, defendant had general knowledge and information 
relating to the operation of the plaintiff corporation in the United States and 
Canada. 

A corporation was formed in the State of California on January 1, 1946, at 
which time the plaintiff corporation succeeded to the business, good-will, trade 
secrets, trade-marks and other assets of the Gamlen partnership and has continued 
said business until the present time. Eighteen hundred (1800) shares of capital 
stock were issued and the defendant is the owner of six hundred (600) shares 
thereof, corresponding to his one-third interest of the partnership. The other 
shares (save for qualifying shares) were and are held by Harry Gamlen and his 
son, James E. Gamlen. In addition to the stock interest which the defendant held 
in the plaintiff corporation, he received an agreed salary for his services as an 
officer and director. 

As the business grew, other chemical products, which were useful in industrial 
and maritime fields, were devised or created by one member or the other of said 
partnership. The compositions and chemicals constituting the chemical products 
which were sold were regarded as trade secrets and maintained as such by the 
plaintiff, and were recorded in formula books which were kept confidential and 
which were known only to the members of the partnership. The various ingredients 
were specified by code numbers instead of by their scientific or chemical names, 
and a great number of the employees, other than the members of the partnership, 
were bound by written secrecy agreements not to divulge any information or knowl- 
edge of a secret or confidential nature relative to the business of the Gamlen Chemical 
Company obtained or acquired by the employees by reason of their business con- 
nection with the company. The defendant, as vice-president of the plaintiff cor- 
poration, as part of his duties had occasion to have many of these agreements 
executed. 

Sales offices were opened in the principal cities of the United States, and a 
subsidiary company was organized in Canada. 

Differences arose between Harry Gamlen, president of the plaintiff company, 
and the defendant as to the operation and management of said company and as to 
the authority of James E. Gamlen, a younger son of the plaintiff. It was impossible 
to adjust the differences and, as a result thereof, on April 15, 1948, the defendant 
severed all connection with the plaintiff company, other than retaining his office 
of director which has not been resigned to this date. 
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A short time thereafter the defendant commenced business within the Western 
District of Pennsylvania under the fictitious name and style of “C. Gamlen Com- 
pany.” The nature of the business set forth in said registration was—the manufac- 
ture and sale of cleaning compounds, solvents, rust preventatives, protective coat- 
ings, detergents, paints and kindred items. 

It is self-evident the business of the defendant is similar to and competitive with 
that which had been conducted by the plaintiff for over sixteen years. 

The plaintiff contends: 

(a) The defendant has violated his fiduciary obligations to the plaintiff, has 
acted fraudulently and in violation of his duties to exercise good faith toward the 
stockholders of the plaintiff, has sought to derive personal profit and advantage to 
the detriment of the plaintiff corporation and its stockholders by reason of the 
advantageous position held by him, has acted in a manner contrary to commercial 
good faith and to the normal and honorable development of industry and business 
activities, and has competed unfairly with the plaintiff in the following respects: 

(1) While still actively serving as an officer of the plaintiff corporation, he 
planned and at least partially completed the organization of his competing business. 

(2) He has unlawfully taken and utilized the trade secrets and confidential 
records of the plaintiff. 

(3) In building up his competing organization, he has hired employees of the 
plaintiff who were bound by secrecy agreements, and has utilized their services in 
a manner violative of those agreements. 

(4) He has traded upon the reputation and good-will of the plaintiff and diverted 
business from the plaintiff to himself by utilizing the plaintiff’s customer lists and 
his knowledge of the plaintiff’s prices and business practices. 

(5) He has adopted the fictitious name and style of “C. Gamlen Company”’ in 
close imitation of the plaintiff's corporate name and has used the name “C. Gamlen 
Company” in printed matter in a way calculated to minimize the prefix “C” and to 
emphasize the words “Gamlen Company”’ so as to create confusion in the trade. 

(6) On May 19, 1948, he registered the name “C. Gamlen Company” under 
the Fictitious Names Act of Pennsylvania with the Prothonotary of Allegheny 
County, Pennsylvania, and with the Department of State of the Commonwealth 
of Pennsylvania, his stated purpose being ‘““The manufacture and sale of all kinds of 
cleaning compounds, solvents, rust preventatives, protective coatings, detergents, 
paints, and kindred items” and has thereby situated himself to do business under 
a name and style not heretofore customarily used by him in his business or personal 
affairs and closely imitative of the plaintiff's corporate name. The plaintiff has been 
advised by the Prothonotary of Allegheny County and by the Department of State 
of the Commonwealth that it is not within their powers to remove said registrations 
because of any potential damage to the plaintiff and that that is a function of a 
Court of Equity. 

(7) He has used business forms, product labels and a general dress of goods 
closely imitative of the plaintiff's business forms, product labels, and dress of product, 
and calculated to cause confusion in trade. 

(8) He has copied or imitated the plaintiff’s products and has offered them to 
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members of the public known to him, by reason of his fiduciary relationship with 
the plaintiff, to be the plaintiff’s customers. 

(9) In marketing his products, he has used the plaintiff’s trade-mark ““Gamlen” 
on and in connection with his goods and in his business generally and has infringed 
plaintiff’s trade-mark rights. 

(10) He has infringed upon copyrights of plaintiff. 

(b) That the defendant has infringed on trade-marks of the plaintiff company 
in that: 

(1) When Harry Gamlen commenced his business he adopted the word “Gam- 
len” as a trade-mark and when he entered into partnership with the defendant he 
turned over all of the business, including the good-will thereof and the trade-mark 
“Gamlen,” to the Gamlen partnership. The Gamlen partnership made substantial 
expenditures of time, money and effort in acquainting the trade with the origin 
and excellence of its products sold under the trade-mark “Gamlen” and the mark 
became distinctive of the goods of the Gamlen partnership in commerce. 

(2) The Gamlen partnership enjoyed substantial, exclusive and continuous use 
of the word “Gamlen” as a trade-mark in intrastate and interstate commerce from 
the inception of the Gamlen partnership in 1933 up to January 1, 1946, when the 
plaintiff corporation succeeded to its business. 

(3) Since January 1, 1946, the plaintiff, as the successor to the business, good- 
will and trade-mark rights of the Gamlen partnership, has continued to make sub- 
stantial expenditures of time, money and effort in advertising the trade-mark and 
exploiting products sold under it, and since January 1, 1946, the trade-mark “Gam- 
len” has been distinctive of the plaintiff’s goods in interstate and intrastate commerce. 
Up until the infringing acts of the defendant herein complained of, the plaintiff con- 
tinued to enjoy substantially exclusive and continuous use thereof as a trade-mark 
and, save for the infringing acts of the defendant, would continue to enjoy sub- 
stantially exclusive use thereof. 

(4) The defendant, as a partner in the Gamlen partnership, was an assignor of 
and received good and valuable consideration for the sale of the trade-mark ‘“Gam- 
‘len,” together with the good-will in the business thereof, to the plaintiff. The 
plaintiff is informed by its counsel, and therefore avers, that by reason of these facts 
the defendant is estopped from denying the validity of the trade-mark “Gamlen” 
or the exclusive rights of the plaintiff therein. 

(5) The defendant has used the trade-mark “Gamlen” on his goods in inter- 
state and intrastate commerce and in the conduct of his business generally. More- 
over, he has caused the trade-mark “Gamlen” to be printed and applied to his 
products in a form and style closely imitative of the form and style currently used 
by the plaintiff. The plaintiff is informed and believes, and therefore avers, that 
in order to imitate the form and style of the plaintiff trade-mark and sales literature 
incorporating it, the defendant, taking advantage of knowledge obtained by him as 
an officer of the plaintiff, has employed the advertising agent and printer who im- 
plemented the form and style of trade-mark representation and advertising used 
by the plaintiff. 

(c) That the defendant has infringed on copyrights of the plaintiff company 
in that: 
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(1) Prior to May 9, 1945, the Gamlen partnership caused to be prepared and 
became the proprietor of a new and original business form entitled “Instructions 
for the Application of Gamlenite Metal Replacement.” On or about May 9, 1945, 
it caused the same to be first published with the statutory notice of copyright 
thereon, “copyright 1945 by Gamlen Chemical Co.” When the plaintiff took over 
the business of the Gamlen partnership it became, and now is, the owner of the 
copyright. Although the defendant was charged with the responsibility for deposit- 
ing copies of the copyrighted work with the Librarian of Congress, he appears not 
to have done so, but the plaintiff is depositing copies thereof with the Register of 
Copyrights, Library of Congress, in accordance with the Copyright Law of the 
United States. Said business form was prepared, published and copyrighted under 
the authority and at the direction of the defendant while acting as a partner in the 
Gamlen partnership. Since April 15, 1948, the defendant has infringed the plain- 
tiff’s aforesaid copyright by publishing and using a business form entitled “Instruc- 
tions for Use of Gamlen Combustion Deposit and Slag Remover.” 

The defendant contends: 

(a) That the use of the words “C. Gamlen Company” in the marketing of his 
product is not in close imitation of the plaintiff’s corporate name. 

(b) That the name and use of “C. Gamlen Company” will not create or cause 
confusion in trade. 

(c) That he did not complete or partially complete the organization of his 
business while serving as an officer of the plaintiff company. 

(d) That he has not traded upon the reputation or good-will of the plaintiff. 


(e) That he has not taken or utilized trade secrets or records, or customer lists 
of the plaintiff company. 

(f) That he has not hired employees of the plaintiff that were bound by secrecy 
agreements, nor has he utilized their services in a manner violative of those 


agreements. 

(g) That he has not used business forms, product labels and a general dress 
of goods closely imitative of the plaintiff's business forms, product labels, and dress 
of product, and calculated to cause confusion in trade. 

(h) That he has not copied or imitated the plaintiff’s products nor has he 
offered them to members of the public known to him, by reason of his fiduciary 
relationship with the plaintiff, to be the plaintiff’s customers. 

(i) That in marketing his products, he has not used the plaintiff’s trade-mark 
“Gamlen” on and in connection with his goods and in his business generally and 
has not infringed plaintiff's trade-mark rights. 

(j) That he has not infringed upon copyrights of plaintiff. 

(k) That the word “Gamlen” was not used as a trade-mark by either the part- 
nerships or the corporation plaintiff which succeeded to the rights thereto. 

(1) That the defendant has not by any act or deed assigned or otherwise 
alienated his rights to employ or use the name “Gamlen” in the conduct of his 
business. 

(m) That the business of the plaintiff company and the defendant are both 
peculiar in that trade served by them is a special trade, and that prospective buyers. 
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are not dependent upon or influenced by trade-marks, trade-names, descriptive or 
laudatory pamphlets, bulletins or literature. 

(n) That sales made by both the plaintiff and defendant are a result of per- 
sonal contact with the customer or an individual representing the customer, and 
is made under conditions such that no confusion can arise as to the identity of the 
person or company making the sale. 

(o) That it would be impossible to “palm off’? the goods or products of the 
defendant for those of the plaintiff. 

(p) That all pamphlets, bulletins or printed directions relating to the manner 
of using the purchased goods are usually and normally delivered after the delivery 
of the goods. 

(q) That the large majority of sales made by both the defendant and plaintiff 
are result of personal friendship or acquaintanceship, and that no confusion can 
exist as to the origin of the goods or the identity of the owner. 

In connection with the cause of action which relates to the copyright and trade- 
mark laws of the United States, the applicable law is that of the United States 
Courts, where inconsistent with or contrary to Pennsylvania law. 

As to all other phases of the action federal jurisdiction is invoked solely on the 
basis of diversity of citizenship of the party litigants ; there is no independent federal 
question involved before the court as to the relief which is claimed. As a result 
thereof, the substantive law to be applied is the law of the Commonwealth of Penn- 
syWania. Madden v. Kentucky, 309 U. S. 83, 125 A. L. R. 1383; Erie R. R. Co. 
v. Tompkins, 304 U. S. 64, 114 A. L. R. 1487; Mitchell v. Ottinger, 105 F. 2d 
334, 3 Cir.; Guaranty Trust Co. v. York, 326 U. S.99; Klaxon Company v. Stentor 
Electric Mfg. Co., Inc., 313 U. S. 487; Pecheur Lozenge Co., Inc. v. National Candy 
Co., Inc., 315 U. S. 666, 62 S. Ct. 853, 86 L. Ed. 1103 [32 T.-M. R. 194] ; Cridle- 
baugh v. Rudolph, 3 Cir., 131 F. 2d 795, cert. denied 318 U. S. 779, 63 S. Ct. 855, 
87 L. Ed. 1147; Adam Hat Stores, Inc. v. Lefco, 3 Cir., 134 F. 2d 101 [33 
T.-M. R. 189]. 

In cases involving unfair competition, whether the local or the federal law is 
to be applied is not always of particular importance for the principles as announced 
by the state courts usually do not conflict with those laid down by the federal courts. 
This laudable condition appears to exist in the Commonwealth of Pennsylvania. 
Coca-Cola Co. v. Busch, D. C. E. D. Pa. 44 F. Supp. 405 [32 T.-M. R. 174]; 
Safeway Stores, Inc. v. Sklar, 75 F. Supp. 98, 104 [38 T.-M. R. 69]. 

The granting of a preliminary injunction is an exercise of a very far reaching 
power, never to be indulged in except in a case clearly demanding it. New York 
Asbestos Mfg. Co. v. Ambler Asbestos Air Cell Cov. Co., 102 F. 890, 3 Cir.; Barker 
Painting Co. v. Brotherhood of Painters, 3 Cir., 15 F.2d 16; Murray Hill Restaurant 
v. Thirteen Twenty-One Locust, 3 Cir., 98 F. 2d 578 [28 T.-M. R. 423] ; Warner 
Bros. Pictures v. Gittone, 3 Cir., 110 F. 2d 293. 

To justify the granting of such an injunction, there must be a showing of 
irreparable injury during the pending of the action. American Mercury v. Kiely, 
2 Cir., 19 F. 2d 295; Murray Hill Restaurant v. Thirteen Twenty-One Locust, 
supra; Warner Bros. Pictures v. Gittone, supra. 
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It must also appear that the injunction is required to preserve the status quo 
pendente lite. Warner Bros. Pictures v. Gittone, supra. 

The office of a preliminary injunction is, therefore, confined to maintain the 
existing status until the merits of the controversy can be fully heard and determined. 
It cannot be used to subvert the existing status, or to take property out of the 
possession of the other. Mahony Township Authority v. Draper, et al., Appellants, 
356 Pa. 573, 576. 

A preliminary injunction cannot be mandatory except in the rarest of cases 
since a direction or command that certain acts be done or undone does not maintain 
the status quo. Audenried v. Philadelphia and Reading R. R. Co., 68 Pa. 370. 

It is the province of a preliminary injunction, however, to preserve pendente 
lite the last actual peaceable non-contested status which preceded the controversy 
at issue. Irreparable loss resulting from refusal to accord the plaintiff a new status, 
as distinguished from interference with rights previously enjoyed, does not furnish 
the basis for the granting of a preliminary injunction. Warner Bros. Pictures v. 
Gittone, supra; Fredericks v. Huber, et al., Appellants, 180 Pa. 572. 

Equity will not permit a wrongdoer to shelter himself behind a suddenly or 
secretly changed status though he succeeded in making the change before the chan- 
cellor’s hand actually reached him. Fredericks v. Huber, et al., Appellants, supra. 


Fiduciary Relationship of Defendant to Plaintiff Corporation 


The fiduciary obligations of the defendant in this case, as a director of the 
plaintiff corporation, seem to be the same whether governed by the law of Cali- 
fornia, the state of the plaintiff's incorporation, or the law of Pennsylvania, where 
the cause of action arises, since both states apply the same legal principles. 

It should be unnecessary to state the principles of law and equity governing 
the duties owed to a corporation by its directors and officers for those principles 
have been repeatedly enunciated. Suffice it to say that it is well settled, and indeed 
is embodied in the statutory law of the Commonwealth that officers and directors 
are deemed to stand in a fiduciary relation to the corporation. 15 Purdon’s Penna. 
Statutes Annotated, Section 2852-408. They must devote themselves to the cor- 
porate affairs with a view to promote the common interests and not their own, and 
they cannot, either directly or indirectly, utilize their position to obtain any personal 
profit or advantage other than that enjoyed also by their fellow shareholders. Bird 
Coal and Iron Co. v. Humes, 157 Pa. 278, 287, 27 A. 750, 752; Porter v. Healy, 
244 Pa. 427, 435, 436, 91 A. 428, 431. In short, there is demanded of the officer 
or director of a corporation that he furnish to it his undivided loyalty. If there is 
presented to him a business opportunity which is within the scope of the corporate 
activities and of present or potential advantage to it, the law will not permit him 
to seize the opportunity for himself; if he does so, the corporation may elect to claim 
all of the benefits of the transaction. Nor is it material that his dealings may not 
have caused a loss or been harmful to the corporation; the test of his liability is 
whether he has unjustly gained enrichment. Bailey v. Jacobs, 325 Pa. 187, 194, 
189 A. 320, 324, 19 C. J. S. Section 761, sub-para. b; Angelus Securities Corpora- 
ition v. Ball, 67 P. 2d 152, 20 Cal. App. 2d 423. 

The plaintiff argues that the defendant’s fiduciary responsibility, under the 
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facts in this case, is augmented since the partnership of which he was formerly a 
member was absorbed by the plaintiff corporation. 

Although the trade-name may not be mentioned in the sale of a business taken 
over as a going concern, a deed conveying trade-marks, patents rights, trade rights, 
good-will, property and assets of every name and nature is broad enough to include 
the trade-name under which the vendor corporation and its predecessors had 
achieved a reputation. Herring-Hall-Marvin Safe Co. v. Hall’s Safe Company, 
208 U. S. 554. 

However, since there was not an express stipulation or agreement made by the 
defendant to not use his name in a competing business, the assignment of his 
interest in the partnership to the plaintiff corporation, together with the trade-name 
and good-will, does not in itself preclude the defendant from using his name in a 
competing business. Ralph Brothers Furniture Co., Appellant v. Ralph, et al., 338 
Pa. 360 [30 T.-M. R. 334]. 

An individual is entitled to the use of his own name in his business unless he 
has by contract deprived himself of that right, even though he may interfere with 
and enjoy the business of another bearing the same name, providing he does not 
resort to any artifice, scheme or contrivance to mislead the public as to the identity 
of the established owner or business, and produce injury to the other beyond that 
which results from similarity in the names. (Italics supplied.) John H. Gates, 
t/a John H. Gates Coal Co. v. Gates Coal Co., Inc., 114 Pa. Sup. 158, 107 A. L.R. 
127. 

The general principles controlling cases of this character are well settled. The 
difficulty is to apply them to the particular facts in a case. If the defendant did not 
bear the family name of “Gamlen,” there would be no doubt that his use of said 
name in connection with his business would be prohibited. This would be upon 
the ground that the use of such an arbitrary and meaningless word applied to the 
business could be only with dishonest intent to derive some of the benefits resulting 
from the name of “Gamlen” products. 

It is well settled that a newcomer may be compelled to add some distinguishing 
words if he chooses to use even his own surname to conduct his business. Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046, Ann. 
Cas. 1915B, 322; L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88, 94, 35 
S. Ct. 91, 59 L. Ed. 142; John B. Stetson Co. v. Stephen L. Stetson Co., 2 Cir., 85 
F. 2d 586 [26 T.-M. R. 527]. 

No testimony has been presented to show that plaintiff has suffered any present 
financial loss as a result of the defendant’s business venture. Every person is 
entitled to engage in such business activity as he chooses as long as he does so within 
existing law and applicable equitable restrictions. The actions of the defendant as 
to any breach of his fiduciary relationship to the plaintiff and its stockholders does 
not, in my judgment, in itself require the granting of preliminary injunctive relief 
although said facts will be considered in passing upon the other questions which exist. 


Unfair Competition—Trade-Name and Copyright 


It is difficult to dissociate the charges of trade-mark, copyright or trade-name 
infringement and unfair competition. The law is well settled, however, that the 
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It must also appear that the injunction is required to preserve the status quo 
pendente lite. Warner Bros. Pictures v. Gittone, supra. 

The office of a preliminary injunction is, therefore, confined to maintain the 
existing status until the merits of the controversy can be fully heard and determined. 
It cannot be used to subvert the existing status, or to take property out of the 
possession of the other. Mahony Township Authority v. Draper, et al., Appellants, 
356 Pa. 573, 576. 

A preliminary injunction cannot be mandatory except in the rarest of cases 
since a direction or command that certain acts be done or undone does not maintain 
the status quo. Audenried v. Philadelphia and Reading R. R. Co., 68 Pa. 370. 

It is the province of a preliminary injunction, however, to preserve pendente 
lite the last actual peaceable non-contested status which preceded the controversy 
at issue. Irreparable loss resulting from refusal to accord the plaintiff a new status, 
as distinguished from interference with rights previously enjoyed, does not furnish 
the basis for the granting of a preliminary injunction. Warner Bros. Pictures v. 
Gittone, supra; Fredericks v. Huber, et al., Appellants, 180 Pa. 572. 

Equity will not permit a wrongdoer to shelter himself behind a suddenly or 
secretly changed status though he succeeded in making the change before the chan- 
cellor’s hand actually reached him. Fredericks v. Huber, et al., Appellants, supra. 


Fiduciary Relationship of Defendant to Plaintiff Corporation 


The fiduciary obligations of the defendant in this case, as a director of the 
plaintiff corporation, seem to be the same whether governed by the law of Cali- 


fornia, the state of the plaintiff’s incorporation, or the law of Pennsylvania, where 
the cause of action arises, since both states apply the same legal principles. 

It should be unnecessary to state the principles of law and equity governing 
the duties owed to a corporation by its directors and officers for those principles 
have been repeatedly enunciated. Suffice it to say that it is well settled, and indeed 
is embodied in the statutory law of the Commonwealth that officers and directors 
are deemed to stand in a fiduciary relation to the corporation. 15 Purdon’s Penna. 
Statutes Annotated, Section 2852-408. They must devote themselves to the cor- 
porate affairs with a view to promote the common interests and not their own, and 
they cannot, either directly or indirectly, utilize their position to obtain any personal 
profit or advantage other than that enjoyed also by their fellow shareholders. Bird 
Coal and Iron Co. v. Humes, 157 Pa. 278, 287, 27 A. 750, 752; Porter v. Healy, 
244 Pa. 427, 435, 436, 91 A. 428, 431. In short, there is demanded of the officer 
or director of a corporation that he furnish to it his undivided loyalty. If there is 
presented to him a business opportunity which is within the scope of the corporate 
activities and of present or potential advantage to it, the law will not permit him 
to seize the opportunity for himself; if he does so, the corporation may elect to claim 
all of the benefits of the transaction. Nor is it material that his dealings may not 
have caused a loss or been harmful to the corporation; the test of his liability is 
whether he has unjustly gained enrichment. Bailey v. Jacobs, 325 Pa. 187, 194, 
189 A. 320, 324, 19 C. J. S. Section 761, sub-para. b; Angelus Securities Corpora- 
ition v. Ball, 67 P. 2d 152, 20 Cal. App. 2d 423. 

The plaintiff argues that the defendant’s fiduciary responsibility, under the 
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facts in this case, is augmented since the partnership of which he was formerly a 
member was absorbed by the plaintiff corporation. 

Although the trade-name may not be mentioned in the sale of a business taken 
over as a going concern, a deed conveying trade-marks, patents rights, trade rights, 
good-will, property and assets of every name and nature is broad enough to include 
the trade-name under which the vendor corporation and its predecessors had 
achieved a reputation. Herring-Hall-Marvin Safe Co. v. Hall's Safe Company, 
208 U. S. 554. 

However, since there was not an express stipulation or agreement made by the 
defendant to not use his name in a competing business, the assignment of his 
interest in the partnership to the plaintiff corporation, together with the trade-name 
and good-will, does not in itself preclude the defendant from using his name in a 
competing business. Ralph Brothers Furniture Co., Appellant v. Ralph, et al., 338 
Pa. 360 [30 T.-M. R. 334]. 

An individual is entitled to the use of his own name in his business unless he 
has by contract deprived himself of that right, even though he may interfere with 
and enjoy the business of another bearing the same name, providing he does not 
resort to any artifice, scheme or contrivance to mislead the public as to the identity 
of the established owner or business, and produce injury to the other beyond that 
which results from similarity in the names. (Italics supplied.) John H. Gates, 
t/a John H. Gates Coal Co. v. Gates Coal Co., Inc., 114 Pa. Sup. 158, 107 A. L.R. 
1276. 

The general principles controlling cases of this character are well settled. The 
difficulty is to apply them to the particular facts in a case. If the defendant did not 
bear the family name of “Gamlen,” there would be no doubt that his use of said 
name in connection with his business would be prohibited. This would be upon 
the ground that the use of such an arbitrary and meaningless word applied to the 
business could be only with dishonest intent to derive some of the benefits resulting 
from the name of “Gamlen” products. 

It is well settled that a newcomer may be compelled to add some distinguishing 
words if he chooses to use even his own surname to conduct his business. Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046, Ann. 
Cas. 1915B, 322; L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88, 94, 35 
S. Ct. 91, 59 L. Ed. 142; John B. Stetson Co. v. Stephen L. Stetson Co., 2 Cir., 85 
F. 2d 586 [26 T.-M. R. 527]. 

No testimony has been presented to show that plaintiff has suffered any present 
financial loss as a result of the defendant’s business venture. Every person is 
entitled to engage in such business activity as he chooses as long as he does so within 
existing law and applicable equitable restrictions. The actions of the defendant as 
to any breach of his fiduciary relationship to the plaintiff and its stockholders does 
not, in my judgment, in itself require the granting of preliminary injunctive relief 
although said facts will be considered in passing upon the other questions which exist. 


Unfair Competition—Trade-Name and Copyright 


It is difficult to dissociate the charges of trade-mark, copyright or trade-name 
infringement and unfair competition. The law is well settled, however, that the 
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court will retain jurisdiction to determine the question of unfair competition where 
no trade-mark infringement is found. Armstrong Paint & Varnish Works v. 
Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. R. 3] ; Hurn v. Oursler, 289 U. S. 838 
{23 T.-M. R. 267]. The law of trade-marks is but a part of the broader law of 
unfair competition—the general purpose of which is to prevent one person from 
passing off his goods or his business as the goods or business of another. American 
Steel Foundries v. Robertson, 269 U. S. 372, 380. 

A trade-mark protects its owner not only to its use upon the articles to which 
he has applied it, but upon such other goods as might naturally be supposed to come 
from him. It is the owner’s symbol of his good-will, a trade asset of real value. It 
is his commercial signature that sells his goods. Where the goods of the trader have 
become public not only because of their increasing worth but also by reason of the 
ingenious and persistent manner in which they have been advertised, the good-will 
acquired in this way takes on still another aspect and is entitled to protection. 
L. E. Waterman Co. v. Gordon, 72 F. 2d 272 [24 T.-M. R. 347]; Rosenberg Bros. 
> Co. v. Elliott, 7 F. 2d 962. 

Even though a trade-name has not been registered or is incapable of being a 
valid trade-mark, under the Federal Trade-Mark Act it may, nevertheless, be given 
protection against infringement as a result of unfair competition where it has become 
recognized by the general public as identifying the product of a certain manufac- 
turer or business place or places of a certain firm. Safeway Stores, Inc. v. Sklar, 
supra. 

The word “trade-mark” is applicable to the vendable commodity to which it is 
affixed, while “trade-name” applies to a business and its good-will. 

The defendant asserts the right to use his own name in doing business. It is 
generally true that a surname cannot be appropriated for exclusive use as a trade- 
name, Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 7 Cir., 201 F. 510; 
Brown Chemical Co. v. Meyer, 139 U. S. 540; Emerson Electric Mfg. Co. v. 
Emerson Radio, etc., D. C., 24 F. Supp. 481, affirmed, 2 Cir., July, 1939, 105 F. 2d 
908; Stix, Baer & Fuller Dry Goods Co. v. American Piano Co., 8 Cir., 211 F. 
271, yet its use by a newcomer to a field of trade may be restrained where it is cal- 
culated to deceive, Champion Spark Plug Co. v. Champion, D. C., 23 F. Supp. 638 
[28 T.-M. R. 398]; L. E. Waterman Co. v. Modern Pen Co., supra; Rochester 
Savings Bank v. Rochester Savings & Loan Ass’n, 170 Misc. 983, 11 N. Y. S. 
2d 130, or where its natural tendency will be to mislead the public, Rosenberg Bros. 
‘& Co. v. Elliott, supra; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., supra; 
Thaddeus Davids Co. v. Davids Mfg. Co., supra, or where the way is opened for 
dealers to create confusion in the mind of the public. John H. Woodbury, Inc. v. 
William A. Woodbury Corp., D. C., 23 F. Supp. 162 [28 T.-M. R. 484] ; John B. 
Stetson Co. v. Stephen L. Stetson Co., supra; Chesebrough Mfg. Co. v. Old Gold 
Chemical Co., 6 Cir., 70 F. 2d 383 [24 T.-M. R. 149]. 

Even if similar registrations and uses had been made of the name ‘“Gamlen,” 
and no evidence to this effect has been presented in this case to show the wide- 
spread use of the name on products of many descriptions, such use would not avail 
the defendant where it is possible that the plaintiff will be wronged by said use. 
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‘Bond Stores, Inc. v. Bond Stores, Inc., 3 Cir., 104 F. 2d 124 [29 T.-M. R. 520]; 
Rochester Savings Bank v. Rochester Savings & Loan Ass'n, supra. 

Unfair competition in the instant case relates to whether the use of the trade- 
mark or trade-name “Gamlen” by the defendant in the conducting of his business 
and upon his labels is likely, under ordinary circumstances, to deceive purchasers 
that defendant’s product is that of the plaintiff. Sales of the products of the respec- 
tive party litigants are based on personal contact. Considerable chemical research 
and engineering had been conducted by the plaintiff over a period of years, and 
advertising made of the plaintiff’s products. Due to the similarity of the defendant’s 
products, could purchasers be deceived as to whose product they were purchasing ? 
The court must weigh all these matters and consider them under the test ordinarily 
applied to the testimony of witnesses. However, the evaluation of the weight of 
this testimony is largely dependent upon the application of the court’s reasoning 
based upon its own examination of the exhibits. In determining this question, 
decisions of the court are seldom helpful for comparison. J. Greenebaum Tanning 
Co. v. Respro, Inc., Ct. of Customs and Patent Appeals, 94 F. 2d 818 [28 T.-M. 
R. 128}. 

It is not often that a precedent is found. Affiliated Products Co. v. Crazy Water 
Co., Ct. of*Customs and Patent Appeals, 104 F. 2d 366 [29 T.-M. R. 399]. 

The exhibits are to be considered as a whole in connection with the products 
involved. Younghusband v. Kurlash Co., Inc., Ct. of Customs and Patent Appeals, 
94 F. 2d 230 [28 T.-M. R. 132]. 

“The test of identity is whether an ordinarily prudent purchaser would be liable 
to purchase the goods of the defendant believing them to have been made by the 
plaintiff. McDonald & Morrison Mfg. Co. v. Mueller Mfg. Co., 8 Cir., 183 F. 972; 
Skram Co. v. Bayer, Inc., Ct. of Customs and Patent Appeals, 82 F. 2d 615 [28 
T.-M. R. 132]. It is confusion of origin, not confusion of goods, which controls. 
Vick Chemical Co. v. Vick Medicine Co., D. C., 5 Cir., 8 F. 2d 49, 52. 

Among the reasons for my belief that confusion will result from the use of the 
word “Gamlen” in the conducting of the defendant’s business on his labels and in his 
advertising, as to unfair competition, are these: 

The products in question comprise similar chemical constituents and are com- 
parable in the results obtained. They are ordinarily sold by communication being 
had directly with the purchasing agents of the company or individuals who have 
occasion to use said products. The surname “Gamlen” is printed conspicuously on 
labels used by both the plaintiff and defendant. It is so outstandingly conspicuous 
on the defendant’s label that unless close observation is given the word “C’”’ on the 
defendant’s label, it could very easily be mistaken for the word “G.” Further the 
defendant does business as “C. Gamlen Company” and the word “C” very easily 
could be taken for the word “G.” There also appears to be marked similarity in the 
colors used in the labels, that is, the colors used catch the eye, and the distinguishing 
characteristics of the two companies cannot be observed unless an individual would 
have some particular reason to endeavor to determine the exact differences which 
exist. It is obvious and apparent to me that among the consumers of the plaintiff’s 
products the name “Gamlen” has become identified with the plaintiff in the public 
mind. It is my impression, from observation of the label, that the use of the word 





888 THE TRADE-MARK REPORTER 38 T.-M. R. 


“Gamlen” in the size, place and manner by the defendant would likely deceive a 
person who was not concerned in knowing that the products were those of the 
defendant or the plaintiff. 

Prior to the time that defendant commenced business, he was unknown in the 
business world. I realize that he was known as an officer and owner of the Gamlen 
Chemical Company but if the defendant desired to be fair in the furtherance of his 
business venture, without any consideration being given to the close relationship 
between the majority owners of the plaintiff company and the defendant, he should 
not have used the name “Gamlen” in the manner that he has. 

It is not necessary for the plaintiff to show that there was intentional deception 
on the part of the defendant. Notaseme Hosiery Co. v. Straus, 2 Cir., 201 F. 99; 
Yale & Towne Mfg. Co. v. Worcester Mfg. Co., 2 Cir., 205 F. 952. This might 
well be found upon the emphasis given in print to the word “Gamlen.” Testimony 
has been introduced as to the defendant’s representations that his products are bonded 
by considerable research and engineering relating to their effectiveness. It is an 
admitted fact that the defendant has made no chemical engineering or research relat- 
ing to his products, and that the plaintiff over a period of years has given con- 
siderable attention to the engineering and chemical research of the products manu- 
factured and produced by the plaintiff. 

Actual market competition is not an essential element in determining whether 
unfair competition exists where there was probable tendency that defendant’s use 
of trade-name “C. Gamlen Company,” as an individual trade-name under Pennsyl- 
vania Fictitious Name Act, would deceive the public, and it was probable that 
defendant’s goods would be considered as those of plaintiff operating under trade- 
name “Gamlen Chemical Company, a corporation.” Defendant’s use of such name 
constituted unfair competition entitling plaintiff to injunctive relief. Acme Chemical 
Co. v. Dobkin, 68 F. Supp. 601 [36 T.-M. R. 322]. 

At this time the plaintiff has actually lost no business as result of the defendant's 
venture. However, assuming that the defendant is not diverting the customers of 
the plaintiff or that the plaintiff has no customers to divert, where a good-will is 
established under the owner of a name, he may protect it not only against the com- 
petition of those who invade his market, but also against those who use the name to 
sell goods or products near enough alike to confuse the customers who buy it. 
S. C. Johnson & Son, Inc. v. Johnson, 2 Cir., 116 F. 2d 427 [31 T.-M. R. 82]; 
Emerson Electric Mfg. Co. v. Emerson Radio, etc., supra; Charles E. Hires Co. v. 
George A. Hires, et al., 182 Pa. 346. 

It is, therefore, necessary for the court, although no sales up to this time have 
been lost by the plaintiff, to protect the plaintiff’s reputation with his customers. 
Nobody willingly allows another to masquerade as himself; it is always troublesome, 
and generally impossible, to follow the business practices of a competitor closely 
enough to be sure that they are not damaging, and the harm is frequently done 
before it can be prevented. I must not go astray in any phase of the whole subject, 
and lose sight of the underlying principle that the wrong involved is diverting trade 
from the first user by misleading customers who mean to deal with him. It falls, 
therefore, that the newcomer, or the defendant in this action, is subject to stricter 
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limitations upon the use of his name since he is competing in the first user’s own 
market. S. C. Johnson & Son v. Johnson, Inc., supra. 

The defendant should not be permitted to be in a position where he can ride 
upon the coattails of his father’s business in an inevitable effort to obtain the stature 
or success now maintained by the plaintiff corporation. One cannot be permitted 
to grow through the use of another’s congenial symbol. LaTouraine Coffee Co. v. 
Lorraine Coffee Co., 2 Cir., 157 F. 2d 115 [36 T.-M. R. 271]. 

The defendant having been an officer of the plaintiff company should not be 
permitted to have access to the list of the plaintiff's former customers or to make 
use of any formulae, processes, and technique developed while he was connected 
with the plaintiff company. John J. Lloyd Laboratories, Inc., et al. v. Lloyd 
Brothers Pharmacists, Inc., et al., 6 Cir., 131 F. 2d 703 [33 T.-M. R. 50]. 

Any products which are produced by the plaintiff, which fall within the category 
of trade secrets, are entitled protection. Any person who acquires knowledge 
thereof in a confidential capacity is under the obligation not to disclose the secret 
or use it for his own advantage even if no expressed contract to that effect exists. 
Belmont Laboratories, Inc., Appellant v. Heist, et al., 300 Pa. 542. 

In equity an injury is irreparable if the wrongs are of a repeated and continued 
character, or occasions damages which are estimable only by conjecture and not by 
an accurate standard. There can be no balancing of the injuries which may arise 
from granting or refusing an injunction where such balancing involves the preserva- 
tion of or injury to an established right. Stuart, Appellant v. Gimbel Bros., Inc., 
eval., 285 Pa. 102. 

A person in the employment of another individual cannot withdraw from said 
employment and proceed to sell the same product, using his own surname which 
is similar to that of his former employer, and simulating the former employer’s 
labels, advertisements and trade circulars where the intent to deceive the public 
exists. Where such circumstances exist, regardless of fraudulent intent, the former 
employee cannot use his own name. Van Stan’s Stratena Company, Ltd., Appellant 
v. Van Stan, 209 Pa. 564. 

Any conduct, the natural and probable effect of which is to deceive the public, 
so as to pass off the goods of one person as and for that of another, constitutes unfair 
competition. If the effect be to injure the person formerly in business, the fact that 
the defendant has no fraudulent intent is no defense. Irrespective of the question 
of trade-mark, a person coming into a field already occupied by a rival of established 
reputation must do nothing which will unnecessarily create or increase confusion 
between his goods or business and the goods or business of the rival. Pennsylvania 
Central Brewing Company v. Anthracite Beer Company, Appellant, 258 Pa. 45. 

A defendant’s good faith in believing that he has so marked his goods as to 
distinguish them from the plaintiff’s will not protect him from a charge of unfair 
competition if the court finds that confusion has resulted or is likely to result. No 
person can adopt a trade-mark so resembling that of another trade-mark that 
ordinary purchasers buying with ordinary caution are likely to be misled. Best & 
Co., Inc. v. Miller, 2 Cir., 167 F. 2d 374 [38 T.-M. R. 543]. 

The defendant has gone far afield in his business activities by the use of litera- 
ture, pamphlets, photographs, drawings and written contexts therein and thereon 
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similar to the plaintiff together with the representations made in connection with 
chemical and engineering research. It would be very easy for an individual, who 
was not informed as to the separate identity of the plaintiff company and the de- 
fendant, to believe that the product being purchased was that of the plaintiff rather 
than the defendant. It must be realized that although the defendant might not 
engage in any personal representation, his employees might be tempted, due to the 
wide competitive field which exists, to make representations in such a manner that 
although the products would be purchased from the defendant’s representatives, 
the purchaser might be led to believe the same were placed on the market by the 
plaintiff. 

I believe the word “Gamlen” is being used by the defendant on pamphlets and 
advertising matters unfairly, and the conduct of his business could very easily 
create confusion and deception in the minds of persons who were not fully informed 
and advised as to the respective interests and businesses of the plaintiff and de- 
fendant. I do not believe the defendant should be permitted to use the name 
“Gamlen” in the manner which he has done since it is extremely possible in so 
doing to infringe on the good-will of the plaintiff and commit a fraud and trespass 
upon its property rights. No person should have the right to use even his own 
name where the public might be deceived or led to the belief that the goods being 
sold by the defendant are the goods of the plaintiff. 

The defendant, in my judgment, has the right to engage in the business in which 
he is now concerned but his actions calculate to mislead the public as to the identity 
of his business and products sold, and the injury to the plaintiff is not confined to 
the inconvenience or loss which might arise as result of the similarity of the names. 

I believe the defendant, through the ingenuity and skill which he apparently has, 
can under the circumstances suggest a worthy substitute by way of name in which 
to engage and further his business venture. 

This lawsuit is causing considerable ill-feeling and deep-seated wounds between 
the son and his father, and the other members of this once happy family. It should 
be remembered there is more in life than material things or financial gain. If the 
defendant would keep this predominant in his mind, he would be able to contribute 
materially in many ways to the happiness, well-being and welfare of his father during 
the remaining years of his life. 

I, therefore, believe that the defendant should be preliminarily restrained from 
using the sole surname of “Gamlen” in connection with continuing his business and 
upon his labels, or any other advertising matter used in the furtherance thereof. 
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THE LONE RANGER, INC. v. CURREY, Et At. 
No. 3062—U. S. D. C. M. D. Pa—July 28, 1948 


TRADE-MARKS AND UNFAIR COMPETITION—INJUNCTIVE RELIEF—GENERAL 

Equity will grant relief where defendant fraudulently represents that his goods or serv- 
ices are those of plaintiff, or that plaintiff is in some way connected with or interested in 
his business; and even in absence of deliberate fraud, equitable relief will be granted where 
intent to gain advantage from plaintiff’s reputation and good-will is shown. 

Use of a term which has acquired secondary meaning will be restrained where defendant, 
with knowledge, uses the term in a closely related field and creates confusion. 

Defendant using plaintiff’s trade-name has burden of justifying such use; and any doubt 
in respect of extent of relief must be resolved against one who has shown by his conduct 
that he is not to be trusted. 

TRADE-MARKS AND UNFAIR COMPETITION—INFRINGEMENT—EFFECT OF KNOWLEDGE 

Fraudulent intent will be inferred where junior appropriator has knowledge of plaintiff's 
trade-mark, trade-name or symbols and deliberately copies them. 

TRADE-MARKS AND UNFAIR COMPETITION—TESTS—GENERAL 

Basic test of likelihood of consumer confusion as to source of goods, held the same in 
trade-mark infringement and unfair competition cases. 

Similarity, not identity, is the test in both instances. 

TRADE-MARKS AND UNFAIR COMPETITION— DEFENSES—GENERAL 

Defendant cannot excuse his conduct by attempting to show that others commit similar 

wrongs against plaintiff. 

Courts— EvipENCE—MISCONDUCT OF PARTY 
# Evidence of misconduct of a party using falsehood and fabrication in presentation of his 
case, held admissible as tending to show that such party is unwilling to rely on the truth 
of his cause. 

TRADE-MARKS AND UNFAIR COMPETITION—EVIDENCE—CourRSE OF CONDUCT 

Proof of similar acts of unfair competition held to warrant conclusion that defendant 
is willing to continue his course of conduct unless restrained. 

TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR IN- 
STANCES 

While court has no intention of preventing defendant from earning a livelihood as an 
entertainer acting as a cowboy, it aims to preclude his doing so in any manner whatsoever 
which will amount to unfair competition or trade as to The Lone Ranger, Inc. 

Defendant enjoined from any use whatsoever of the words “Lone Ranger,” either alone 
or in conjunction with other words or symbols, and enjoined from imitating any of the 
distinctive characteristics of “The Lone Ranger” program, including the cowboy garb and 
mask, the white horse “Silv-r,” the Indian “Tonto,” the calls “Hi Ho Silver” and “Hi Ho 
Silver Away,” etc. 

Accounting may be denied where injunction will satisfy the equities; and plaintiff held not 
entitled to accounting in the absence of additional testimony. 


Unfair competition, trade-mark and copyright infringement suit by The Lone 
Ranger, Inc., against Earl W. Currey and “Jack” Smith. Decree for plaintiff. 


Raymond J. Meurer, of Detroit, Mich., and Stanley F. Coar and J. Julius Levy, 


of Scranton, Pa., for plaintiff. 
Paul A. McGlone and Frank J. McDonnell, of Scranton, Pa., and Paul F. Gibbons, 
of Washington, D. C., for defendants. 
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Murpny, D. J.: 


This is an action for damages and an injunction based upon charges of unfair 
competition and unfair trade involving the alleged infringement of plaintiff’s good- 
will, trade-name, trade-mark and copyrights. 

Plaintiff, The Lone Ranger, Inc., incorporated under the laws of the State of 
Michigan, is a citizen and resident of that state; defendant Earl W. Currey is a 
citizen and resident of the State of Illinois; defendant “Jack” Smith is a citizen 
and resident of Pennsylvania. 

Jurisdiction of this court is based upon diversity of citizenship and a dispute 
involving the required jurisdictional amount; similarly jursdiction arises from Sec- 
tion 24(7) of the Judicial Code, 28 U. S. C. A. Section 41(7). Personal service 
was made on each defendant in this district. 

We have before us plaintiff's complaint, defendants’ answer and counterclaim 
and the record of testimony as offered by plaintiff and defendants at a final hearing. 

The uncontradicted evidence shows and we find as a fact the following :* 

1. From the time of the first radio broadcast, January 30, 1933, over Station 
WXYZ, Detroit, and seven other Michigan radio stations, the “Lone Ranger” 
program has been broadcast, each script with but few exceptions being a complete 
episode, continuously three times weekly and has grown in coverage so that in 1948 
it is broadcast over 179 stations of the Pacific and Blue networks and 67 additional 
stations in southeastern United States. The program appeals particularly to chil- 
dren. Commencing November, 1933, the program has had various sponsors and 
is presently sponsored by General Mills, Inc., and the American Baking Company. 

2. From its first appearance, September 11, 1938, in the New York Journal 
American, the “Lone Ranger” comic or cartoon strip has increased its coverage 
so that in 1948 it appears through license arrangements with King Features Syn- 
dicate in 82 United States and 22 foreign countries’ Sunday papers, and in 129 
United States and 14 foreign countries’ daily papers. 

3. Republic Pictures have produced under license two movie serials portraying 
episodes of the “Lone Ranger.” 

4. Since October 8, 1935, Whitman Publishing Company of Racine, Wisconsin, 
and Grosset & Dunlap of New York have under license published books of Lone 
Ranger adventure stories. 

From July 12, 1938, by license Kilgore Manufacturing Company, an Ohio cor- 
poration, and other manufacturers, distributors and miscellaneous vendors, have 
been permitted to sell various articles of merchandise identified as having some 
connection with the “Lone Ranger.” 

6. Over four million children throughout the United States have been enrolled 
in the Lone Ranger Safety Club, four awards have been made for safety, two 
C. T. I. foundation awards. The purpose of the Club is to promote and foster good 
sound amusement, respect for parents, respect for law and order, and is especially 
devoted to the protection of life and limb. 





1. Rule 52 of the Federal Rules of Civil Procedure (as amended). “ If an opinion 
or memorandum of decision is filed, it will be sufficient if the findings of fact and conclusions 
of law appear therein. .. . 
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7. Articles telling the story of the origin, rise and success of the “Lone Ranger”’ 
program have appeared in the Saturday Evening Post of October 13, 1939; Liberty 
Magazine of March 25, 1944; and Pic Magazine of May 5, 1945. 

8. From the time of the conception of the “Lone Ranger” program by George 
W. Trendle of the Kunsky (now King)-Trendle Broadcasting Corporation, and 
the subsequent assignment of all rights therein to the plaintiff, incorporated by the 
State of Michigan January 31, 1935, to date, upwards of one million dollars have 
been invested in the creation, distribution, exploitation and advertising of the ‘Lone 
Ranger,” the characters and objects named in the program and all things incidental 
thereto. 

9. To protect its trade-mark, trade-name and copyrights, the trade-mark was 
registered with the State of Michigan; the trade-mark and articles of incorporation 
were registered with the United States Bureau of Patents. Each individual manu- 
script or cartoon strips in the newspapers and comic books, all books published, as 
well as all forms used in connection with the Lone Ranger Safety Club, and photo- 
graphs portraying the “Lone Ranger” in his distinctive mask and cowboy regalia, 
his horse “Silver,” and the Indian “Tonto,” have been noticed and copyrighted. 

10. In every case where licenses have been granted the plaintiff has exercised 
strict and continuous supervision so that its aims and objectives of promoting law, 
good morals and safety may not be interfered with, and so that the high standard 
of quality and excellence of its product may be maintained. 

11. The outstanding physical characteristics of the “Lone Ranger” episode story 
on the radio, in the movies, and in the comic and cartoon strips and books are the 
name “The Lone Ranger,” the cowboy garb, the large hat, the mask, the silver 
trappings, the horse “Silver,” the unique cry or call “Hi Yo Silver” and “Hi Yo 
Silver Away,” the little boy Dan Reid, and the Indian Tonto. Actually the Lone 
Ranger is a created fictional character, a mythical western cowboy. The words 
“Lone Ranger” do not describe any living person except insofar as such person 
might be employed to dramatize the literary property. 

12. The aim of those who conceived the idea was to produce a show portraying 
life in the West between 1865 and 1890. The principal character rides about masked 
and on a white horse named “Silver” with a distinctive call ““Hi Yo Silver” and 
“Hi Yo Silver Away,” and with his Indian companion Tonto. The Lone Ranger’s 
sole aim and purpose is to spend all his time championing, against tremendous odds, 
the cause of the oppressed, respect for law and order, honor and respect for parents, 
safety of children, and to be generally a force for good in redressing the wrongs of 
the community, and then disappear immediately from public gaze. Mystery was to 
be vital to his role; his identity was to be absolutely unknown. His character and 
actions were to be exemplary, his English perfect, his diction clear and distinct. 
No bad habits were to be portrayed; no smoking, swearing, gambling or drinking. 
His conduct was to be such as children would strive to emulate. In short, he was 
to become a popular hero and an idol of children. The name of “The Lone Ranger,” 
the Indian “Tonto,” and the phrase “Hi Yo Silver” and “Hi Yo Silver Away” 
have become by-words in the national vocabulary. The result is that the plaintiff 
has built up immense public good-will and a business of great value. 
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13. All rights, title and interest in and to the dramatic literary composition “The 
Lone Ranger,” including the title and names of characters and of the horse “Silver” 
and the distinctive cry “Hi Yo Silver” and “Hi Yo Silver Away,” the mask, the 
cowboy regalia, silver saddle, and any and all adaptations thereof when used in 
conjunction are the sole and exclusive property of the plaintiff. 

14. The only time the plaintiff authorizes the appearance of a person as “The 
Lone Ranger’”’ at places outside the city of Detroit is on occasions of great impor- 
tance, and then only under plaintiff’s direct supervision and control, the agreement 
permitting the second party to advertise in a limited way. 

15. Plaintiff has never bargained, sold, assigned or transferred any of its rights 
to anyone other than as hereinabove set forth. 

16. Plaintiff has never bargained, sold, assigned, licensed, or transferred any of 
its rights to either of the defendants; nor has it ever given to the defendants or 
either of them any right to hold themselves out to the public as having any con- 
nection whatever with plaintiff or any of its rights herein described. 

17. On three occasions plaintiff has successfully opposed other attempted regis- 
trations in the United States Patent Office of trade-marks, two containing “Hi Yo 
Silver,” another “Rio Ranger.” By consent decree in Civil Action 160, the United 
States District Court for the Middle District of Pennsylvania on July 14, 1939, 
restrained one Lee Powell, et al., from the improper use of the name “The Lone 
Ranger.” Another phase of this matter was subsequently before the United States 
Circuit Court of Appeals for the Fourth Circuit, and the refusal of the United 
States District Court for the Western District of South Carolina to enjoin the 
defendant Lee Powell, et al., from the improper use of the name “The Lone Ranger”’ 
was reversed. The proceedings are reported as Lone Ranger, Inc. v. Cox, et al., 
4 Cir. 1942, 124 F. 2d 650. 

We find as a fact from the credible evidence the following: 

As to the defendant Currey: 

Defendant herein asserts no claim to any of the rights, title, or interests of the 
plaintiff ; admits he has no right to represent himself as the Lone Ranger; that he 
does not have a horse named Silver, Hi Ho Silver, or Hi Yo Silver” or the right 
to use the cry “Hi Yo Silver” or “Hi Yo Silver Away,” and that he does not have 
an Indian companion named Tonto or Tonta. 

Defendant first used the name “The Lone Ranger” at Houston, Texas, January, 
1940. When plaintiff complained that defendant’s advance notices confused the 
newspaper, the Houston Post, and many of the general public into believing that 
defendant was the Lone Ranger, his Indian companion advertised as Tonta was 
Tonto, his horse advertised as Hi Ho Silver was Silver, the billing was immediately 
corrected to read “Capt. E. W. Currey and his Horses.” 

At San Antonio, Texas, in March, 1947, the newspaper, the San Antonio Light, 
describing defendant as the Lone Star Ranger better known to light comic readers 
as the Lone Ranger, stated that en route to Hollywood defendant would appear 
locally with his famous horse Silver. Plaintiff complained; the local advertising 
was corrected and defendant did not complete his engagement. 

The pattern of confusion above described occurred in June, 1947, in Muskegon, 
St. Josephs, Mt. Pleasant and Kalamazoo, Michigan, and later in various cities of 
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the South, e.g., Macon, Georgia. In Muskegon plaintiff again complained ; defendant 
again promised to refrain from his course of infringement. 

In Charlotte, North Carolina, while this action was pending, defendant’s news- 
paper notices, advertising and personal conduct caused public confusion. In a public 
parade and demonstration defendant so unmercifully beat his horse that protests 
were made by the Humane Society and other members of the public. Because of 
the unfavorable publicity concerning his disgraceful conduct defendant was dis- 
charged from the show. To protect itself plaintiff was obliged to advertise by 
newspaper and radio that defendant had no connection whatsoever with the Lone 
Ranger. 

In this district: 

Defendant followed the same pattern of deception and confusion as to adver- 
tising, newspaper notices and personal conduct at Sunbury, Lock Haven, Har- 
risburg, Wilkes-Barre and Scranton. His dress was an exact facsimile of the Lone 
Ranger in the copyrighted prints ; he wore a wrist band bearing the legend “Lone xx 
Ranger,” which he showed when inquiry was made by anyone as to his identity ; 
he gave autographs which by place, form and style were deceptive; his trailer bore 
the legend “Lone ¥% Ranger, Hollywood, California” ; on a piece of the stable equip- 
ment was painted “Lone Ranger”; his horse was called Silver; defendant told the 
Scranton Better Business Bureau manager that he was the original Lone Ranger 
and gave untruthful and deceptive reasons for the use of the term “Lone Star 
Ranger.” Defendant represented himself as The Ranger, Mr. Ranger, L. S. Ranger, 
Louis Stone Ranger, Lone Star Ranger, Lone ¥ Ranger, and Lone Ranger; repre- 
sented that he had much experience on the radio and in the movies. 

In court defendant vacillated and gave conflicting and contradictory answers as 
to his age, residence, union membership; presented pictures allegedly dated 1923 
containing a likeness of himself with a 1939 model car in the background; stated 
that he had been presented with his saddle as a gift because of his standing in the 
entertainment field whereas in fact the saddle was purchased from the St. Louis 
Saddlery Company and despite demands is not yet paid for; stated he had been 
reported lost on Saipan as a member of the United States Intelligence Service, but 
when pressed said he was not telling the truth and was not in the United States 
Armed Forces in World War II at all; defendant presented a picture purporting 
to show him in his mask and regalia similar to that of the Lone Ranger, the picture 
being represented as of 1931 or earlier and as having appeared in the Chicago 
Tribune, whereas in fact the picture was from the Houston Post, Texas, January 
17, 1940. In general, neither the defendant Currey or the defendant Smith evi- 
denced any desire to make a full and complete disclosure of their conduct. 

Defendant Currey is and for some time has been engaged in furnishing enter- 
tainment, particularly in rodeo shows. 

Defendant Smith is engaged in the business of theatrical promotion and has 
been since July, 1947, managing and booking agent for defendant Currey. 

Time and again plaintiff requested defendant Currey to stop his course of 
infringement, but despite promises to comply defendant persisted in his course 
of action. 











THE TRADE-MARK REPORTER 38 T.-M. R. 


Conclusions of Law 


1. The term “Lone Ranger” and the other terms used in conjunction therewith 
by the plaintiff have acquired a secondary meaning. 

2. Plaintiff and defendants were in the business of furnishing entertainment to 
the general public. 

3. Defendants attempted to pass their show off as being that of the plaintiff or 
as having some connection therewith. 

4. Defendants attempted to unjustly enrich themselves by deceiving the public 
and by depriving plaintiff of the good-will it had established. 

5. Defendants resorted to cheating, fraud and deceit to defraud the public and 
to irreparably damage the plaintiff. 

6. Defendants have unlawfully misled and deceived the plaintiff’s customers and 
the public generally. 

7. Defendants have attempted by willful deception and fraud to divert the 
plaintiff's business, property and good-will to themselves. 

8. Defendants are guilty of unfair and inequitable trade practices and competi- 
tion to the detriment of the plaintiff. 

9. The conduct of the defendants and each of them has caused irreparable dam- 
age to the plaintiff. 

10. Defendants’ past conduct in the use of the name “The Lone Star Ranger” 
either by use of the vx, or spelling out the word “Star,” has been such that neither 
of the defendants should be permitted to continue in the use of that name or the 
defendant Currey to wear the complete regalia similar to the Lone Ranger, or in 
the wearing of the mask, the use of the silver studded saddle, or the use of any 
words, terms or phrases which singly or in conjunction with others indicate or 
attempt to indicate in any manner whatsoever that defendant Currey is or has any 
connection whatsoever with the Lone Ranger. 

11. Defendants should be enjoined from transacting business under the name 
“The Lone Star Ranger,” or “The Lone ¥% Ranger,” or any other name which will 
include the plaintiff's trade-name “The Lone Ranger” as an integral part thereof. 

12. Defendants should be enjoined from imitating any or all of the distinctive 
and dominant characteristics of “The Lone Ranger” program, the cowboy garb 
and mask, the white horse named “Silver,” the Indian companion “Tonto,” the 
unique call “Hi Yo Silver” and “Hi Yo Silver Away,” the silver studded trappings 
and the two guns worn by “The Lone Ranger.” 

13. Defendants should be enjoined from imitating the advertising of the plaintiff 
to the extent of using in defendants’ advertising language containing the plaintiff’s 
trade-name “The Lone Ranger,” or using the words “Lone” and/or “Ranger” 
as an integral part of their name in said advertising and to the extent of using in 
defendants’ advertising pictures of a masked cowboy with any or all of the distinctive 
and dominant characteristics of “The Lone Ranger.” 

14. Defendant Currey should be enjoined from impersonating, acting, per- 
forming, dramatizing or otherwise portraying any or all of the distinctive garb 
and characteristics of ““The Lone Ranger” aforesaid. 

15. The defendant Smith should be enjoined from managing, acting as agent 
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for, billing or advertising the defendant Currey in any manner whatsoever as to 
indicate that he is or has any connection with the Lone Ranger. 

16. The court has no intention of preventing the defendant Currey from earning 
a livelihood as an entertainer acting as a cowboy, as a rider of horses, or performing 
stunts in rodeos or in circuses. We do however aim to preclude his doing so in 
any manner whatsoever which will amount to unfair competition or trade as to 
the Lone Ranger, Inc. 

17. A permanent injunction restraining the defendants from the conduct herein- 
above outlined should issue. 

Discussion 


Jurisdiction arises from diversity of citizenship, Jud. Code, Section 24(1) 28 
U.S. C. A. Section 41(1) and because questions of infringement of trade-mark and 
copyrights are involved, Jud. Code, Section 24(7) 28 U. S. C. A. Section 41(7). 
Pennsylvania and federal law are. in accord in holding in view of the findings of 
fact that defendants’ conduct amounts to unfair competition and unfair trade and 
that a decree enjoining defendants’ conduct should issue. Coca-Cola Co. v. Busch, 
D. C. E. D. Pa. 1942, 44 F. Supp. 405 [32 T.-M. R. 174]; Safeway Stores, Inc. 
v. Sklar, D. C. E. D. Pa. 1947, 75 F. Supp. 98 [38 T.-M. R. 69] B.V.D. Co. v. 
Kaufmann & Baer Co., 272 Pa. 240, 116 A. 508, 509; Stroehmann Bros. Co. v. 
Morbeck B. Co., 331 Pa. 96, 200 A. 97. Defendant Currey attempted to pass off his 
services as those of the plaintiff and practiced fraud and deceit as defined by the 
older cases. He has misappropriated plaintiff’s trade-name to confuse and deceive 
the public ; unjustly enriched himself ; diverted plaintiff’s good-will by way of future 
sales of its products and in a measure tended to lessen that good-will by removing 
the mystery connected with the identity of the Lone Ranger. More seriously de- 
fendant Currey has in a measure lessened public confidence in the Lone Ranger by 
incidents connected with defendants’ appearances at Sunbury and Charlotte and 
by his testimony in this court. 

For the more modern view extending the coverage of situations in which con- 
duct will be enjoined, see Champion Spark Plug Co. v. Sanders, et al., 331 U. S. 
125, 130, 67 S. Ct. 1136, 91 L. Ed. 987 [37 T.-M. R. 323] ; A.L.A. Schechter Poul- 
try Corp. v. United States, 1935, 295 U. S. 495 at 531, 532, 55 S. Ct. 837, 79 L. Ed. 
1570; 148 A. L. R. 12. For a history of the relief afforded under the heading of 
unfair competition and unfair trade, see Chaffee, Unfair Competition, 53 Harv. L. 
Rev. 1289; Premier-Pabst Corp. v. Elm City Brewing Co., 1935, 9 F. Supp. 754 
[24 T.-M. 424], restraining the use of Ben Bernie’s soubriquet “Old Maestro” ; 
Ely-Norris Safe Co. v. Mosler Safe Co., 2 Cir. 1925, 7 F. 2d 603, 604; California 
Apparel Creators v. Wieder of California, 2 Cir. 1947, 162 F. 2d 893 [37 T.-M. R. 
558]; Restatement of the Law of Torts, Section 715, 716 et seq.; Great Atlantic 
& Pacific Tea Co. v. A. & P. Radio Stores, Inc., D. C. E. D, Pa. 1937, 20 F. Supp. 
703 [27 T.-M. R. 783] ; Rosenberg Bros. & Co. v. Elliott, 3 Cir. 1925, 7 F. 2d 962 
(Fashion Park Clothes) ; 51 West Fifty-First Corpn. v. Roland (N. J.), 50 A. 2d 
369 (Toots Shor); Nims on Unfair Competition and Trade-Marks, 3d Ed., Sec- 
tion 9a. 

Where a defendant expressly and deliberately commits a fraud by representing 
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that his goods or services are those of plaintiff, or that plaintiff is in some way con- 
nected with or interested in his business, equity will grant relief. Even in the 
absence of express and deliberate fraud equitable relief will be readily granted where 
there is shown bad faith on defendant’s part, i.e., an intention of defendant to gain 
advantage from the reputation and good-will of plaintiff’s trade-mark or trade-name. 
Akron-Overland Tire Co. v. Willys-Overland Co., 3 Cir. 1921, 273 F. 674; Wall 
v. Rolls-Royce of America, Inc., 3 Cir. 1925, 4 F. 2d 333; Kotabs, Inc. v. Kotex Co., 
3 Cir. 1931, 50 F. 2d 810, certiorari denied 284 U. S. 665, 62 S. Ct. 41, 76 L. Ed. 
563; R. H. Macy & Co., Inc. v. Macy’s Drug Store, Inc., 3 Cir. 1936, 84 F. 2d 387 
[26 T.-M. R. 443]; Bond Stores Incorporated v. Bond Stores, Inc., 3 Cir. 1939, 
104 F. 2d 124 [29 T.M. R. 520]; Stork Restaurant, Inc. v. Marcus. D. C. E. D. 
Pa., 36 F. Supp. 90 [29 T.-M. 520] (Stork Club) ; 51 West Firty-First Corpn. v. 
Roland, supra; 148 A. L. R. 12 at 41 et seq.; Rosenberg Bros. & Co. v. Elliott, supra. 

A fraudulent intention or bad faith will be inferred where the junior appropriator 
has knowledge of plaintiff’s trade-mark, trade-name, or trade symbols and never- 
theless deliberately copies such mark, or name or symbols. Akron-Overland Tire 
Co. v. Willys-Overland Co., supra; California Fruit Growers Exchange v. Windsor 
Beverages, Ltd., 7 Cir. 1941, 118 F. 2d 149 [31 T.-M. R. 121]; Premier-Pabst 
Corpn. v. Elm City Brewing Co., supra. 

The legal test of trade-mark infringement is the same as the legal test of unfair 
competition, and basically that test is the likelihood of consumer confusion as to 
the source of the goods. Coca-Cola Co. v. Snow Crest Beverages, Inc., 1 Cir. 1947, 
162 F. 2d 280, 283; Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 1938, 
305 U. S. 315, 325, 59 S. Ct. 191, 83 L. Ed. 195 [29 T.-M. R. 3]. The manufac- 
turer or vendor is entitled to the reputation which his goods have acquired and the 
public to the means of distinguishing between them and other goods; and protection 
is accorded against unfair dealing whether there be a technical trade-mark or not. 
Skinner Mfg. Co. v. Kellogg Sales Co., 8 Cir. 1944, 143 F. 2d 895, 899 [34 T.-M. 
R. 274] ; Kotabs, Inc. v. Kotex Co., supra. 

The use of a term which has attained a clear secondary meaning associated 
with a radio program will be enjoined as presumptively fraudulent where the 
defendant with knowledge of the plaintiff’s activities under such a term appropriates 
the term for his own use in a closely related field, and creates confusion in the 
public mind. 171 A. L. R. 765 at 779; Lone Ranger, Inc. v. Cox, 4 Cir. 1942, 124 
F. 2d 650; Town Hall, Inc. v. Associated Town Halls, Inc., D. C. Del. 1941, 44 
F. Supp. 315 [32 T.-M. R. 211]; Bamberger Broadcasting Service, Inc. v. Orloff, 
D.C. N. Y. 1942, 44 F. Supp. 904 [32 T.-M. R. 276] (WO.R.) ; Premier-Pabst 
Corpn. v. Elm City Brewing Co., supra. 

Where the broadcasting station represented a recording as the actual broad- 
cast in person of Paul Whiteman and his orchestra, it was held to be unfair com- 
petition in RCA Mfg. Co., Inc. v. Whiteman, 2 Cir. 1940, 114 F. 2d 86, certiorari 
denied 311 U.S. 712, 61 S. Ct. 393, 85 L. Ed. 463. 

The law of unfair competition protects trade-names used in radio broadcasting 
against unfair simulation. These are distinctly radio trade-names, exploited and 
enhanced by radio broadcasting by means of which they have acquired their sec- 
ondary meaning. The Lone Ranger indicates the origin of the production and 
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proprietorship of the business, just as the name “Donald Duck” calls to mind 
Walt Disney, “Charlie McCarthy” the name of Edgar Bergen, “Amos and Andy” 
the names of Gosden and Correll. 

Any doubt in respect to the extent of relief afforded must be resolved in favor 
of the innocent producer and against the one who has shown by his conduct that 
he is not to be trusted. Wm. R. Warner & Co. v. Eli Lilly & Co., 1924, 265 U. S. 
526, 44 S. Ct. 615, 68 L. Ed. 1161; Champion Spark Plug Co. v. Sanders, et al., 
supra. Similarly the character of the conduct of the defendant is relevant to the 
remedy which should be afforded. 

Defendant cannot excuse his conduct by attempting to show that others are 
committing a similar wrong against plaintiff’s trade-name. Great Atlantic & Pacific 
Tea Co. v. A. & P. Radio Stores, Inc., supra. 

As to the use of falsehood and fabrication in the presentation of a cause, see 
McHugh v. McHugh, 186 Pa. 197, 40 A. 410; Allen v. United States, 1896, 164 
U. S. 492, 17 S. Ct. 154, 41 L. Ed. 528; Wigmore on Evidence, 3d Ed., Section 
278. Evidence of the misconduct of a party in connection with the trial of his 
case is admissible as tending to show that the party guilty of the misconduct is 
unwilling to rely on the truth of his cause. 

The burden is on the defendant who uses plaintiff’s trade-name to justify the 
using thereof. Jacobs v. Beecham, 221 U. S. 263, 31 S. Ct. 555, 55 L. Ed. 729; 
Standard Oil Co. v. California Peach & Fig Growers, Inc., D. C. Del. 1928, 28 F. 
2d 283. Defendant must show reasonable regard to the rights of the owner of such 
name or mark. Centaur Co. v. Genesh, et al., D. C. W. D. Pa. 1929, 33 F. 2d 985 
[19 T.-M. R. 294] ; Vick Chemical Co. v. Strohmeier, D. C. E. D. Pa. 1930, 39 F. 
2d 89 [20 T.-M. R. 289]. The defendants have obviously not met this burden 
of proof. 

Proof of similar acts of unfair competition warrant the conclusion that defendant 
is willing to continue his course of conduct, unless restrained. Wm. R. Warner 
& Co. v. Eli Lilly & Co., supra. 

Plaintiff’s complaint alleges each broadcast was copyrighted ; that licenses were 
granted to vendors permitting the use of the trade-mark, and that defendants’ con- 
duct amounted to unfair competition. Under Rule 54c of the Federal Rules of 
Civil Procedure, 28 U. S. C. A. following Section 723c, all these grounds could be 
considered in granting relief. However, we feel plaintiff has made out such a strong 
case for relief under the heading of unfair competition that a discussion of the 
other matters in detail is unnecessary. Martha Washington Candies Co. v. Gold- 
stein, D. C. M. D. Pa. 1938, 23 F. Supp. 861.’ 

Neither party has pointed to any difference existing between Pennsylvania and 
federal law. See Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 113 n. 1, 59 
S. Ct. 109, 111, 83 L. Ed. 73 [29 T.-M. R. 557]; California Apparel Creators v. 


2. Patten v. Superior Talking Pictures, Inc., D. C. S. D. N. Y. 1934, 8 F. Supp. 196 [24 
T.-M. R. 550], protecting the name of ‘ ‘Frank Merriwell” and “Merriwell” under copyright and 
unfair competition. As to copyright see Universal Pictures Co., Inc. v. Harold Lloyd Corpn., 
9 Cir. 1947, 162 F. 2d 354. As to trade-marks see Feldman v. Amos and Andy, C. C. P. A. 
1934, 68 F 2d 746 i T.-M. R. 69]; House of Westmore, Inc. v. Denny, 3 Cir. 1045, 151 F. 2d 
261 [35 T.-M. R. 318]. 
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Wieder of California, Inc., 2 Cir. 1947, 162 F. 2d 893 [37 T.-M. R. 558]. The 
specific acts of defendants complained of occurred in this district. See Zephyr 
American Corpn. v. Bates Mfg. Co., 3 Cir. 1942, 128 F. 2d 380, 386; Cridlebaugh 
v. Rudolph, 3 Cir. 1942, 131 F. 2d 795. We have however considered defendants’ 
acts throughout the United States to show a course of conduct, a pattern, to negative 
accident or mistake and generally on the question of infringement. Cf. Pecheur 
Lozenge Co., Inc. v. National Candy Co., 1942, 315 U. S. 666, 62 S. Ct. 853, 86 
L. Ed. 1103 [32 T.-M. R. 194]; see generally 148 A. L. R. 139, 160; Adam Hat 
Stores, Inc. v. Lefco, 3 Cir. 1943, 134 F. 2d 101 [33 T.-M. R. 189] ; Bulova Watch 
Co., Inc. v. Stolzberg, 1947, 69 F. Supp. 543 [37 T.-M. R. 41]. 

Plaintiff’s advertising of names and phrases has resulted in their acquiring a 
secondary meaning, R. H. Macy & Co., Inc. v. Macy’s Drug Store, Inc., supra, 
indicating origin and the name of the producer; being popular with children, they 
have stimulated sales. While the name could not be physically affixed to the radio 
program it was affixed to the manuscript used for that purpose. 

In considering the nature of the relief to be granted we feel that defendants 
should be enjoined from any use whatsoever of the words “Lone Ranger” either 
alone or in conjunction with other words or symbols. Bernhard Ulmann Co., Inc. 
v. Wool Novelty Co., Inc., 167 Misc. 856, 4 N. Y. S. 2d 97, 99; Northam Warren 
Corp. v. Universal Cosmetic Co., 7 Cir. 1927, 18 F. 2d 774, 775. “Whether there 
is an infringement of a trade-mark does not depend upon the use of identical words, 
nor on the question as to whether they are so similar that a person looking at one 
would be deceived into the belief that it was the other; but it is sufficient if one 
adopts a trade-name or a trade-mark so like another in form, spelling, or sound 
that one, with a not very definite or clear recollection as to the real trade-mark, is 
likely to become confused or misled.” 

“Similarity, not identity, is the test of the infringement of a trade-mark. Color- 
able imitations are as much the subject of legal redress as the more exact and 
perfect similitudes. .. .”” 52 Amer. Jur. Sec. 128, p. 600. 

This same rule applies “in cases of unfair competition ... . generally that the 
the similarity must be such, but need only be such, as is likely to mislead purchasers 
of ordinary caution and prudence, or in other words, the ordinary buyer, into the 
belief that the goods or wares are those, or that the name or business is that, of 
another producer or tradesman.” See 52 Amer. Juris. (Id.) 

In Chaplin v. Amador, et al., 93 Cal. A. 358, 269 Pac. 544, the court on plea 
of Charlie Chaplin restrained defendant from the use of the name “Charles Aplin” 
as well as from using the same style of dress and mannerisms. 

As to similarity of sound see Marion Lambert, Inc. v. O’Connor, C. C. P. A. 1936, 
86 F. 2d 980; Coca-Cola v. Snow Crest Beverages, Inc., supra. 

A court of equity should enjoin any form of passing off, deception, fraud or 
misappropriation of trade-name through devices calculated to deceive or mislead 
the public to the plaintiff's detriment. See Krause Bottling Co. v. Pepsi-Cola Co., 
4 Cir. 1948, 168 F. 2d 224 [38 T.-M. R. 758]. 

As to the question of damages, the proof is very unsatisfactory. The defendants 
are obviously not entitled to damages as asserted in their counterclaim. They con- 
tend they lost money in their appearances in this district. If plaintiff is to press 
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its claim for damages, additional testimony must be offered. An accounting may be 
denied where an injunction will satisfy the equities of the case and the ends of 
justice. Champion Spark Plug Co. v. Sanders, et al., supra, 331 U.S. 125 at 131 
{37 T.-M. R. 323]. 

A decree in accordance with this opinion will be handed down this date. 


ALDEN-ROCHELLE, INC., et at. v. AMERICAN SOCIETY OF 
COMPOSERS, AUTHORS AND PUBLISHERS, Et At. 


No. 18-6—U. S. D. C. S. D. N. Y.—July 19, 1948 


SHERMAN LAw—MOoNOPOLIES—PARTICULAR INSTANCES 

Ascap held a monopoly within the language of Section 2 of the anti-trust laws. 

It is unlawful for owners of a number of copyrighted works to combine their copy- 
rights by agreement or arrangement, even for purpose of better preserving their property 
rights; and combination of its members, in transferring to Ascap all their non-dramatic 
performing rights, held a combination in restraint of interstate trade, which is prohibited 
by Section 1 of the anti-trust laws. 

Combination of Ascap members held to restrain competition in marketing performing 
rights of their copyrighted works and films. 

MoNoPOLIES—VIOLATION OF ANTI-TRUsT LAwS—TEsTsS 

Material consideration in determining whether monopoly exists, under anti-trust laws, 

is that power exists to raise prices or to exclude competition. 
MoNOPOLIES—VIOLATION OF ANTI-TRUST LAWS—DEFENSES 

Fact that Ascap is a membership association gives it no immunity. 

Ascap’s purpose to prevent infringement of its members’ copyrights, held no defense. 

Reasonableness of the prices fixed by unlawful combination, held no defense; and 
abandonment of demands for increased price held no defense to injunction. 

Plaintiffs’ alleged violations of anti-trust laws held not to constitute “unclean hands” 
because they have no immediate and necessary relation to the equity sought. 

CopyriIGHTS—RIGHTS OF COPYRIGHT OWNER—GENZERAL 

Right to perform copyrighted musical composition publicly for profit is one of rights 

that copyright owner receives under Copyright Law and it has some intrinsic value. 
MonopoLigs—PrRooFr OF DAMAGES—GENERAL 

Where case is tried by court without a jury, held that the same rules should be followed 
by the judge, in estimating damages, that should guide a jury; but in the case at bar, even 
assuming injury to plaintiff's from Ascap’s violations of the anti-trust laws, there is no 
evidence in the record which affords sufficient basis to approximate plaintiffs’ damages. 

While the amount of any overcharge may be recovered, upon proof from which the 
trial court may reasonably approximate the amount of the overcharge none of the cases hold 
that those who have paid a monopolist a price for its product, may claim that the extent of 
the damage is the full amount paid. 

Burden of proof of injury is on plaintiff in anti-trust suit; lighter burden which plain- 
tiff carries in such cases, in proving extent of damages cannot be met by merely showing 
amount paid to violator. 

Even though plaintiffs have made out a case for equitable relief, held they may not 
recover attorneys’ fees under the statute because they have failed to establish their claim for 
damages, and court may properly award attorneys’ fees only as an incident to successful 
prosecution of law action for recovery of damages based on violation of anti-trust laws. 

MoNoPOLIES—INJUNCTIVE RELIEF—GENERAL 

Threatened use of monopolistic power to demand exorbitant fees, held sufficient grounds 

for exercise of equitable power of court to prevent threatened injury. 
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MONOPOLIES—SCoPE OF INJUNCTIVE RELIEF—PARTICULAR INSTANCES 

Ascap directed to divest itself of all rights of public performance for profit of musical 
compositions synchronized with motion picture films and to assign performance rights to 
owners of musical copyright. 

Ascap restrained from obtaining public performance rights to any musical composition 
synchronized with motion picture films when musical composition is performed publicly for 
profit in conjunction with exhibition of film. 

Ascap members restrained from refusing to grant motion picture producers public perform- 
ance rights on all musical compositions which they allow to be synchronized with films. 

Ascap members restrained from licensing public performance rights of musical composi- 
tions synchronized with films except to motion picture producers. 

Ascap and its members restrained from conspiring with motion picture producers for 
the purpose of including clause in contracts issued by producers requiring exhibitors, directly 
or indirectly, to obtain license from Ascap as condition to exhibition of licensed pictures. 


Suit for treble damages and injunction, under anti-trust laws, by Alden-Rochelle, 
Inc., et al., against American Society of Composers, Authors and Publishers, e¢ al. 
Judgment for plaintiffs. 


Weisman, Celler, Quinn, Allan & Spett, of New York, N. Y., for plaintiffs. 
Gilbert & Gilbert and Schwartz & Frohlich, of New York, N. Y., for defendants. 


LEIBELL, D. J.: 


Two claims are asserted in this suit by each of the 164 plaintiffs who operate 200 
motion picture theatres. Both claims are based on violations of the federal anti- 
trust laws by the American Society of Composers, Authors and Publishers (Ascap) 
and its members and officers. The first claim is a private right of action for treble 
damages, which is specifically conferred by statute (Title 15 U. S. C. s15) on any 
one who has been injured in his property or business by conduct of another which 
violates the provisions of the anti-trust laws. The second claim is a suit for injunctive 
relief (Title 15 U. S. C. s26) against threatened loss or damage by a violation of 
the anti-trust laws. 

The complaint was filed in this court on April 9, 1942. Between July, 1943, 
and August, 1946, the litigation was dormant. A pre-trial hearing was had before 
Judge Knox in December, 1947, and an order was made after the hearing which 
was very helpful when the case was tried early in March, 1948. Counsel filed their 
briefs and proposed findings of fact and conclusions of law late in April. After re- 
viewing the record, considering the arguments of counsel and the cases cited in 
their briefs, I have concluded that Ascap has violated the anti-trust laws, but that 
plaintiffs have failed to prove that they have been injured thereby and have sus- 
tained damages. Plaintiffs have shown, however, that the power which Ascap 
has acquired in violation of the anti-trust laws and which Ascap attempted to use 
in August, 1947, in a way that would have increased, many times, the license fees 
charged exhibitors for the right to perform publicly for profit musical compositions 
synchronized on films, is a constant threat which may cause loss or damage to the 
plaintiffs and plaintiffs are entitled to an injunction. The court’s findings of fact 
and conclusions of law are being filed herewith. For a complete understanding of 
the factual situation, referred to only generally in this opinion, the findings of fact 
should be consulted. 
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S.1 of the Copyright Law (Title 17 U. S. C. s.1) enumerates the exclusive 
rights which a person who owns a copyrighted work receives under the statute, 
including the right (s.1(e)) “to perform the copyrighted work publicly for profit 
if it be a musical composition ; and for the purpose of public performance for profit, 
and for the purposes set forth in subsection (a) hereof (to print, reprint, publish, 
copy and vend the copyrighted work) to make any arrangement or setting of it 
or of the melody of it in any system of arrangement or any form of record in which 
the thought of an author may be recorded and from which it may be read or repro- 
duced.” In Buck v. Jewell-LaSalle Realty Co. (1931) 283 U. S. 191, Mr. Justice 
Brandeis held that the acts of a hotel proprietor, in making available to his guests, 
through the instrumentality of a radio receiving set and loud speakers installed in 
his hotel and under his control and for the entertainment of his guests, the hearing 
of a copyrighted musical composition which had been broadcast from a radio trans- 
mitting station, constituted a performance of the composition within the meaning 
of the act, even though no detailed choice of selections was given to the hotel pro- 
prietor who had to accept whatever program was transmitted. “Intention to infringe 
is not essential under the act.” 


Origin and Activities of Ascap 





The defendant Ascap is a voluntary association which was organized in 1914 
for the purpose of licensing the public performance of musical compositions, of 
which its members owned the copyrights. Acting alone, the individual authors 
and composers were unable to detect infringement of their copyrights by those who 
performed their compositions publicly for profit. Even the corporate publishers of 
musical compositions could not do so. It was felt that an organization, with branches 
throughout the United States, could “police” the public performances of musical 
compositions by bands and orchestras, in hotels, theatres and places of amusement. 
If infringements were detected, Ascap would endeavor to get the infringer to take a 
blanket license covering all the works of Ascap’s members, for a reasonable annual 
fee ; and if the infringer refused to take a license, Ascap would have a suit filed for 
infringement. 

So that Ascap might act for all its members most effectively, each member 
assigned to Ascap the non-dramatic performing rights of his copyrighted musical 
compositions. The sums that Ascap collected were kept in a common fund and a 
division of the proceeds, less expenses, was made at regular intervals. The division 
was one-half to the publisher members, and one-half to the composer and author 
members. 

Ascap is governed by a board of directors of 24 members. Prior to 1941 they 
were self-perpetuating, but since then 12 members are selected by the publishers 
and 12 by the composers and authors. The 12 who represent the publishers deter- 
mine how the publishers’ share of the fund shall be divided among the publishers ; 
the 12 directors who represent the composers and authors perform a like service 
in allotting their respective shares to the composers and authors. From their deter- 
mination there is a right of appeal to a Board of Appeal; and from its decision an 
appeal may be taken to the full board of directors. 
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The division of the publishers share among the publisher members is based 
upon the popularity, earning capacity, seniority and the number and quality of 
the compositions in a publisher member’s catalog. Popularity or vogue is deter- 
mined by a survey of the compositions played over certain broadcasting chains in 
a given period. 

The composers and authors are classified into a number of groups and grades, 
19 in all. Many elements are considered in fixing a composer’s classification. 
Length of membership, quality of compositions, popularity or vogue, earning 
power for the Society and the like, are duly weighed and the classification deter- 
mined in the manner provided by the Articles of Association. 

When silent pictures were shown in theatres the music was supplied either by 
a piano player or by an orchestra, which varied in size according to the size and 
importance of the theatre. The theatre owners refused to pay any royalties or 
license fee for performing the musical compositions played in the theatres. Ascap 
brought a number of suits for infringement. In 1923 theatre owners took a blanket 
license for each theatre and paid Ascap an annual fee based on seating capacity. 
The form of the license and the fees paid were the result of negotiations between 
Ascap and trade organizations of theatre operators. 

When motion pictures with sound were introduced in 1928, new problems were 
presented to Ascap and its members. The so-called “talkies”? showed the action 
of the members of the cast and reproduced their speech. Music was employed 
as part of the background for some of the scenes. At first the sound part of talkies 
was recorded on phonograph discs which were so operated that they synchronized 
with the pictures projected on the screen. Later, the speech of the actors, the 
music and sound effects, were recorded on the “‘sound track” of the film, which 
paralleled the pictures, so that when the pictures were projected on the screen the 
sound was heard by the audience. The Columbia Encyclopedia explains this as 
follows: “The sound track method (now commonly used)” is one “by which the 
sound is recorded on a strip of sound cells attached to the film itself and projected 
with the aid of the photo-electric cell.” The development and application of this 
invention are described as follows: “In 1926 the first successful efforts were made 
to add sound to sight; in 1927 sound effects and bad music gave way to steadily 
improving spoken dialogue, and ‘The Jazz Singers’ with the well known Al Jolson, 
made a sensation with its spoken sequence; in 1928 the first all-talking picture, 
‘The Lights of New York,’ appeared.” 

After the introduction of music films, motion picture producers began acquiring 
the catalogs of music publishers, many of them members of Ascap. Ascap’s writer 
members were requested by producers, as the need arose, to license the recording 
of specific musical compositions on films. From all of this the following arrange- 
ments evolved. A member of Ascap, on request, licensed a motion picture producer 
to record, i.e., to synchronize his musical compositions on the film, but expressly 
excepted the performing rights of the musical composition. Motion picture pro- 
ducers rented their films to the exhibitors (theatre operators) with a provision in 
the contract that the film would be exhibited only in a theatre for which Ascap had 
issued a license to perform publicly for profit the musical composition of Ascap’s 
members. The exhibitor in order to show the film had to obtain a license from Ascap. 
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His contract with the producer barred him from altering or deleting any part of 
the rented film. Licenses were issued by Ascap to exhibitors in blanket form, good 
for at least one year, and covering all music of which Ascap held the performing 
rights. The license fee was based on the seating capacity of the theatre. The charge 
per theatre per annum was very reasonable. On the basis of 25 compositions per 
film and 6 shows a day for every day in the year, the charge averaged about one 
mill per musical composition performance in a 500-seat house. The form of the 
license, which was in effort during the period in suit, was worked out at conferences 
of various organizations representing the exhibitors with representatives of Ascap 
in 1933 and 1934. Over 17,000 motion picture theatres have been licensed by 
Ascap. Ascap has also issued about 13,000 licenses covering the performing rights 
of the copyrighted music of its members to hotels and places of entertainment. 

The motion picture producers through their ownership of a number of music 
publishing corporations who were members of Ascap, shared in the funds collected 
by Ascap from all sources, including the licensing of motion picture theatres. The 
producer publishers drew down 37% of the 50% of the net proceeds of Ascap’s 
licenses, allotted to publisher members by Ascap. For the 10 years of 1937 to 1947 
the total amount of Ascap’s annual distributions varied between three million 
and seven million dollars. Almost every film contained some Ascap music and 
frequently the majority of the musical compositions on a film were Ascap music. 
The motion picture producers employed talented composers to write the back- 
ground music for their motion pictures. These musical compositions were never 
printed and sold, but as a rule they became the property of the producer’s music 
publishing subsidiary. The Ascap catalog, including foreign societies for which 
Ascap has acted, is estimated to include a million musical compositions. 

A “per piece” license would be commercially impracticable. Exhibitors fre- 
quently contract for films before they are produced. The “cue sheets” for the 
film are made available when the picture is released for exhibition purposes. They 
list the musical compositions included in the picture. The extra labor and great 
expense of getting “per piece” licenses for the musical compositions on a film is 
evident when we consider the film needs of an average neighborhood house, which 
exhibits two double feature shows weekly. Each feature contains parts or selec- 
tions from about 20 musical compositions. Eighty per cent of the musical composi- 
tions on films is Ascap music. That would require 64 “per piece” licenses a week, 
not including licenses for music which is used on newsreels and short subjects. 
Exhibitors naturally prefer a blanket license good for a year, covering all musical 
compositions controlled by Ascap. For a “per piece” license Ascap charges $10.00, 
plus. For a yearly blanket license the cost to the average neighborhood theatre 
is less than $100.00. Not a single theatre ever requested a “per piece” license 
from Ascap. 

The motion picture producer, when he obtains from an Ascap member the right 
to record his musical composition on the film, bargains for that right only and does 
not obtain the right to perform publicly for profit the compositions thus recorded. 
The producer may pay as little as a few hundred dollars, or in rare cases, as much 
as $25,000 for the right to record the musical composition—the right to synchronize 
it with the picture on the film. When the producer acquires that right from one 
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who is not a member of Ascap he insists upon buying also the right to perform the 
musical composition publicly for profit. The exhibitors complain that the producer 
should follow the same course when he acquires the film recording rights from a 
member of Ascap. If he did so, then the exhibitors would not need any license 
from Ascap. 

The producer does not acquire the performing rights from Ascap members, 
because they are prohibited by their arrangement with Ascap from licensing the 
performing rights to motion picture producers. The major producers also have a 
financial interest in the license fees Ascap collects, because those producers own 
music publishing corporations which are publisher members of Ascap, and thus 
they share in the one half of Ascap’s net receipts which are allotted to the pub- 
lisher members. 

Ascap’s Violation of the Anti-Trust Laws 


Almost every part of the Ascap structure, almost all of Ascap’s activities in 
licensing motion picture theatres, involve a violation of the anti-trust laws. Although 
each member of Ascap is granted by the copyright law a monopoly in the copy- 
righted work, it is unlawful for the owners of a number of copyrighted works to 
combine their copyrights by any agreement or arrangement, even if it is for the 
purpose of thereby better preserving their property rights. Straus v. Amer. Pub- 
lishers Assoc., 231 U. S. 222; Ring v. Spina, 148 F. 2d 647; Watson v. Buck, 313 
U. S. 387 at p. 404; Interstate Circuit, Inc. v. United States, 306 U. S. 208. The 
result of such a combination “is to add to the monopoly of the copyright in violation 
of the principle of the patent cases involving tying clauses” (United States v. Para- 
mount Pictures, decided by the United States Supreme Court May 3, 1948). 

That Ascap is 2 monopoly, within the language of s.2 of the anti-trust laws, was 
clearly established at the trial. In United States v. Aluminum Co. of America, 
148 F. 2d 416 at p. 424, the court expressed the view that a ninety per cent share 
of the market was enough to constitute a monopoly although it was “doubtful 
whether sixty or sixty-four per cent would be enough; and certainly thirty-three 
per cent is not.” In the same case Judge Learned Hand held that “In order to fall 
within s.2 (of the Sherman Anti-Trust Act) the monopolist must have both the power 
to monopolize and the intent to monopolize. ... Alcoa meant to keep and did keep 
that complete and exclusive hold upon the ingot market with which it started. That 
was to ‘monopolize’ that market, however innocently it otherwise proceeded.” In 
the case at bar it was shown that Ascap in the course of 34 years has built up a 
monopoly of the music that is used in the production of motion pictures, and in so 
doing it has violated s.2 of the anti-trust laws. ‘The authorities support the view 
that the material consideration in determining whether a monopoly exists is not that 
prices are raised and that competition actually is excluded but that power exists to 
raise the prices or to exclude competition when it is desired to do so.” American 
Tobacco Co. v. United States, 328 U. S. 781 at p. 811. Ascap has that power. 

The combination of the members of Ascap in transferring all their non-dramatic 
performing rights to Ascap, is a combination in restraint of interstate trade and 
commerce, which is prohibited by s.1 of the anti-trust laws. It restrains competition 
among the members of Ascap in marketing the performing rights of their copy- 
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righted works. And by barring a member from assigning the performing rights 
to the motion picture producer at the same time that the recording right is assigned, 
the channels in which the films may be marketed is narrowed to those exhibitors 
who have a license from Ascap covering the performing rights of the Ascap music 
synchronized on the film. That result is accomplished through an unlawful com- 
bination with the motion picture producers in violation of s.1 of the antitrust laws. 
The arrangement by which the producers consent that there be specifically reserved 
to Ascap the right to license the performing rights, is supplemented by a provision 
in the contract between the distributor of the motion pictures and the exhibitors 
which limits the public exhibition of the film for profit to theatres which have an 
Ascap license. The producers and Ascap’s members thus combine the monopoly 
of the copyright of the motion picture with the monopoly of the copyright of the 
musical compositions, which constitutes an unlawful extension of the statutory 
monopoly of each and violates the antitrust laws, as a combination in restraint 
of trade. 

The fact that Ascap is a membership association gives it no immunity. “Ar- 
rangements or combinations designed to stifle competition cannot be immunized 
by adopting a membership device accomplishing that purpose.” Associated Press 
v. United States, 326 U. S. 1 at p. 19. Nor is Ascap shielded by its purpose to 
prevent the infringement of the copyright of its members. The purpose of the 
Fashion Guild to prevent “style piracy,” 1.e., the copying of “original creations,” 
did not take it outside the scope of the antitrust laws. Fashion Guild v. Trade 
Comm'n, 312 U. S. 457 [30 T.-M. R. 421]. “The necessities or conveniences of 
a patentee do not justify any use of the monopoly of the patent to make another 
monopoly.” Mercoid Corp. v. Mid-Continent Co., 320 U. S. 661 at p. 666. 

Many of the cases which have held that patent owners may not combine their 
patents so as to extend the monopoly of the one patent by the monopoly of the 
other, state the legal principles which prevent two copyright owners from doing a 
similar thing. The leading cases, which hold that such a combination of patents 
constitutes an illegal restraint of interstate commerce, are reviewed in a recent 
decision, United States v. Line Material Co., et al., 333 U. S. 287. There Mr. 
Justice Reed wrote for the court as follows—p. 315: 


The mere fact that a patentee uses his patent as a whole or part consideration in a 
contract by which he and another or other patentees in the same patent field arrange for 
the practice of any patent involved in such a way that royalties or other earnings or 
benefit from the patent or patents are shared among the patentees, parties to the agree- 
ment, subjects that contract to the prohibitions of the Sherman Act whenever the selling 
price. for things produced under a patent involved, is fixed by the contract or a license, 
authorized by the contract. 


The combination of the authors, composers and publishers in the Ascap organi- 
zation, their obligations to the association, the rights they conferred on Ascap and 
the reservations they made in their arrangements with the motion picture pro- 
ducers, have given Ascap the power to fix the prices at which the performing rights 
are sold to the exhibitors. The members share in the license fees collected through 
the unlawful combination. By pooling their rights and pooling the license fees 
derived therefrom, each in some way shares in the copyrighted work of the others. 





908 THE TRADE-MARK REPORTER 38 T.-M. R. 
This has all the evils of “block booking” which was analyzed and condemned in 
United States v. Paramount Pictures, 66 F. Supp. 323 at pp. 348-349; and in the 
opinion of the U. S. Supreme Court May 3, 1948. 

That Ascap was moderate in its demands in 1934 and considerate in the prices 
it fixed after negotiation with the exhibitors, does not detract from the fact that 
as a monopoly Ascap had the power to increase those prices to an unreasonable 
figure by demanding higher license fees, to the financial gain of its members. Ascap 
showed to what extent that power could be exercised when in August, 1947, it 
attempted to increase the license fees as much as 200% to 1500%. This price 
fixing power coupled with the combination of the members’ copyrights constitutes 
an unlawful restraint of trade. 

Where the power to fix prices is created by an agreement among those who 
control a substantial part of an industry and who should do business on a com- 
petitive basis in a free market, the reasonableness of the prices or the good inten- 
tions of the combining units would not absolve them from the charge that they 
have violated the antitrust laws. United States v. Trenton Potteries Co., 273 U. S. 
392. Inthe Trenton Potteries case the court said, ‘“The power to fix prices, whether 
reasonably exercised or not, involves power to control the market and to fix 
arbitrary and unreasonable prices. .. . Agreements which create such potential 
power may well be held to be in themselves unreasonable or unlawful restraints, 
without the necessity of minute inquiry whether a particular price is reasonable or 
unreasonable as fixed.” The above was quoted in the opinion of Mr. Justice 
Douglas in United States v. Socony-Vacuum Oil Co., 310 U. S. 150 at p. 213. See 
also Ethyl Gasoline Corp. v. United States, 309 U. S. 436. 


Damages 


The right to perform a copyrighted musical composition publicly for profit has 
some intrinsic value. It is one of the rights that a copyright owner receives under 
s.1(e) of the Copyright Law. As the result of negotiations in 1933-34, Ascap and 
the exhibitors who acted through their trade organizations, arrived at a schedule 
of rates which were very reasonable and were based on the seating capacity of the 
theatre operated by the exhibitors. The contract was a blanket contract covering 
all Ascap music on films shown at the theatre. 

In 1947 Ascap tried to increase those rates, using one filled capacity house at 
the highest established admission prices as the annual charge for the license. This 
new proposed rate, when applied to some theatres, meant an increase of 1500%; 
for other theatres the increase was about 200%. The exhibitors protested and a 
new set of rates, based on the old formula of a per seat basis, was approved. This 
resulted in an average increase of about 25% or 30% over the old 1934 rates, the 
increase to be effective as of March, 1948. 

At the trial, plaintiffs did not attempt to prove that the 1934 rates, which cover 
the period of this suit, were excessive. Nor did plaintiffs attempt to prove that 
a proper rate would be. Plaintiffs’ position was that they should not have been 
obliged to obtain a license for the public performance rights from Ascap; that the 
copyright owner of the musical compositions when he sold the synchronization rights 
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to the motion picture producer should have included the public performance rights 
in the deal; and that if that course had been followed the exhibitor would not have 
been required to pay anything more to the producer than he pays as the rental for 
the film. Plaintiffs argue that copyright owners who are not members of Ascap 
include the public performing rights when they license a motion picture producer 
to record a musical composition on a film; and that the producer does not have to 
pay the copyright owner any additional amount for the performing rights of the 
musical composition. The second half of this statement is disproved by the testi- 
mony of Harry Fox. 

The acquisition of the synchronization rights from the copyright owners of 
musical compositions is generally arranged by Mr. Fox, who has operated an 
agency for that purpose since 1937. He testified that when he is asked by a pro- 
ducer to obtained the rights for a musical composition-which is to be incorporated 
in a motion picture he gets in touch with the owner of the copyright. Apparently 
he has the records and the organization to do that work. If the copyright of the 
musical production is owned by a person who is not a member of Ascap, Fox tells 
the owner that both the synchronization rights and the right to publicly perform the 
music on the film are to be acquired by the producer. When the producer wants 
the performance rights as well as synchronization rights, the figure is a little higher. 
There is no separate figure fixed for the performance rights and another figure for 
the synchronization rights, in making the deal. Fox tells the copyright owner that 
he has to include the right to perform with the synchronization rights; and the 
owner of the copyright usually takes that into consideration in fixing a lump sum 
price. In most cases the owners consider the performance rights as having some 
value. 

If the owner of the copyright is a member of Ascap, Mr Fox does not include 
the performance rights in acquiring the synchronization rights for the producer. 
The producers know, of course, that the performing rights have a value distinct 
from the synchronization rights, because of their ownership of music publishing 
corporations, which are members of Ascap, and through which the producers derive 
considerable revenue from Ascap’s separate licensing of the performance rights to 
the exhibitors. If the producer lost that source of revenue and also had to pay 
the copyright owner for the performing rights, the producer would try to pass that 
extra cost on to the exhibitor. Mr. Brandt who operates 73 of plaintiffs’ theatres, 
admitted that the producer might use this as another argument to get increased 
rentals; but he expressed the opinion that if the exhibitor did not have to pay a 
license fee for the performing rights, he would not have to pay any increase film 
rental to the producer. Brandt based his belief on his feeling that the exhibitors 
were already paying as much as they could carry. But the load the exhibitors carry 
includes the amount they pay to Ascap. It is not at all likely that the producers 
would absorb the cost of the performing rights. 

Unquestionably it would be a simpler and a proper arrangement for the owner 
of the copyright to deal directly with the producer on both the synchronization 
rights and the performing rights, and thus have the motion picture producer acquire 
both rights at the same time, so that he in turn could rent the film without requiring 
the exhibitor to obtain the performance rights from Ascap. But that in some way 
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the value of the performing rights would be claimed by the copyright owner and 
eventually would be passed on to the exhibitor, I have no doubt at all. The ultimate 
result would be that the exhibitor would not be separately charged for the per- 
formance rights, as he now is through Ascap, but he would be charged for those 
rights in the total rental he would pay for the film. 

The charges made the exhibitor for the performing rights in the formula used 
from 1934-1937 were in my opinion fair and reasonable. The license fee negotia- 
tions were between the two organized groups; Ascap on the one hand and the 
exhibitors’ trade associations on the other. The amount charged was paid, year 
after year, for 13 years, although the contracts contained 30-day cancellation clauses. 
Plaintiffs submitted no proof that the performing rights were worth any less than 
the amount charged under the blanket contract of Ascap. I am satisfied that plain- 
tiffs were not injured by Ascap’s violations of the antitrust laws for the period 
covered by this lawsuit. 

Even if the court should presume injury to plaintiffs from Ascap’s violations 
of the statute, there would still be no evidence before this court on which it could 
approximate plaintiffs’ damages. Plaintiffs got something under the Ascap con- 
tracts. What they got, the performing rights, had some value. Plaintiffs admit 
that a copyright owner could separately grant the performing rights. The exhibitors 
themselves agreed with Ascap as to what their value was. Plaintiffs cannot recover 
unless they were led to pay “more than the worth” of the performing rights. Chat- 
tanooga Foundry & Pipe Works v. City of Atlanta, 203 U. S. 390. They must 
show that they were injured. Twin Ports Oil Co. v. Pure Oil Co., 119 F. 2d 472; 
Northwestern Oil Co. v. Socony Vacuum Co., 138 F. 2d 967. 

To apply the principle of forfeiture plus a 200% penalty, for which plaintiffs in 
effect contend, would be to go far beyond any sanctions the Supreme Court has 
approved in a private right of action for a violation of the antitrust laws. The 
antitrust laws have been liberally construed. In prosecutions and civil proceedings, 
instituted by the government, the Supreme Court has condemned monopolies and 
contracts and combinations in restraint of trade. In suits on a private right of 
action brought by a person claiming that he has been injured by another’s violations 
of the antitrust laws, the high court has applied a very liberal rule as to the quantum 
of proof on the issue of damages and has held that the amount thereof need only 
be approximated, although they should not be the subject of speculation or guess- 
work. Bigelow v. R.K.O. Radio Pictures, 327 U.S. 251. In the case at bar there 
is no evidence which affords a sufficient basis for approximating plaintiffs’ damages, 
assuming plaintiffs have been injured. No standards of comparison are given to 
determine if there was any overcharge. No experts were called on the question of 
the value of the performing rights. Sheldon v. Mctro Goldwyn Corp., 309 U. S. 
390 at p. 404. In the case at bar the judge is both court and jury. The same rules 
that should guide a jury in estimating damages should be followed by the judge. 
In Bigelow v. R.K.O. Radio Pictures (supra at p. 264) Chief Justice Stone wrote: 


In such a case, even where the defendant by his own wrong has prevented a more 
precise computation, the jury may not render a verdict based on speculation or guess- 
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work. But the jury may make a just and reasonable estimate of the damage based on 
relevant data, and render its verdict accordingly. 


The Supreme Court in applying the equitable principle of “unclean hands” has 
ruled that the aid of the court should be denied a holder of a patent in an infringe- 
ment suit when he has misused his patent and has violated the antitrust laws. The 
patent owner is barred from enforcing his patent rights, as long as he continues in 
his violation of the antitrust laws. B.B. Chemical Co. v. Ellis, 314 U. S. 495; 
Morton Salt Co. v. Suppiger Co., 314 U. S. 488. The court has also recognized the 
right of the alleged infringer to counterclaim for damages, based on the private 
right of action section (§ 15) of the antitrust laws. Mercoid Corp. v. Mid-Continent 
Co., 320 U. S. 661 at p. 671. But there is no case that has come to my attention 
where it has been held that the licensee of a patent is entitled to recover back three- 
fold from the owner of the patent the license fees or royalties he has paid, because 
the patent owner violated the antitrust laws in his use of the patent. 

Plaintiffs assert that the amount of their damages and the total of the license 
fees paid are the same, just as a matter of “coincidence.”* They add that the 
“coincidence” is due to the fact (a further assumption on their part) that if they 
did not have to pay Ascap for the performing right they would not have to pay 
any one for them, and they would get the performing rights for nothing. 

Plaintiffs also argue that since Ascap violated the antitrust law, the license which 
Ascap granted to the exhibitor was illegal, that therefore the defendant Ascap was 
never entitled to collect any license fees, and further that the license fees represent 
the amount of plaintiffs’ damages. This argument overlooks the fact that Ascap 
acquired legal title to the performing rights by assignment from each of Ascap’s 
members. If Ascap had as such assignee collected for each member a “per piece” 
license fee for the performing rights, and in effect acted only as a collecting agency, 
there would have been no violation of the law. The blanket licenses were a viola- 
tion of the antitrust law and were issued pursuant to an illegal combination. Apart 
from the statute, the license agreements were not inherently vicious and unlawful. 
The license agreements were unenforcible because of their statutory illegality. The 
exhibitor got something of value and received what he paid for. The license fees 
paid were received on completed transactions. 

Unless an exhibitor has been injured in his business or property by Ascap’s 
violations no actionable wrong has been done to him. The conduct of Ascap may 
be a public wrong for which penalties and other remedies are afforded the Govern- 
ment under the statute. But no private right of action arises unless a plaintiff is 
injured in his property or business by the violations of Ascap. True, the cases hold 
that “The constant tendency of the courts is to find some way in which damages 
can be awarded where a wrong has been done” and that “difficulty of ascertainment 
is no longer confused with right of recovery” (Straus v. Victor Talking Mch. Co. 
supra). ‘While the damages may not be determined by mere speculation or guess, 
it will be enough if the evidence show the extent of the damages as a matter of 
just and reasonable inference, although the result be only approximate.” Story 


1. Plaintiffs have paid about $300,000 in license fees for the period in suit. 
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Parchment Co. v. Paterson Co., 282 U. S.555. That relates to the damages flowing 
from the injury. 

None of the cases hold that those who have paid a monopolist a price for its 
product, may claim that the extent of their damage is the full amount paid. The 
amount of any overcharge may be recovered, but the purchaser should offer some 
evidence from which the trial court may reasonably approximate the overcharge. 
The fact that the thing sold is something intangible, a right instead of merchandise, 
does not alter the requirement of the antitrust laws that the plaintiff must show 
that he has been injured. The burden of proof is on plaintiff to show that part of 
his case by a fair preponderance of the evidence. When it comes to proving the 
extent of his damage the burden a plaintiff carries in an antitrust action is lighter ; 
all he need prove are the basic facts from which the court may reasonably approxi- 
mate the amount of the damages. A plaintiff does not satisfy that burden by offering 
no proof at all, except what he paid the violator. 


Injunctive Relief 


The conduct of Ascap in notifying the theatre exhibitors in August, 1947, that 
the rates for an Ascap license would be increased to such an extent that some theatres 
would be required to pay 15 times as much as the license fees under which they 
had been operating since 1934, is an indication of the power that Ascap has unlaw- 
fully acquired by its own arrangements with its members and by their arrangements 
with the motion picture producers. The threatened use of that power to demand 
unfair and exorbitant license fees furnishes sufficient grounds for the exercise by 
the court of its ordinary equitable powers to prevent any threatened injury to 
plaintiffs. The Clayton Act (15 U. S. C. § 26) “does not go farther than to give 
an injunction to private persons against threatened loss” (Mr. Justice Holmes in 
Fleitman v. Welsbach Co., 240 U.S. 27 at p. 29). To avail himself of § 26 a plaintiff 
must show threatened injury for which he is without adequate remedy and for which 
a court of equity is able to provide a remedy. (Dissenting opinion of Chief Justice 
Stone in Georgia v. Pennsylvania R. Co., 324 U. S. 439 at p. 475.) The Clayton 
Act “gives to private parties a right to relief by injunction in any court of the United 
States against threatened loss or damage by a violation of the antitrust laws, under 
the conditions and principles regulating the granting of such relief by courts of 
equity.” Duplex Co. v. Deering, 254 U. S. 443 at pp. 464-5. It has been held that 
prior to the passage of the Clayton Act in 1914, “a private party could not maintain 
a suit for injunction” under the Sherman Act. Duplex Co. v. Deering, 254 U. S. 
443, 465. 

In the case at bar Ascap and various groups or organizations of exhibitors in 
February, 1948, arrived at a new set of rates which represented an average increase 
of 25% to 30% over the 1934 rates. The August, 1947, demands were abandoned 
by Ascap. Plaintiffs have been offered the same type of contract (a long term 
contract) that other exhibitors accepted in February, 1948. Does this remove the 
need for injunctive relief? I have concluded that it does not. Plaintiffs are entitled 
to have this court exercise its equitable powers to prevent a recurrence of what 
happened in August, 1947, and to have their rights adjudicated and protected by a 
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decree of the court, because the unlawful arrangements between Ascap and its 
members, and between the members and the motion picture producers, is a con- 
tinuing one and is a clear violation of the antitrust laws. 


The Defense of “Unclean Hands” 


Defendants have pleaded as a special defense that a great number of the plain- 
tiffs are themselves a monopoly and therefore are barred from equitable relief on 
the doctrine of “unclean hands.” Brandt, who owns a majority interest in 53 
theatres, also buys films for 90 other theatres. The Supreme Court has condemned 
combinations of exhibitors and has pointed out the evil practices of such combina- 
tions and the unlawful advantages they have been able to obtain through their 
practice of group buying. United States v. Crescent Amusement Co., et al., 323 
U. S. 174; United States v. L. C. Griffith, et al. (decided by the Supreme Court 
May 3, 1948) ; Schine Chain Theatres, Inc., et al. v. United States (decided by the 
Supreme Court May 3, 1948). Brandt’s testimony indicates that he has obtained 
some of those advantages. But the alleged antitrust violations of a plaintiff in this 
case cannot properly be said to have an “immediate and necessary relation to the 
equity that he seeks in respect of the matter in litigation.” Equity applies the 
doctrine of unclean hands “only for such violation of conscience as in some measure 
affect the equitable relation between the parties in respect of something brought 
before the court for adjudication.” Keystone Co. v. Excavator Co., 290 U. S. 240 
at p. 245. The methods employed by plaintiff exhibitors, who negotiated for the 
films with the distributors, are only remotely related to the issue in this litigation, 
which concerns the defendants’ practices in licensing the exhibitors to perform 
publicly for profit the music that is synchronized on the film. The special defense 
of “unclean hands” is therefore dismissed. 


Attorneys’ Fees 


I have concluded that plaintiffs have not shown any injury from defendants’ 
violations of the antitrust laws and that, even if we presume injury, plaintiffs have 
not proved anything from which the court could approximate the damages. It 
follows that plaintiffs are not entitled to a money judgment and therefor cannot 
be awarded “a reasonable attorney’s fee” under 15 U.S.C. § 15. “The court cannot 
properly award it except as an incident to the successful prosecution of a law action 
for recovery of damages based on a violation of the antitrust laws.” Allen Bradley 
Co. v. Local No. 3, 51 F. Supp. 36 at p. 40. In Decorative Stone Co. v. Building 
Trades Council, 23 F. 2d 426, it was held that “the allowance of an attorney’s fee 
.... 4s incidental to the statutory right to damages, and was properly denied in the 
equity proceedings,” brought under 15 U. S. C. § 26. Even though plaintiffs have 
made out a case for equitable relief under 15 U. S. C. § 26 they may not recover 
“a reasonable attorney’s fee” because they have failed to establish their claim for 
damages under 15 U. S. C. § 15. 

Plaintiffs’ claims for money damages and for a reasonable attorney’s fee under 
§ 15 are denied. Plaintiffs’ claims for injunctive relief under § 26 are granted to 
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the extent indicated in the Court’s Conclusions of Law.’ Settle a judgment and 
decree accordingly. 


RICHARDSON v. NORCROSS, Et AL. 
No. 36291—U. S. D. C. W. D. C.—June 21, 1948 


TRADE-MArKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Susie Cucumber,” used as pseudonym and signature on letters, held not confusingly 
similar to “Susie-Q,” used on greeting cards, under 1905 Act. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL. 
Use of plaintiff’s pseudoym as signature on letters held not a trade-mark use. 
TrADE-MArRKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The words “Susie Cucumber,” being used as the title of a book and a series of letters, 
held descriptive and not registrable under 1905 Act. 


Suit under R. S. 4915 by Cynthia B. Richardson against Norcross and Lawrence 
C. Kingsland, Commissioner of Patents, to compel issuance of trade-mark registra- 
tion. Complaint dismissed. 


Garvey & O’Connell, Washington, D. C., for plaintiff. 

W. Hastings Swenarton, New York, N. Y. (Philip V. W. Peck, Washington, D. C., 
of counsel), for defendant Norcross. 

Walter Derenberg, Washington, D. C., for defendant Commissioner of Patents. 


MaculIrg, A. J.: 


I cannot conclude that the alleged mark “Susie Cucumber” is confusingly similar 
to the co-defendant’s registered trade-mark “‘Susie-Q,” as one is for letters and the 
other s for greeting cards which are purchased over the counter while the letters 


have to be ordered. 

However, the plaintiff’s suit must be dismissed for the reason that “Susie Cu- 
cumber” is incapable as a registration for a trade-mark since it is used as plaintiff's 
pseudonym and signature and not as a true trade-mark. This case is disposed of 
it seems to me by Jn re Page Co., 47 App. D. C. 195. 


2. “XXVII. Plaintiffs are entitled to injunctive relief under Title 15 U. S. C. Section 26, 
as follows: 

(a) Directing Ascap to divest itself with all reasonable speed of all rights of public perform- 
ance for profit through the exhibition of motion picture films, of musical compositions which 
have been synchronized with motion picture films, and to assign said performance rights to the 
owners of the copyright of said musical composition ; 

(b) Restraining Ascap from obtaining the right of public performance of any musical com- 
position synchronized with motion picture films when such musical composition is performed 
publicly for profit in conjunction with the exhibition of such motion’ picture films ; 

(c) Restraining Ascap’s members from refusing to grant to motion picture producers the 
right to publicly perform for profit through the exhibition of motion picture film, all musical 
compositions which they allow motion picture producers to synchronize with motion picture 
film ; 

(d) Restraining Ascap’s members from licensing, except to motion picture producers, the 
right of public performance for profit through the exhibition of motion picture films, of musical 
compositions synchronized with motion picture films; 

(e) Restraining Ascap and its members from conspiring with motion picture producers 
for the purpose of including a clause in contracts issued by producers to exhibitors directly or 
indirectly requiring exhibitors to obtain a license from Ascap as a condition to the exhibition 
of the licensed pictures.” 
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The word Susie Cucumber being the title of a book and a series of letters is 
descriptive and as a consequence unregistrable. 
Counsel will prepare papers. 


PANHELLENIC HOUSE v. SAVIO 
S. Ct. N. Y. County—July 22, 1948 


TrADE-NAMES—PusLic HousEs—GENERAL 
The name of a hotel held inseparably associated with the hotel premises, in the absence 
of express agreement or a course of conduct from which the contrary may be implied. 
TRADE-NAMES—LICENSES—PARTICULAR INSTANCES 
Defendant’s use of “Panhellenic Pharmacy,” while plaintiff's hotel was known as “The 
Panhellenic,” and use of “Beekman Towers Pharmacy,” when the name of plaintiff's hotel 
was changed to “Beekman Tower,” all while defendant’s store was located in plaintiff's 
hotel, held to have been with plaintiff’s permission and in the nature of a license which was 
revoked with the removal of defendant’s store from the hotel building. 
TRADE-NAMES—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR INSTANCES 
Preliminary injunction granted restraining defendant’s use of name of plaintiff's hotel 
in connection with defendant’s pharmacy after removal of defendant’s business from hotel 
premises. 


Unfair competition suit to restrain use of trade-name. Plaintiff's motion for 
temporary injunction granted. 


NULL, J.: 


In the absence of any agreement to the contrary or a course of conduct which 
establishes that the parties intended otherwise, I am of the opinion that the use of the 
name of a hotel is inseparably associated with the hotel premises. Stogop Realty 
Co., Inc. v. Marie Antoinette Hotel Co., 217 App. Div. 555. The use by the de- 
fendant of the name “Panhellenic Pharmacy” while the plaintiff’s hotel was known 
as “The Panhellenic” ; the change to “Beekman Towers Pharmacy” when the hotel 
name was changed to “Beekman Tower,” all while the defendant’s place of business 
was located in the plaintiff’s hotel, indicates that such use was with the permission 
of the plaintiff. It must be regarded in the nature of a license granted by the plaintiff 
for the use of its name during the continuance of the defendant’s occupancy of the 
store in the hotel building. With the removal of the defendant’s place of business, 
that license was revoked. Laurer Brewing Co. v. Ehresman, 127 App. Div. 486; 
Wellman v. Holzer, 56 N. Y. Supp. 2d 299 [35 T.-M. R. 238], aff’d 271 App. Div. 
775; Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, aff'd 237 App. Div. 
801, and 262 N. Y. 482. The motion for a temporary injunction is granted. On 
the settlement of the order the court will entertain suggestions as to the amount of 
the bond. Settle order. 
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L. M. RABINOWITZ & CO., INC. v. DASHER, Et AL. 
S. Ct. N. Y. County—July 19, 1948 


CoNTRACTS—RESTRICTIVE COVENANTS—GENERAL 

Absolute duty of employee, during employment and thereafter, to hold sacred any trade 
secrets acquired in course of employment, held implied in every contract of employment. 

Fact that such express agreement was made emphasizes trust which defendant assumed 
and demonstrates that parties understood value plaintiff attached to secrecy. 

Employee held entitled to take with him, to new employment, general knowledge and 
greater experience and skill gained in past employment. 

UNFAIR COMPETITION—RELIEF AGAINST DISCLOSURE OF TRADE SECRETS—ESSENTIAL ELEMENTS 
OF PrRooF 

To obtain relief, plaintiff must establish: (1) defendant’s machines are copies of plain- 
tiff’s; (2) the design and operation of plaintiff’s machines were secret; (3) defendant used 
or will use information acquired during course of employment by plaintiff. 

To subject one to liability for use of another’s trade secret, there is no requirement that 
it be used in exactly the same form as received. 

TRADE SECRETS—PROOF OF SECRECY—-GENERAL 

Plaintiff has burden of proving that its machines were secret. 

Fact that others, in confidential relationship, saw or were licensed to use machines, held 
immaterial. 

“Prior art” held admissible and relevant to issue of secrecy and confidence. 

UNFAIR COMPETITION—SCOPE OF RELIEF AGAINST DISCLOSURE OF TRADE SECRETS—PARTICULAR 
INSTANCES 

Plaintiff held entitled to injunction restraining defendants from making, completing, con- 
structing, transferring or using any machines or parts of machines which were copied from 
plaintiff's secret machines or parts thereof; but plaintiff held not entitled to have defendants’ 
machines surrendered to it. 

Plaintiff held not entitled to injunction against former employee’s engaging in competing 
business after expiration of term of restrictive covenant. 

CoNnTRACTS—RESTRICTIVE COVENANTS—PARTICULAR INSTANCES 

Employment contract prepared by employer’s attorney held to be construed most strictly 
against party who prepared it. . 

Acts of parties held to rebut any implied intent to renew contract each year following 
expiration of its expressed term. 

Equity courts may always look into reasonableness of restriction, before granting injunc- 
tion to enforce restrictive covenant; and equity does not look with favor upon covenants 
restricting a man from earning a livelihood for long period, except when necessary to 
protect trade secrets. 

Unrair CoMPEeTITION—DEFENSES—GENERAL 

While equitable relief may be denied because of plaintiff's “unclean hands,” in relation to 
subject matter of litigation, held that alleged violation of Clayton Act by plaintiff, even if 
it were established, would be legally insufficient as defense here. 


Unfair competition suit to restrain former employee from engaging in com- 
peting business and to enjoin use of trade secrets. Judgment for plaintiff in part 
and for defendants in part. 


CoRCORAN, J.: 


Plaintiff seeks an injunction to restrain all the defendants from constructing 
or using certain hook and eye tape machines, the secret design and operation of 
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which were confidentially disclosed to the defendant Dasher during his 18 years 
of employment by the plaintiff. The plaintiff also seeks to enjoin the defendant 
Dasher from engaging, directly or indirectly, in the business of manufacturing or 
selling hook and eye tape for a period of ten years from December 31, 1945, the 
date on which he left the plaintiff's employ. 

The complaint sets up two causes of action. The first is based upon the con- 
fidential relationship between plaintiff and Dasher by reason of which plaintiff 
claims to be entitled to protection against Dasher’s disclosing or using secrets con- 
cerning the plaintiff's machines that were confidentially disclosed to Dasher. The 
second cause of action sets up a written employment agreement between the plaintiff 
and the defendant Dasher pursuant to which it is claimed that the latter agreed not 
to disclose any secrets of the plaintiff’s business during his employment and for a 
period of ten years thereafter, and also agreed not to become engaged in the business 
of manufacturing or supervising the manufacture or sale of hook and eye tape for 
a period of ten years after his employment. 

Since 1917 the plaintiff has manufactured hook and eye tape. This tape con- 
sists of a narrow strip of reinforced fabric to which are attached, at measured inter- 
vals, metal hooks and eyes capable of being joined together so as to fasten garments 
to which the tape is attached. It is widely used as a fastener element on women’s 
undergarments. The hooks and eyes may be riveted or sewn to the tape. Con- 
cededly the sewn type of tape is a much better product than the riveted type. 

In the early days of the business of manufacturing hook and eye tape, the hooks 
and eyes were attached by hand. This was an extremely slow and costly process. 
Automatic machines which riveted the hooks and eyes to the tape were then put 
into operation. These, however, still did not provide a satisfactory method of 
manufacture. 

In 1924 the plaintiff acquired an invention for automatic machines which sewed 
the hooks and eyes to the tape. These machines were entirely automatic. They 
produced a better product than the automatic riveting machines. They made for 
great economy in manpower, time and expense of manufacture. These machines 
were never patented. 

Prior to his employment by the plaintiff, the defendant Dasher for a number 
of years had been devising and constructing hook and eye machines and machine 
parts. He was a skilled mechanic and had a thorough knowledge of the mechanisms 
of sewing machines. He had filed application for patents and obtained patents for 
various types of hook and eye machines. Some time in 1928 the plaintiff became 
interested in a hook and eye tape machine which Dasher had been developing. He 
invested $4,000 in the development of the machine but it was found to be unwork- 
able. Dasher entered the employ of plaintiff in October, 1928, and was put in direct 
charge of maintenance and operation of plaintiff’s machines from that time until 
he left the plaintiff's employ in the latter part of 1945. 

Dasher then became associated with the other defendants and constructed hook 
and eye tape machines to be used in competition with the plaintiff. It is these 
machines which the plaintiff alleges are copies of its machines. 

It is implied in every contract of employment that the employee will hold sacred 
any trade secrets or other confidential information which he acquires in the course 
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of his employment. Kaumagraph Co. v. Stampagraph Co., 235 N. Y. 1; Byrne v. 
Barrett, 268 N. Y. 199; Little v. Gallus, 4 App. Div. 569; Spieselman v. Rabinowitz, 
270 App. Div. 548; Fairchild Engine Aeroplane Corp. v. Cox, 50 N. Y. S. 2d 643. 
This is a duty that the employee assumes not only during his employment but after 
its termination. It is an absolute and not a relative duty. Byrne v. Barrett, supra. 

The plaintiff therefore need not rely upon any patent claim nor upon any provi- 
sion in the written contract of employment, for even if no such agreement were 
expressed it will be implied. The fact that such an express contract had been 
made, however, fortifies the plaintiff’s position that the parties understood the value 
which the plaintiff attached to secrecy and it emphasizes the trust which the de- 
fendant assumed in entering into this confidential relationship. 

The plaintiff, in order to obtain relief, must establish first, that the defendant’s 
machines are copies of the plaintiff’s machines ; second, that the design and operation 
on the plaintiff's machines were secret; and third, that Dasher used or will use 
information which he has acquired during the course of his employment by the 
plaintiff. Kaumagraph Co. v. Stampagraph Co., Inc., supra. 

The plaintiff has convincingly established that the defendants’ machines are 
essentially the same as the plaintiff's. The method of supplying power from one 
part of the combined machine to the other is identical. The rollers, the hopper and 
chutes, the gripping fingers, the zigzag method and other parts are substantially 
the same. But the trial was held in camera and it would serve no useful purpose 
to enumerate all the similar parts and functions. The court had the advantage of 
seeing both the plaintiff's and the defendants’ machines in actual operation and of 
examining and comparing their parts; and of hearing the witnesses, including the 
experts, explain and demonstrate the design and operation of the machines and 
their respective parts. It is true that there are some differences between the ma- 
chines, but these are in relatively unimportant details. Some of the differences, 
particularly in the case of the gripping fingers, seem to have been created with the 
design to cover up the similarity between the machines. It appears that the defendant 
Dasher attempted to achieve enough resemblances in the machines to compete with 
the plaintiff, and enough differences to hope to fool the court. The important fact 
is that the defendants’ machines as units are obviously the same in essential design 
and function as the plaintiff's. 

The Restatement of the Law of Torts, Section 757, page 9, in discussing the 
technique of copying with modifications, states: “Modification or improvement of 
the secret by the actor. To subject a person to liability, under the rule stated in 
this section, for the use of another’s trade secret, there is no requirement that he 
use it in exactly the form in which he received it. He may be liable even if he uses 
it with modifications or improvements upon it effected by his own efforts. Dif- 
ferences in detail do not preclude liability if, substantially, the process used by the 
actor is derived from the other’s secret in the manner stated in this section. The 
liability is avoided only when the contribution by the other’s secret is so slight that 
the actor’s process can be said to be derived from other sources; although even in 
such a case the actor is still subject to liability for harm caused by his disclosure or 
possession of the secret, under the rules stated in Sections 757-759.” 
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The defendants contend that the plaintiff's machines are not secret. They claim 
that the machines could be observed by numerous employees of the plaintiff and 
by visitors to its premises. They point to the fact that the plaintiff has itself licensed 
two other firms to use the machines. Finally, they rely on “prior art,” contending 
that an examination of the many patents and patent applications in this field demon- 
strates that all the parts of the plaintiff's machines have been covered in the “prior 
art” and are now in the public domain. 

Secrecy is a relative term. What is known to several persons may no longer 
be secret in the strictest sense. But we are concerned with its meaning in the legal 
and equitable sense. Was it secret in the sense that a disclosure by an employee 
would lessen its value? Was it secret in the sense that third parties would be willing 
to pay for a breach of trust in order to ascertain its nature? 

The burden is upon the plaintiff to prove that its machines were secret. That 
burden it has met. The bare circumstance that the parties regarded and treated 
the machines as secret may not establish the fact of secrecy. New Method Dye & 
Cut-Out Co. v. Milton Bradley Co., 289 Mass. 277, 194 N. E. 80, 82. It is a cir- 
cumstance, however, that may be considered with the other facts bearing upon this 
issue. Fairchild Engine & Airplane Corp. v. Cox, supra. 

The evidence leaves no room for doubt that Dasher knew that everything that 
the plaintiff did in connection with the use of these machines was regarded by the 
plaintiff as a secret. The injunction of secrecy placed on him by Rabinowitz, the 
plaintiff’s president ; the very contract of secrecy which Dasher signed at the begin- 
ning of his employment; the measures taken by the plaintiff to keep strangers out 
of the premises; and all other evidence in the case, conclusively establishes that. 
We do not believe Dasher’s testimony wherein he attempts to belittle the measures 
taken by the plaintiff to guard its secret. Nor do we believe the testimony of 
Silberman, who was concededly hostile and antagonistic to Rabinowitz, the plaintiff's 
president. Dasher’s appreciation of the secrecy is perhaps best illustrated by the 
care which he himself takes to let no one see the machines he has built in competition 
with the plaintiff. 

The fact that other employees observed the machines is of no moment. They, 
like Dasher, were in a confidential relationship to the plaintiff, and the sanctions of 
the law prevent their disclosure of the secrets to others. The two firms which the 
plaintiff has licensed to use these machines are under express contract to preserve the 
secret. As was said by the Supreme Court of the United States in Chicago Board 
of Trade v. Christie, 198 U. S. 236, 250: “The plaintiff has the right to keep the 
work which it has done, or paid for doing, to itself. The fact that others might do 
similar work, if they might, does not authorize them to steal the plaintiff’s. . . . The 
plaintiff does not lose its rights by communicating the result to persons, even if 
many, in confidential relations to itself, under a contract not to make it public, and 
strangers to the trust will be restrained from getting at the knowledge by inducing 
a breach of trust and using knowledge obtained by such a breach.” 

As to those people not under contract with the plaintiff who may have visited 
the plaintiff’s premises and seen the machines either idle or in operation, there is no 
proof that any of them was sufficiently interested to learn the details of construction 
and operation so as to reproduce the machines. 
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The court agrees with the defendants that evidence of “prior art” is admissible 
on the question of secrecy, and the plaintiff’s motion to strike out is denied. “Prior 
art” is not in and of itself a defense, since the plaintiff’s right to relief is not dependent 
upon patent. But evidence of prior patents and patent applications is relevant to the 
issue of secrecy and confidence. Kaumagraph v. Stampagraph, supra. 

The evidence of “prior art,” however, does not shake us from the finding that 
the plaintiff’s machines were secret. In the Kaumagraph case, the court declined to 
grant an injunction to the plaintiff because “Plaintiff’s method of producing transfer 
designs was in substance known and used in England for many years before the 
plaintiff organized its business.” It was there found as a fact that the fundamental 
processes were revealed by English patents and that knowledge thereof was brought 
to the plaintiff from the defendants. The instant case, on the other hand, is similar 
in its facts to Fairchild Engine & Airplane Corporation v. Cox, supra. There, as 
here, the field of “prior art” was not entirely virgin. But there, as here, no one else 
achieved the results the plaintiff achieved. To use the language of that case, 50 
N. Y. S. 2d at page 656: “From the mass of testimony the transcendant fact emerges 
that the plaintiff’s process succeeded where others failed. ... To retort that others 
might or could have done it, does not alter or weaken the fact that the plaintiffs 
did do it. The plaintiff’s process ‘clicked.’ ” 

The court will not speculate on whether Dasher or the other defendants might 
have waded through the “prior art” and perhaps might have acquired enough infor- 
mation to be able to construct imitations of plaintiff's machines. It is easy for the 
defendants’ experts to point to various parts of plaintiff’s machines which may now 
be in the public domain, and having seen and examined the plaintiff's machines, to 
state that they could have been constructed by a skilled mechanic who knew the 
“prior art.” The fact remains that until Dasher copied the plaintiff's machines, no 
one else had constructed one which was nearly as good as the plaintiff’s. 

The language of Kaumagraph Co. v. Stampagraph Co., 235 N. Y. 1, 7, supplies 
another answer to this contention: “As bearing on the question of equitable relief, 
however, the question before us is not whether defendants make use of some process 
not generally known to the public but peculiarly within the knowledge of plaintiff 
and themselves, but whether defendants’ knowledge of the process was obtained by 
them through and by means of the fact that Chadwick and Turner had been in 
plaintiff's employ. Employees may not gain knowledge of a secret and avail them- 
selves of it for their private advantage against their employer.” 

The defendants claim that Dasher did not acquire knowledge of the design and 
operation of these machines in the course of his employment. They contend that 
this knowledge was part of his general skill. They point to his experience in the 
field and to his own inventive efforts prior to his association with the plaintiff. 

It is true, as defendants argue, that Dasher was entitled to take with him to 
new employment the general knowledge and greater experience and skill gained in 
his old employment. As was said in Peerless Pattern Co. v. Pictorial Rev. Co., 
147 App. Div. 715, 717: “Equity has no power to compel a man who changes 
employers to wipe clean his memory.” 

It is equally true that Dasher was no novice. He possesses ability and skill in 
this field. He did not come into the plaintiff’s employ without knowledge of the 
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craft, as did the employee in Fairchild Engine & Airplane Corporation v. Cox, supra. 
Nice distinctions may be made as to how much Dasher knew as a result of gaining 
further knowledge, skill and experience since 1928 by devoting 18 more years of 
his life to his particular calling, and how much he knew as a result of having the 
plaintiff disclose to him, its trusted employee, the secrets of his business. These 
fundamental facts remain: Dasher, prior to his employment by the plaintiff, had 
never developed a machine substantially like those of the plaintiff ; the plaintiff placed 
implicit trust in Dasher, for Rabinowitz knew that Dasher was a man of skill in 
this field and that it would be simple for Dasher to copy the plaintiff's machines 
once their secret was revealed to him; Dasher did in fact copy these machines and 
the machines which he constructed were unlike any he had developed prior to his 
employment by the plaintiff. As was said by Mr. Justice Holmes in E. /. du Pone 
de Nemours Powder Co. v. Masland, 244 U. S. 100, 102: “Whether the plaintiff's 
have any valuable secret or not, the defendant knows the facts, whatever they are, 
through a special confidence that he accepted. The property may be denied, but 
the confidence cannot be. Therefore, the starting point for the present matter is 
not property or due process of law, but that the defendant stood in confidential 
relations with the plaintiffs, or one of them. These have given place to hostility, 
and the first thing to be made sure of is that the defendant shall not fraudulently 
abuse the trust reposed in him. It is the usual incident of confidential relations. If 
there is any disadvantage in the fact that he knew plaintiff’s secrets, he must take 
the burden with the good.” 

The court found as a fact that Dasher in constructing the defendants’ machines 
used secret information gained as a result of his employment with the plaintiff. The 
plaintiff is therefore entitled to an injunction against all the defendants restraining 
them from making, completing, constructing, transferring or using any machines 
or parts of machines which were copied from the plaintiff’s secret machines or 
parts thereof, or which were made from or through the use of patterns, plans, draw- 
ings or specifications of any of the plaintiff's machines or parts. Plaintiff is also 
seeking an injunction to restrain Dasher from engaging, directly or indirectly, in 
the hook and eye tape business for ten years from December 31, 1945, the date when 
he left the plaintiff’s employ. 

The written contract of employment between plaintiff and defendant Dasher is 
dated September 13, 1928. It provides that Dasher’s employment was to com- 
mence on October 1, 1928, and to terminate on September 30, 1929. There was 
never any written modification of this original contract, nor was there any written 
renewal of it. 

In one of the “Whereas” clauses there is a statement that Dasher has agreed 
not to engage in the hook and eye tape business for a period of ten years after his 
employment. In paragraph 4 there is the following provision: “The said party 
of the second part (Dasher) will not, during the said period, to wit, during the 
term of said employment and for ten (10) years thereafter, become, directly or 
indirectly, engaged in the business of manufacturing or selling or supervising the 
manufacture or sale of hook and eye tape.” 

In paragraph fifth of the contract, however, there appears the following: “.. . . it 
being the intent of the parties hereto that during the period of eleven (11) years 
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from October 1, 1928, the said party of the second part (Dasher) shall not engage, 
directly or indirectly, in the business of manufacturing or selling hook and eye tape.” 

The plaintiff contends that although the original written contract was for but 
one year, it was renewed by implication each ensuing year on the same terms and 
conditions by reason of Dasher’s continuing to work for the plaintiff. The plaintiff 
argues that the provisions of the original contract were therefore still in force in 
December, 1945, when Dasher left the plaintiff’s employ, and that Dasher cannot 
for ten years from that time engage directly or indirectly in the hook and eye tape 
business. 

The contract was prepared by the plaintiff’s lawyers. The defendant Dasher 
had no legal advice. The contract is to be most strictly construed against the party 
who prepared it, and this is especially so “where the words are chosen by the master 
under legal advice and accepted by the servant without the aid of like instruction.” 
Moran v. Standard Oil Co., 211 N. Y. 187, 196. 

Paragraph fifth of the contract expressly states that it is the intent of the parties 
that the restrictive covenant shall be in effect for eleven years from October 1, 1928. 
We will give effect to that expressed intention by holding that the restriction ended 
eleven years after October 1, 1928, and is no longer in force. In the language of 
the Court of Appeals in Strauss v. Ernstein, 232 N. Y. 187, 195: “It may perhaps 
be said that the interpretation which we have placed upon the contract of the parties 
is not beyond doubt. It seems to us to be the more reasonable one and if there be 
ambiguities in the contract they are to be resolved against the defendants, who 
undertook to embody in writing the agreement which the parties had made.” 

Nor are we impressed by the plaintiff’s claim that this contract, regardless of 
its meaning, was renewed each year by implication. The acts of the parties rebut 
any such implied intent. Dasher’s salary was reduced at one time. On other occa- 
sions his salary was increased. At one time he left the plaintiff’s employ for a short 
period and then returned. When he finally did leave in December, 1945, neither 
party acted as if he were breaching any contract of employment. The evidence 
establishes that after the first year of employment the parties considered their rela- 
tionship as an employment at will. 

Finally, it should be pointed out that equity does not look with favor upon cov- 
enants restricting a man from earning his livelihood for a long period of time, except 
when necessary to protect trade secrets. Kaumagraph Co. v. Stampagraph Co., 
197 App. Div. 66, aff'd 235 N. Y. 1. A court of equity may always look into the 
reasonableness of the restriction before granting injunctive relief. 

Dasher has spent the last twenty years of his life in the hook and eye tape busi- 
ness. For many years prior to that he was either in the hook and eye business or 
in the somewhat related business of sewing machines. For this court to enjoin him 
for the next eight years from engaging, directly or indirectly, in the only field for 
which he is particularly fitted, would be a decree so unjust and oppressive as to 
mock the name “Court of Equity.” “Such a restraint savors of servitude unrelieved 
by an obligation of support on the part of the master.” Taylor Iron and Steel Co. 
v. Nichols, 73 N. J. Eq. 684. 

The defendants have set up two affirmative defenses. 
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The first is that the plaintiff is operating under an agreement of monopoly in 
the field of hook and eye tape manufacture in violation of the provisions of the 
Clayton Act. While under the doctrine of “unclean hands” relief may be denied 
in equity because of a plaintiff’s own inequitable conduct, that conduct must relate 
in some way to the subject matter in litigation or to the relations between the parties 
in suit. “A court of equity is not an avenger of wrongs committed at large by 
those who resort to it for relief.” Pomeroy on Equity Jurisprudence, 5th ed., Sec. 
399. We need not dispose of this defense solely on the ground that it is legally 
insufficient, however, because the evidence falls far short of sustaining the defend- 
ants’ contentions in this regard. So far as this case is concerned the court finds as 
a fact that the plaintiff did not violate the Clayton Act. 

The second affirmative defense of the statute of frauds lacks validity and is 
dismissed. 

Defendants’ motions to dismiss the complaint are denied. The motions of both 
parties for judgment are disposed of as follows: The plaintiff is entitled, under the 
first demand in the complaint, to an injunction restraining all the defendants from 
using or transferring the hook and eye tape machines now in their possession and 
from hereafter constructing, transferring or using any machines or parts which are 
copied from the plaintiff’s machines or parts. The plaintiff is not entitled to have 
the defendants’ machines surrendered to it as set forth in the second demand in 
the complaint. The plaintiff is not entitled to an injunction against the defendant 
Dasher from engaging, directly or indirectly, in the hook and eye tape business as 
set forth in the third demand in the complaint. 

Findings of fact and conclusions of law having been waived settle judgment in 
accordance with the foregoing opinion. 


THE GRAND UNION COMPANY v. RICKENBACK 
Commissioner of Patents—July 2, 1948 


TraApE-MarKsS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Canned and bottled apple juice held goods of the same descriptive properties as grocery 
products including canned fruits and vegetables, canned grapefruit juice, pineapple juice 
and tomato juice. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Other decisions are not controlling as to when one of two words making up a mark 
may or may not be used in another mark without likelihood of confusion. 
Any doubts as to likelihood of confusion should be resolved against the newcomer. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Eastern Union” held confusingly similar to “Grand Union,” used on similar goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Grand Union Company against Bernard Ricken- 
back. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Stowell & Evans, Washington, D. C., for opposer. 
M.S. Meem, Washington, D. C., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
opposition to registration of a mark comprising the notation “Eastern Union” as 
a trade-mark for “canned and bottled apple juice for food purposes” under the 
Trade-Mark Act of 1905. 

The statutory grounds of opposition are the confusion in trade clause of Section 
5 of the Trade-Mark Act of 1905 and similarity to opposer’s corporate name. 

Opposer has alleged use of “Grand Union” as a trade-mark for a large number 
of grocery products, of which the Examiner of Interferences referred to “canned 
fruits and vegetables, canned grapefruit juice and pineapple juice and canned tomato 
juice.” No question is raised as to opposer’s ownership of such mark for these 
and other products, nor as to its priority of use of the mark thereon. Ownership 
of certain specified registrations of the mark for such products under the Act of 
1905 is also conceded. The parties have stipulated that the only questions for 
determination are whether or not the goods of the parties possess the same descrip- 
tive properties and whether or not applicant’s mark is confusingly similar to opposer’s 
mark and name. While applicant contends on this appeal that the goods of the 
parties do not possess the same descriptive properties, under numerous decided 
cases the Examiner’s holding against such contention must be sustained. Cheek- 
Neal Coffee Co. v. Hal Dick Manufacturing Co., 17 C. C. P. A. 1103, 40 F. 2d 106 
[20 T.-M. R. 274]; W. B. Roddenbery Co. v. Rose Kalich, 34 C. C. P. A. 745, 158 
F. 2d 289 [37 T.-M. R. 73]. As to the similarity of the marks the Examiner 
has stated: 


When the here involved marks are considered in their entireties, as they manifestly 
must be, it is believed that the resemblances therebetween rather than the differences pre- 
dominate to the extent that confusion in trade would be reasonably likely when applied 
concurrently to the goods of the parties. 


In support of this conclusion a number of cases involving confusion between marks 
which consist of two words, one of which words is common to both, have been cited 
by the opposer and referred to by the Examiner. Among these are: J. S. [vins’ 
Son, Inc. v. United Biscuit Company of America, 34 C. C. P. A. 739, 158 F. 2d 
397 [37 T.-M. R. 67]; Ross Packing Co. v. Pacific Olive Co., 74 U. S. P. Q. 68, 
600 O. G. 679; C. B. Shane Corporation v. Henri Bendel, Inc., 59 U. S. P. Q. 308, 
557 O. G. 592; Ex parte Hockwald Chemical Company, 71 U. S. P. Q. 37, 591 
O. G. 669; D. J. Bielzoff Products Company v. White Horse Distillers, Ltd., 27 
C. C. P. A. 722, 107 F. 2d 583 [29 T.-M. Rep. 646] ; Gilmore Oil Company, Ltd. 
v. Wolverine-Empire Refining Co., 21 C. C. P. A. 943, 69 F. 2d 532 [24 T.-M. 
R. 122]. 

Other decisions are not controlling in a matter of this type and even a slight 
difference is sufficient to distinguish therefrom. While there is some doubt as to 
the exact application of these cases to the marks here involved and while it is 
difficult or impossible to provide a general rule as to when one of two words making 
up such a mark may or may not be used in another mark, without giving rise to 
likelihood of confusion, it is believed that the Examiner’s action in following these 
cases was proper on the record here presented. This appears a case in which any 
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doubt should be resolved against the newcomer. Celanese Corporation of America 
v. E. I. du Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. 
R. 130, 133] ; The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 
F. 2d 915 [28 T.-M. R. 87]; United Battery Manufacturing Co. v. United Metal 
Box Co., 24 C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. R. 468]. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


STANDARD LABORATORIES, INC. v. FRIEDLAND (B-B HEADACHE 
POWDER CO., ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—July 2, 1948 


OpposITIONS—EVIDENCE—GENERAL 

Certified copies of Patent Office records of registration and of assignments held adequate 
proof of ownership of registration. 

Where labels submitted with application for registration differ materially from those 
which the Notice of Opposition alleges are now used by opposer, but the trade-mark is 
identical on both labels and is the mark set out in the registration relied upon, held that ap- 
plicant’s evidence in no way controverts opposer’s prior use and ownership of the trade- 
mark. 

TRADE-MARKS—PLEADING AND PRACTICE—DESCRIPTION OF Goons 

Fact that legal standards for description of medicinal products have improved since 
opposer’s application was filed and fact that Patent Office probably would not today accept 
description of medicinal product as “remedy for the alleviation and cure of blood diseases,” 
held not to constitute abandonment of opposer’s mark for the goods originally included nor 
to affect opposer’s trade-mark rights. 

OpposITIONS—PrRooF oF UsE—EFFECT OF REGISTRATION 

Registration held prima facie proof of ownership of the mark and must be presumed. 

Registration is prima facie proof of ownership only as to the goods covered by the regis- 
tration and others which are obviously similar thereto. 

OPpPposITIONS—PLEADING AND PRACTICE—BURDEN OF PROOF 
Burden of proof is upon opposer to establish similarity of the goods. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Preparation for the relief of simple headache, neuralgia, head colds, minor muscular pains 
and as a sedative in simple nervousness, held goods of the same descriptive properties as 
“remedy for the alleviation and cure of blood diseases,” particularly drug preparations 
recommended for building up iron, red blood corpuscles, copper and other metals in the 
blood, frequently sold in connection with vitamins and similar preparations. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“B-B,” pictured in a diamond, held confusingly similar to “B.B.B.,” used on similar goods, 

under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Standard Laboratories, Inc., against I. J. Friedland 
(B-B Headache Powder Co., assignee, substituted). Applicant appeals from deci- 
sion sustaining notice of opposition. Affirmed. 

John M. Leach, New York, N. Y., for opposer. 
Kimmel & Corwell, Washington, D. C., for applicant. 


DaANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
opposition to application for registration of a mark comprising the letters “B-B” 
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pictured in a diamond as a trade-mark for a “preparation for the relief of simple 
headache, neuralgia, head colds, minor muscular pains, and as a sedative in simple 
nervousness,” under the Trade-Mark Act of 1905. The statutory ground of oppo- 
sition is the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905. 
Opposer relies upon its ownership and prior use of the trade-mark “B.B.B.” applied 
to certain medicinal preparations. As evidence of ownership and use of the mark it 
has taken no testimony but has submitted registration thereof, No. 62,680, regis- 
tered May 21, 1907 (renewed) by a predecessor of opposer under the Trade-Mark 
Act of 1905, for “a remedy for the alleviation and cure of blood diseases.” 

On this appeal applicant contends that opposer has failed to prove ownership 
or use of its mark, and that there is no basis for holding the goods here involved to 
be of the same descriptive properties. It also questions the confusing similarity of 
the marks. 

As to ownership of the registration, opposer has submitted certified copies of 
the Patent Office records of the original registration and of various assignments. 
These must be considered adequate to prove ownership of the registration and such 
registration is prima facie proof of ownership of the mark and use must be pre- 
sumed. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 
1244, 90 F. 2d 257 [27 T.-M. R. 462], Rosengart v. Ostrex Co., 30 C.C. P. A. 1046, 
136 F. 2d 249 [33 T.-M. R. 284]. Applicant’s argument as to the failure of proof 
of use is, however, primarily based upon opposer’s failure to show use of the label 
as filed with the application, rather than on failure of proof of title to such registra- 
tion. The labels submitted with the application for registration differ materially from 
those which the notice of opposition alleges are now used by opposer. As pointed 
out by the Examiner of Interferences, however, opposer is not relying upon the 
form or specific content of any particular label, but upon prior use and ownership 
of the trade-mark. This trade-mark is identical in both labels and is the trade- 
mark set out in the registration relied upon. As already stated this registration is 
prima facie proof of use of such mark and applicant’s evidence in no way con- 
troverts this. 

Applicant further contends that opposer has failed to show that the goods have 
the same descriptive properties, and that there is no basis for a finding of similarity. 
In support of this it is argued that the words “a remedy for the alleviation and 
cure of blood diseases” appearing in the registration relied upon by opposer are so 
indefinite that they do not identify opposer’s product and that it cannot be deter- 
mined what product is claimed to be covered thereby. It is further pointed out by 
applicant that the specimens submitted with the notice of opposition and those 
originally filed to obtain registration differ in their description of the remedy and 
its properties. Applicant has also taken testimony of a pharmacist to indicate that 
there is no known remedy which meets the specific description of goods. From 
these facts it is argued that opposer has abandoned its mark for the goods originally 
included and is not entitled to rely upon the original registration, and that it cannot 
be determined that opposer’s mark covers goods similar to those of applicant. 

It is probably true that the Patent Office would not today accept as a description 
of a medicinal product the words “a remedy for the alleviation and cure of blood 
diseases,” and it may be assumed that under present law no one would be permitted 
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to sell a product labeled as “a medicinal blood balm” for all blood diseases, which 
is in effect the description used on the labels filed with the application for registra- 
tion. It does not however appear that the original registrant failed to indicate the 
nature of the products in accordance with the standards then existing in the drug 
trade, nor that such alleged medicinal preparations might not have been properly 
sold under such a description at that time. The fact that legal standards for descrip- 
tion of medicinal products and for claims as to their medicinal properties and cura- 
tive value have improved during the intervening years, and that opposer and its 
predecessor have presumably complied therewith should not affect opposer’s trade- 
mark rights. 

The burden is of course upon opposer to establish similarity of the goods. Its 
registration is prima facie proof of ownership only as to the goods covered by the 
registration, and others which are obviously similar thereto. Standard Laboratories, 
Inc. v. The Procter & Gamble Company (C. C. P. A.), 77 U. S. P. Q. 617; Lehn 
& Fink Products Corp. v. Barrett Products Co., Inc., 519 O. G. 1055, 47 U.S. P. Q. 
82 [30 T.-M. R. 676]; E. J. du Pont de Nemours & Company v. Webster-Walsh 
Company, 527 O. G. 854, 49 U. S. P. Q. 618 [31 T.-M. R. 344]. The description 
appearing in opposer’s registration is believed to indicate the general character of 
the preparation and to include goods of the general character of those now appearing 
on the labels submitted with the notice of opposition which are questioned by the 
applicant. The pharmacist produced by applicant as an expert witness as to the 
nature of the goods testified that no medicinal preparations are sold as a “remedy 
for the alleviation and cure of blood diseases,” and that if asked for a medicinal 
preparation under that name he would insist that there was no such preparation 
for sale. On the other hand, he testified that drugs and drug preparations are sold 
and recommended for building up iron, red blood corpuscles, copper and other 
metals in the blood, and are frequently sold in connection with the sale of vitamins 
and similar preparations. This would appear to be the general nature of opposer’s 
goods, and I must agree with the Examiner of Interferences that the description 
of the goods appearing in the original registration adequately identifies such a 
product. On this basis there can be no question that the goods of the respective 
parties have the same descriptive properties. Campbell Products, Inc. v. John 
Wyeth & Brother, Inc., 31 C. C. P. A. 1217, 143 F. 2d 977 [34 T.-M. R. 248]; 
Lehn & Fink Products Corp. v. Barrett Products Co., Inc., supra; E. I. du Pont 
de Nemours & Company v. Webster-Walsh Company, supra; Sharp & Dohme, 
Inc. v. Abbott Laboratories, 571 O. G. 519, 64 U. S. P. Q. 247. 

While opposer apparently questions the similarity of the marks, comparison of 
the marks indicates their obvious similarity, and it is not believed that this is seriously 
questioned by applicant. In view of the similarity of the marks the Examiner of 
Interferences was clearly correct in finding that likelihood of confusion would 
result from the concurrent use of the marks of the parties upon the goods involved. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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KENSINGTON STEEL COMPANY v. ALLOY RODS COMPANY 
Commissioner of Patents—July 7, 1948 


OpposITIONS—Proor oF UsE—EFFECT OF REGISTRATION 

Onpposer is entitled to rely upon his prior registration under 1905 Act as prima facie 
evidence of ownership and use of the mark for all of the products specified in the registra- 
tion. 

Effect of such prima facie showing held not limited to the precise goods specified; 
reasonable inferences as to their type, character and uses may be drawn in determining 
similarity to other products to the extent that they are common knowledge or that reliable 
information is available; caution must be exercised in drawing inferences from known or 
proven facts. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Electrodes for arc welding stainless and alloy steels held goods of the same descriptive 
properties as manganese and steel and rough and partly finished manganese and steel castings. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Arcaloy” held confusingly similar to “Oroloy,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Kensington Steel Company against Alloy Rods Com- 
pany. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Emory L. Groff, Washington, D. C., and McKnight & Comstock, Chicago, IIL, 
for opposer. 
Henry H. Snelling, Washington, D. C., for applicant. 


DANIELS, A. C.: 


The Examiner of Trade-Mark Interferences has sustained this opposition to an 
application to register the word “Arcaloy” as a trade-mark under the Act of Feb- 
ruary 20, 1905, for “electrodes for arc welding stainless and alloy steels.” Appli- 
cant appeals. 

In the notice of opposition, based on the confusion in trade clause of Section 5 
of the Act of 1905, opposer relies upon prior use and ownership of the trade-mark 
“Oroloy,” for “manganese and steel and rough and partly finished manganese and 
steel castings.” In support of such allegation of its ownership and use, opposer 
introduced its registration of this word under the Trade-Mark Act of 1905 for the 
products stated above, registered prior to the filing date of the application opposed. 
Neither party has introduced any additional evidence. There is therefore no ques- 
tion as to priority involved on this appeal, the only question for determination being 
whether or not the marks and the goods of the respective parties are confusingly 
similar within the meaning of the act. 

The Examiner of Interferences has found that the goods of both parties are 
metal products which do not differ materially in composition ; that while the elec- 
trodes may be said to be articles of manufacture in the sense that they are for a 
specific use (welding), that when so used these electrodes become converted into 
a molten state and merged with the material in connection with which used,, includ- 
ing products of the character sold by opposer ; that the products of the parties come 
into direct association by the same class of users; and that being so closely related 
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in character and use belong to the same class of merchandise within the meaning 
of the statute. Applicant contends that there is no support in the record for the 
foregoing findings, and argues that the products do not come into direct association, 
are not employed by the same class of users, and are not closely related in character 
or use. In discussing this both parties make numerous statements as to the con- 
tents, character, sales methods, size, and class of customers of the respective products. 
None of these are a matter of record. Opposer is entitled to rely upon his prior 
registration under the Act of 1905, as prima facte evidence of its ownership and 
use of the mark disclosed, for all of the products specified in the registration. Ely & 
Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 
257 [27 T.-M. R. 462] ; Rosengart v. Ostrex Co., 30 C. C. P. A. 1046, 136 F. 2d 
249 [33 T.-M. R. 284]; In re Keller, Heumann & Thompson Co., 23 C. C. P. A. 
837, 81 F. 2d 399; Lehn & Fink Products Corp. v. Barrett Products Co., Inc., 
519 O. G. 1055, 47 U. S. P. Q. 82. Nor is the effect of such prima facie showing 
limited to the precise goods specified, but reasonable inferences as to their type, 
character and uses may be drawn in determining their similarity or lack of similarity 
to other products to the extent that they are common knowledge or that reliable 
information is available. As stated by the United States Court of Customs and 
Patent Appeals in Lever Brothers Co. v. Butler Manufacturing Co., 24 C. C. P. A. 
1000, 88 F. 2d 842 [27 T.-M. R. 227]: 


In applying the law to proven facts, the Patent Office and the courts are fully justified, 
and especially so in this kind of case, in taking into consideration all matters within the 
common knowledge, and also to presume the existence of certain facts, even though con- 
trolling, from other clearly proven facts. (See also Lever Brothers Co. v. Butler Manu- 
facturing Company, 27 C. C. P. A. 1215, 111 F. 2d 910.) 


On this basis I agree with the findings of the Examiner of Interferences as outlined 
above as to the general nature of the products, the conversion of the electrodes to 
a molten state and their merger with the material with which they are used, and 
that they are used in connection with products of the general character of opposer’s 
castings. That the products of the parties come into direct association through use 
by the same class of users does not necessarily follow, and it would be improper to 
speculate on the actual composition or characteristics of the goods or to attempt any 
specific comparison of the material of which they are composed. As stated by the 
United States Court of Customs and Patent Appeals in Standard Laboratories, Inc. 
v. The Procter & Gamble Company, 167 F. 2d 1022, 77 U.S. P. Q. 617, 618: 


In the absence of any evidence introduced by appellant except the registration upon 
which it relies, nothing can be determined as to the actual chemical properties of its 
goods. . 


As stated in Lever Brothers Co. v. Butler Manufacturing Co., supra, caution 
must be exercised in drawing inferences from known or proven facts. However, the 
nature of the goods specified in the registration and the application here involved 
is such that there appears to be an inherent relationship in their character sufficient 
to support the conclusion reached by the Examiner of Trade-Mark Interferences 
that they are goods of the same descriptive properties. This finding does not take 
into consideration the facts stated by opposer as to size, precise composition or 
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methods of sale of the goods of either party, but merely considers the general nature 
of such castings and electrodes. 

I further agree with the conclusion of the Examiner of Interferences as to the 
similarity of the marks involved. Republic Steel Corp. v. Utility Trailer Mfg. Co., 
74 U.S. P. Q. 72, 601 O. G. 531; Carboloy Company, Inc. v. General Aircraft 
Equipment, Inc., 73 U. S. P. Q. 447, 600 O. G. 674. 

The decision of the Examiner of Interferences is affirmed. 





R. H. MACY & CO., INC. v. WILMINGTON HOSIERY MILLS, INC. 
Commissioner of Patents—July 13, 1948 


TRADE-MARKS—SUSPENSION OF USE oF MARK—GENERAL 

Suspension of sales under mark, which had been used for 34 years, caused by war-time 
shortages of both material and facilities, held not to constitute abandonment per se. 

Fact that use of the mark had not been resumed by July 1946, held not to indicate intent 
to abandon nor to constitute unreasonable delay or failure to resume use of the mark, since 
war-time shortages continued in many lines as of that date and reconversion was not then 
generally complete. 

TRADE-M ARKS—CONFUSING SIMILARITY—-GENERAL 

In determining question of confusing similarity, held that conspicuous parts of mark 

may not be ignored whether they are arbitrary, suggestive or descriptive. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Tronyon” held confusingly similar to “Irontex,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by R. H. Macy & Co., Inc., against Wilmington Hosiery 
Mills, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Thomas L. Mead, Jr., Nelson J. Jewett, and James Atkins, of Washington, D. C., 
for opposer. 
Connolly & Hutz, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal by applicant from the decision of the Examiner of Interferences 
sustaining the notice of opposition to an application to register the word “Ironyon” 
under the Trade-Mark Act of February 20, 1905, as a trade-mark for “hosiery,” 
and dismissing applicant’s counterclaim for cancellation of opposer’s trade-mark 
registrations hereinafter referred to. 

The notice of opposition, based upon the confusion in trade clause of Section 5 
of the Trade-Mark Act of 1905, alleges prior use and ownership of the trade-marks, 
“Trontex” for “hosiery,” and “Iron Clad” for “shoes,” and sets up ownership of 


” 


registrations No. 70,185, registered August 11, 1908, and renewed, and No. 172,030, 
registered August 21, 1923, and renewed, under the Act of 1905, respectively, for 
the products stated. No question is raised as to opposer’s ownership of these 
registrations. 

The counterclaim requesting cancellation of the above registrations of opposer, 
because of prior use of the marks by others, is not pressed upon this appeal, and 
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will not be considered except to state that I agree with the conclusions reached by 
the Examiner of Interferences concerning this phase of the proceeding. 

The Examiner of Interferences stated that it was unnecessary to consider 
opposer’s claims with respect to the trade-mark No. 172,030, “Iron Clad” for 
“shoes,” since the “Irontex” mark No. 70,185 was the more pertinent. Both of the 
parties appear to agree with this conclusion. As stated by applicant in its brief, 
“there are thus left for discussion only the issues of nonuse and abandonment of 
‘Irontex’ and of confusing similarity between that mark and ‘Ironyon.’” With 
respect to the claim of abandonment, it was established that opposer had used the 
mark involved from 1908 to 1942, when because of war conditions and the fact 
that its supplier’s facilities were converted to war work, it was unable to continue 
to obtain the hosiery theretofore sold under this mark. Suspension of sales under 
the mark for this reason in view of the situation caused by wartime shortages of 
both material and facilities does not per se constitute abandonment. Kelly Liquor 
Co. v. National Brokerage Co., Inc., 26 C. C. P. A. 1110, 102 F. 2d 857. Nor 
does the fact that it had not been resumed at the time of taking testimony herein 
in July, 1946, indicate an intent to abandon, or constitute an unreasonable delay or 
failure to resume use of the mark, since as of that date wartime shortages in many 
lines continued and reconversion was not generally complete. Kelly Liquor Co. v. 
National Brokerage Co., Inc., supra. 

Applicant’s application was filed in May of 1945, while the war was still in 
progress, and I therefore agree with the Examiner of Interferences that under the 
circumstances stated opposer was then the owner of the mark “Jrontex”’ for hosiery 
and that no abandonment is established by this record. 

To support its contention that the marks are not confusingly similar within 
the meaning of the act applicant maintains that the Examiner of Interferences 
“gave undue weight to the identity of the common prefix ‘Iron,’ and failed to give 
sufficient weight to the utter lack of resemblance between the respective suffixes 
‘Tex’ and ‘Yon.’” It is argued that the prefix “Iron” common to the marks is 
highly suggestive if not descriptive of the character or quality of the goods and 
lacks distinctiveness because of its use as part of marks of others for articles of 
wearing apparel. “Iron” is undoubtedly suggestive of hard-wearing characteristics 
as applied to the products such as those involved. However, it forms a conspicuous 
part of the mark and whether arbitrary, suggestive, or descriptive, cannot be ignored 
in comparison of the marks here involved. Both parties have cited numerous cases 
in support of their respective claims of similarity or nonsimilarity which need not 
be reviewed in detail. Selecting those cited which are considered more pertinent, 
these marks appear to me more similar to those involved in Marshall Field & Com- 
pany v. R. H. Macy & Co., Inc., 28 C. C. P. A. 807, 115 F. 2d 921 (Crepeglo- 
Crepetex) ; Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 31 C. C. P. A. 
731, 138 F. 2d 77 [33 T.-M. R. 465] (Tru-Tex-TruVal) ; and others cited by the 
applicant than to those relied upon by applicant. Huntington Laboratories, Inc. v. 
Onyx Oil & Chemical Company (C. C. P. A.), 165 F. 2d 454, 76 U. S. P. Q. 319, 
emphasized by applicant involved “Onyxsan” and “Derma-San,” which cannot be 
regarded as being as closely parallel to the marks here involved as those mentioned 
above. 
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I therefore agree with the Examiner of Interferences that the similarity of the 
marks predominates, and that the differences in the second syllables are insufficient 
to afford reasonable assurance that these marks may be used concurrently upon 
the identical goods without likelihood of confusion. 

The decision of the Examiner of Interferences is affirmed. 





SEALY, INCORPORATED v. NATIONAL MATTRESS COMPANY 
Commissioner of Patents—July 14, 1948 


TrapE-MArKs—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Lifetime,” held not confusingly similar to “Durolife,” used on similar goods, under 1905 
Act. 
While each mark includes the word “life,” as one of its syllables, held their connotation 
is not the same as presented they are not similar in sound or appearance. 


” 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Sealy, Incorporated, against National Mattress Com- 
pany. Opposer appeals from dismissal of opposition. Affirmed. 


Herbert J. Haas and Joseph F. Haas, of Atlanta, Ga., for opposer. 
M. S. Meem, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the notice of opposition to the application of National Mattress Company for regis- 
tration of the word “Lifetime” as a trade-mark for “mattresses,” under the Act 
of February 20, 1905. The notice of opposition alleges ownership and prior use 
of the mark “Durolife,” and ownership of a registration of that mark under the 
Trade-Mark Act of 1905, registered November 20, 1937, for “inner spring units of 
mattresses.” The confusion in trade clause of Section 5 of the Trade-Mark Act of 
1905 is relied upon as the basis of opposer’s belief that damage would result from 
the registration sought. 

The Examiner of Trade-Mark Interferences has held that the marks of the 
parties are so unlike in significance, appearance and sound as to indicate that there 
is no likelihood of confusion from their concurrent use by the respective parties. 
While each of the marks includes the word “life” as one of its syllables, their con- 
notation is not the same, and as presented they do not appear similar in sound or 
appearance. The conclusion of the Examiner of Interferences as to their dissimi- 
larity is therefore considered correct. Miles Laboratories, Inc. v. Foley & Company, 
32 C.C. P. A. 714, 144 F. 2d 888 [34 T.-M. R. 335] ; West Disinfecting Company 
v. Lan-O-Sheen Company (C. C. P. A.), 163 F. 2d 566, 75 U. S. P. Q. 77. 

Certain other questions were considered by the Examiner of Interferences and 
were discussed by the parties on this appeal. Since the dissimilarity of the marks 
appears determinative of all issues in this proceeding, it is believed that these need 
not be considered. It is noted, however, that I agree with the conclusions reached 
by the Examiner with respect thereto. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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tASTMAN KODAK COMPANY v. FARADAY ELECTRIC 
CORPORATION 


Commissioner of Patents—July 15, 1948 


OpposITIONS—PRIoRITY OF UsE—GENERAL 
Applicant’s use of any mark other than the one sought to be registered, held irrelevant 
to question of its right to register. 
TrADE-MarkKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Manually and automatically operable electric calling and signalling equipment and parts 
thereof, namely, annunciators, bells, buzzers, horns, sirens, trumpets and chimes, for which 
applicant seeks registration, held goods of the same descriptive properties as electrical inter- 
val timers, floodlighting units and related photographic items. 
OPppoSITIONS—PLEADING AND PRACTICE—GENERAL 
Broad description of the goods contained in application rather than the specific product 
sold by applicant, held controlling, though “paging systems,” the goods actually sold by ap- 
plicant, have little or nothing in common with opposer’s goods and differ from them in 
nature and use. 
OpposITIONS—PLEADING AND PRACTICE—AMENDMENTS 
Applicant having elected to prosecute application and defend opposition proceeding upon 
the issue of similarity between the goods for which it sought registration and opposer’s 
products, and opposer’s record having been made upon that issue, held that no amendment 
would be proper on appeal to the Commissioner even had one been offered. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Kodemaster” held confusingly similar to “Kodak,” “Kodaflector” and “Kodatron,” used 
on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-Mark opposition by Eastman Kodak Company against Faraday Electric 
Corporation. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Newton M. Perrins and George A. Gillette, Jr., of Rochester, N. Y., for opposer. 
George E. Kirk, of Toledo, Ohio, for applicant. 


DaniE.s, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
notice of opposition to an application to register the word ““Kodemaster” under the 
Act of February 20, 1905, as a trade-mark for “manually and automatically operable 
electric calling and signalling equipment and parts thereof, namely, annunciators, 
bells, buzzers, horns, sirens, trumpets and chimes.” The opposition is based on 
the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905, and 
opposer relies upon prior use and ownership of its trade-mark “Kodak” as applied 
to all types of photographic equipment, and of “Kodacolor,” “Kodachrome,” “Koda- 
guide,” “Kodascope,” on various specific items of photographic equipment. Opposer 
has introduced registrations of these marks under the Act of 1905 for such products 
which it owns and both parties have taken testimony. There is no question but 
that opposer has used each of the marks referred to on the products for which they 
are registered since a date prior to any date of use claimed by applicant for the mark 
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it seeks to register. It has also established wide and extensive use and advertising 
and wide public recognition of the trade-mark “Kodak,” which is recognized as an 
arbitrary and fanciful trade-mark for photographic equipment. 

Applicant, however, emphasizes the fact that it has used certain marks similar 
to the one now sought to be registered on the same or similar goods since a date 
prior to opposer’s original use of certain of the marks other than “Kodak.” As 
found by the Examiner, applicant’s use of any mark other than the one sought to 
be registered is irrelevant to the question of its right to register this mark. American 
Cyanamid Co. v. Synthetic Nitrogen Products Corp., 19 C. C. P. A. 1235, 58 F. 
2d 834; Societe Anonyme Mido v. Meyer & Studeli Societe Anonyme, 581 O. G. 
524,67 U.S. P. Q. 300; Purex Corporation, Ltd. v. United Drug Co., 21 C. C. P. A. 
753, 67 F. 2d 918; Celanese Corporation of America v. E. I. du Pont de Nemours 
& Company, 62 U.S. P. Q. 93, 564 O. G. 552; Johnson, Stephens and Shinkle Shoe 
Corp. v. Scholnick Shoe Corp., 599 O. G. 546, 73 U. S. P. Q. 297. There is there- 
fore no question as to opposer’s proof of priority of ownership and use on all of 
its marks. 

Opposer points out that modern developments have led to an “overlapping” 
in the field of photographic and electrical equipment, and a number of the products 
shown by its testimony, to have been sold by opposer under the trade-marks referred 
to are electrical in nature or operation. The one selected by both opposer’s counsel 
and the Examiner of Interferences as most nearly resembling the goods specified 
in the application opposed is opposer’s “electrical interval timer.’’ This is a device 
operated on sixty-cycle alternating current, which contains a synchronous motor 
and is apparently primarily designed for dark-room use. It can be set to give out 
audible signals at predetermined time intervals. As found by the Examiner of 
Interferences this device clearly responds to applicant’s definition of its goods as 
“manually and automatically operable electric calling and signalling equipment and 
parts thereof, namely, annunciators, bells, buzzers. ...” The Examiner was there- 
fore correct in holding that the “products covered by the applicant’s application 
possess the same descriptive properties as the timers, floodlighting units, and related 
photographic items sold by the opposer under such marks as ‘Kodak,’ ‘Kodaflector,’ 
and ‘Kodatron.’ ”’ 

Applicant’s testimony has made clear the precise type of apparatus actually 
sold under the mark sought to be registered, and the Examiner’s decision differen- 
tiates between those goods and the description of goods for which the mark is sought 
to’ be registered, as quoted above. The apparatus on which the mark is used is a 
so-called “paging system,” of the type often used in stores, factories, and other large 
establishments by which a predetermined audible signal is sounded to summon a 
particular person. It is also clear that the mark has not been used on any other 
goods. The Examiner found, after describing the goods in greater detail, that: 

It is the opinion of the examiner that the applicant’s product as disclosed by the evi- 
dence presented and the goods sold by the opposer pertain to distinctly different fields 
of trade and are so widely dissimilar in every material particular as to constitute goods 
of different descriptive properties. 


It has therefore been found by the Examiner that opposer’s products and those 
for which applicant seeks to register its mark are goods of the same descriptive 
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properties, while the goods actually sold by applicant under its mark and those of 
opposer are not. A comparison of the goods actually sold as described in applicant’s 
testimony and by the Examiner of Interferences and opposer’s electric timer indi- 
cates that they have little or nothing in common and differ both as to their nature 
and use. The description of goods in the application is, however, broad enough to 
include within their scope not only opposer’s electric interval timer but numerous 
products which might range from such household items as doorbells or alarm 
clocks to certain railroad signals and church bells. This description appears 
to read more directly and accurately upon opposer’s electrical timer than upon 
the actual product sold by applicant under the mark. On this basis, the Ex- 
aminer has held that the opposition must be sustained since the broad descrip- 
tion of the goods contained in the application rather than the specific product 
it sells is controlling in this proceeding. General Foods Corporation v. Casein 
Company of America, Inc., 27 C. C. P. A. 797, 108 F. 2d 261 [30 T.-M. R. 
48]. This ruling is correct under well-established Patent Office practice. Ex parte 
American Tar Company, 590 O. G. 533, 70 U. S. P. Q. 453 (Petitions for recon- 
sideration 591 O. G. 667, 70 U. S. P. Q. 546 and 593 O. G. 591, 71 U.S. P. Q. 
189) ; Abbott Laboratories v. American Home Products Corporation, 59 U.S. P. Q. 
373, 557 O. G. 594; Lever Brothers Co. v. Butler Manufacturing Company, 24 C. C. 
P. A. 1000, 88 F. 2d 842 [ 27 T.-M. R. 227] (see also Lever Brothers Co. v. Butler 
Manufacturing Company, 27 C. C. P. A. 1215, 111 F. 2d 910; W. B. Roddenbery 
Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T.-M. R. 73]. 

The record does not indicate that any effort has been made by applicant to 
amend the goods referred to in the application and applicant’s brief on this point, 
states merely: 


Off-the-record: Efforts to redefine the goods upon the part of Faraday before the 
Patent Office and with Eastman have been fruitless. 


Applicant having elected to prosecute its application and defend the opposition 
proceeding upon the issue of similarity between the goods for which it sought regis- 
tration and opposer’s products, and the opposer’s record having been made upon 
this issue, no amendment would be proper at this time, even had one been offered. 
W. B. Roddenbery Co. v. Kalich, supra; General Baking Company v. Mayflower 
Mills, 159 Ms. D. 533, 28 U. S. P. Q. 85 (Motion to Amend 28 U. S. P. Q. 192) ; 
Ex parte American Tar Company, supra; Lever Brothers Co. v. Butler Manufac- 
turing Company, supra. 

The decision of the Examiner of Interferences as to the similarity of the marks 
need not be considered except to state that I agree with his conclusion with respect 
thereto. 

Upon this basis the conclusion of the Examiner of Interferences that the goods 
for which the registration was sought and opposer’s products were on the same 
descriptive properties, and that the opposition must therefore be sustained is amply 
sustained by this record. 

The decision of the Examiner of Interferences is affirmed. 
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DENNEY v. DERMETICS, INC. 


Commissioner of Patents—July 16, 1948 







TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Magic Twins” held confusingly similar to “Magic,” used on similar goods, under 
1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Confusing similarity cannot be avoided by incorporating entire mark of another as a 
prominent feature and adding a prefix or suffix. 
TRADE-MARKS—WorDs CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Magic” held fanciful, as applied to opposer’s products consisting of perspira- 










tion-deeodorizing creams. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTY—PARTICULAR INSTANCES 
Face powder and skin rouge held goods of the same descriptive properties as perspira- 
tion-deodorizing creams. 








Appeal from Examiner of Interferences. 





Trade-mark opposition by Frances Denney against Dermetics, Inc., from deci- 






sion sustaining notice of opposition. Affirmed. 





Mock & Blum, New York, N. Y., for opposer. 
M. Theodore Simmons, New York, N. Y., for applicant. 







DANIELS, A. C.: 


The facts in this opposition proceeding are established by a stipulation between 





the parties. Applicant sought to register the words “Magic Twins” under the 
Trade-Mark Act of February 20, 1905, as a trade-mark for “face powder and skin 
rouge.” Opposer challenges the right to such registration under the confusion in 
trade clause of Section 5 of said act, and is concededly the owner of a trade-mark, 
registration No. 140,790, registered March 29, 1921 (renewed), under the Act of 
1905 for “‘perspiration-deodorizing creams for use upon the person.” It is also 
stipulated that this mark has been continuously used by opposer upon the goods 
stated since 1910. The Examiner of Interferences has sustained the opposition and 
applicant appeals. 

Applicant’s goods consist of face powder and rouge packed and sold in specially 
constructed applicators which spread the powder and rouge in controlled amounts 
without waste or spillage of the contents, two applicators, one for powder and one 
for rouge, being included in each package. 

In support of its appeal applicant’s principal reliance is placed upon its conten- 
tion that the marks are not confusingly similar. The mark sought to be registered, 
however, includes as a prominent feature thereof opposer’s registered mark in 
its entirety. As stated in Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 
1912 C. D. 428: 




















It goes without saying that one has no right to incorporate the mark of another as an 
essential feature of his mark. Such a practice would lead to no end of confusion and 
deprive the owner of a mark the just protection which the law accords him. 
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Even though “Magic” is an ordinary word in the English language it must be 
considered fanciful as applied to opposer’s products and the addition of the word 
“Twins” which applicant suggests indicates the inclusion of its two products does 
not reduce the likelihood of confusion in these marks. Considered in their entireties 
they are considered so similar that their concurrent use on goods of the same 
descriptive properties is likely to result in such confusion. 

That toilet preparations of this type sold through the same trade channels to the 
same class of purchasers are goods of the same descriptive properties within the 
meaning of the act cannot be questioned. McKesson & Robbins, Incorporated v. 
First Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 
T.-M. R. 160] ; The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 
93 F. 2d 915 [28 T.-M. R. 87] ; West Disinfecting Company v. Owen (C. C. P. A.), 
165 F. 2d 450, 76 U. S. P. Q. 315. In view of the identity of a conspicuous part 
of applicant’s mark with opposer’s entire trade-mark the specific differences between 
the products of the parties cannot effect this conclusion. Reidel & Co., Inc. v. 
Ortho Products, Inc., 72 U. S. P. Q. 31, 594 O. G. 430. 

In view of the foregoing the conclusions of the Examiner of Interferences that 
the concurrent use of the marks here involved is quite likely to result in confusion 
with respect to the goods with which they are used is considered to be correct. 

The decision of the Examiner of Interferences is affirmed. 


FIRST INDUSTRIAL CORPORATION v. PIERCE LABORATORY, 
INC. 


Commissioner of Patents—July 16, 1948 


TrApE-M ARKS—REGISTRABILITY—GENERAL 
Where opposer has priority and the marks are confusingly similar, held that whether 
or not opposer’s mark is descriptive or suggestive is immaterial to the right to oppose. 
OpposITIONS—EVIDENCE—PROOF OF USE AND SUCCESSORSHIP 
Oral testimony submitted by opposer appears sufficient to establish priority of use of 
mark by opposer’s predecessors and successorship; and, in any event, such testimony estab- 
lishes that opposer itself has priority. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Micromote” held confusingly similar to “Micro Switch,” used on similar goods, under 
1905 Act. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by First Industrial Corporation against Pierce Labora- 


tory, Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


McCanna & Morsbach, of Rockford, IIl., and Charles R. Allen, of Washington, 


D. C., for opposer. 
Lucke & Lucke and Philip A. Mallinckrodt, of New York, N. Y., for applicant. 


DanieEts, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the notice of opposition to an application for registration of the word “Micromote” 
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as a trade-mark under the Act of February 20, 1905, for “electrical circuit breakers.” 

The notice of opposition alleges prior use of the words “Micro” and “Micro 
Switch” on switches and other similar products by opposer and its predecessors 
for many years prior to any date on which applicant claims use of its mark. Testi- 
mony has been taken by opposer and it is not understood that any question is 
raised by applicant but that opposer and the corporations which it refers to as its 
predecessors, have used the words “Micro Switch” on the goods referred to at the 
times claimed by opposer. Examination of the testimony indicates that this has 
been established. Neither is there any question as to the goods being substantially 
alike in character and function. 

Applicant contends that the words “Micro” and “Micro Switch” as applied to 
opposer’s products are merely descriptive of such goods and that therefore opposer 
is not entitled to maintain the opposition. Whether or not these words are descrip- 
tive of the products will not be considered since, if the mark sought to be registered 
is found to be confusingly similar to the marks actually applied to opposer’s goods, 
opposer would be entitled to maintain the opposition and pfevent applicant from 
securing a prima facie right to the exclusive use of the similar mark, without regard 
to whether or not it had exclusive right to its mark. While the nature of opposer’s 
mark may be given some weight in determining likelihood of confusion, the ques- 
tion of whether or not opposer’s mark is or is not descriptive or suggestive is imma- 
terial to the right to maintain this opposition if the marks of the respective parties 
are confusingly similar within the meaning of the act. Vi-Jon Laboratories, Inc. v. 
Lentheric Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947 [33 T.-M. R. 211]; 
California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 1198, 40 F. 2d 
1003 [20 T.-M. R. 266, 447]; Central Iron & Steel Company v. Republic Steel 
Corporation, 26 C. C. P. A. 1091, 102 F. 2d 899 [29 T.-M. R. 288]; The Pepso- 
dent Co. v. The Pepsinic Seltzer Company, 26 C. C. P. A. 1210, 103 F. 2d 362 
[29 T.-M. R. 299]. 

Applicant also contends that opposer’s testimony is not sufficient to prove trans- 
fer of any rights from its alleged predecessors to the marks. This is based upon 
the fact that the testimony was oral, and that no documentary evidence of opposer’s 
successorship to the rights of the predecessor corporations was submitted. The 
testimony submitted appears sufficient to establish earlier use of “Micro Switch” 
by the corporations to which opposer refers and that opposer acquired the business 
and all assets and good-will connected therewith, but in any event establishes that 
opposer itself has used the mark since a date prior to the date of first use of its 
mark claimed by applicant. Since applicant makes no claim to any rights from or 
under the other corporations referred to the precise relationship between the various 
companies need not be considered. 

With respect to the similarity of the marks of the parties I agree with the 
Examiner of Interferences that: 










































.... there is at least as much similarity between these marks as there was between 
“Micromotor” and “Micro Switch” or between “Microperm” and “Micro Switch,” both 
of which were held to be confusingly similar respectively in the cases of First Industrial 
Corp. v. A. G. Redmond Co., 594 O. G. 430, 72 U. S. P. Q. 3, and First Industrial Corp. 
v. Micro Products Corp., 595 O. G. 478, 72 U. S. P. Q. 175. 
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On the basis of the cases cited I am constrained te agree with this conclusion of 
the Examiner of Interferences. It was stated in First Industrial Corporation v. 
Sperry Gyroscope Company, Inc., 610 O. G. 780, 77 U. S. P. Q. 230, that “Micro- 
line” and “Micro Switch” differed to such an extent as to indicate that there was 
no likelihood of confusion as a result of the registration there sought, but that 
decision was based upon the fundamental differences between the products involved 
in that case. As applied to the goods here involved the question of cumulative 
dissimilarities cannot apply. Puerto Rico Distilling Co. v. The Coca-Cola Co., 
28 C. C. P. A. 1143, 120 F. 2d 370. 

Certain matters of an ex parte nature were passed upon by the Examiner of 
Interferences which, because of their ex parte nature, need not be considered on 
this appeal. Jsland Road Bottling Company v. Drink-Mor Beverage Company, 
31 C. C. P. A. 816, 140 F. 2d 331. 

The decision of the Examiner of Interferences is affirmed. 


BOTANY MILLS, INC. v. MATTHEW M. ADLER, LTD. 
Commissioner of Patents—July 19, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Towne Deb,” the word “Towne” being disclaimed, held confusingly similar to “Town- 
tree,” used on similar goods, under 1905 Act. 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity each case must depend upon its own 
facts; and any possible doubt should be resolved against the newcomer. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Botany Worsted Mills (name changed to Botany 
Mills, Inc.) against Matthew M. Adler, Ltd. Applicant appeals from decision 
sustaining notice of opposition. Affirmed. 


Klein, Alexander & Pohl, New York, N. Y., for opposer. 
J. E. Trabucco, San Francisco, Calif., for applicant. 


Danlie.s, A. C.: 


The Examiner of Trade-Mark Interferences has sustained the opposition to the 
registration of the notation “Towne Deb” as a trade-mark under the Act of Feb- 
ruary 20, 1905, for “women’s, misses’, juniors’, and children’s wearing apparel 
consisting of coats, suits and dresses.” The word “Towne” is disclaimed. Appli- 
cant appeals. 

The opposition is based upon opposer’s conceded ownership and prior use of the 
trade-mark “Towntree,” registered under the Act of 1905, for “woolen and worsted 
piece goods.” No question is raised on this appeal as to priority, the similarity 
of goods, nor any other question except that of whether or not the marks are 
confusingly similar within the meaning of the confusion in trade clause of Section 5 
of the Trade-Mark Act of 1905. As to this the Examiner of Interferences has 
found that the resemblances between the marks as a whole are substantially as great 
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as those involved in a number of prior cases, and therefore that their concurrent use 
on the goods involved is likely to cause confusion in trade. 

Both parties have cited a number of cases in which two-word marks were in- 
volved, one of which was descriptive or which had been disclaimed and all have 
been carefully considered. It is not believed that any useful purpose would be 
served by analyzing these decisions, since in the last analysis each case must be 
dependent upon the particular words involved. On this basis, it is my opinion 
that the Examiner was correct in finding that there was reasonable likelihood of 
confusion, and that his decision is supported by the cases cited. This further 
appears to be a case in which any possible doubt should be resolved against the 
newcomer. Skelly Oil Company v. Powerine Company, 24 C. C. P. A. 790, 86 
F. 2d 752. 


The decision of the Examiner of Interferences is affirmed. 











THE VENDO COMPANY v. VENDORLATOR MANUFACTURING CO. 
Commissioner of Patents—July 23, 1948 










TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—ARBITRARY MARKS 
“Vendo” held an arbitrary, technical trade-mark as applied to coin controlled vending 
machines and parts. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Rule that applicant may not appropriate registered or known mark in its entirety and 
by adding letters , syllables or words avoid infringement, held inapplicable where use of word, 
which might naturally and properly be used by applicant, either alone or with added matter, 
includes prior mark only incidentally. 
TRADE-MARKS—Marks Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Vendorlator” held not confusingly similar to “Vendo,” used on identical goods, under 
1905 Act. 
“Vendorlator” held not merely an appropriation of opposer’s corporate name, “The 
Vendo Company.” 
OPpposITIONS—PLEADING AND PracticeE—Ex Parte RULINGS 
Opposer held entitled to suggest action but not to be heard, in connection with ex parte 
ruling, as to “unclean hands” of applicant. 
Appeal from Examiner of Interferences. 
Trade-Mark opposition by The Vendo Company against Vendorlator Manufac- 


turing Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 


















C. Earl Hovey, of Kansas City, Mo., for opposer. 
Huebner Maltby & Beehler, of Fresno, Calif., for applicant. 






DANIELs, A. C.: 










This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing the notice of opposition to application to register the word “Vendorlator” as a 
trade-mark for “vending machines” under the Trade-Mark Act of February 20, 
1905. Opposer relies on its ownership and prior use of the trade-mark “Vendo” 
registered March 7, 1944, under the Trade-Mark Act of 1905 for “coin controlled 
bottle vending attachments for refrigerated cabinets and parts of said attachments— 
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namely, bottle-holding baskets, cover plate, disc assembly, coin mechanism and 
cover therefor, grill assembly, parts for attaching the bottle-holding basket to the 
cabinet, coin box, operating mechanism for the disc assembly, and prop assembly 
for the cover plate,” alleging that registration of applicant’s mark should be refused 
under the confusion in trade- and corporate-name clauses of Section 5 of the Trade- 
Mark Act of 1905. 

Opposer’s prior use of its trade-mark “Vendo” is not questioned and by its 
registration and testimony opposer has established not only ownership of this mark 
but that it has been extensively used and advertised and is widely recognized in 
the trade. That it is an arbitrary, technical trade-mark as applied to such products 
is not and could not be questioned. The goods involved are identical so that the 
principal question requiring consideration on this appeal is whether or not “Vendo” 
and “Vendorlator” are similar within the meaning of the confusion in trade clause of 
Section 5 of the Act and whether or not the corporate name clause applies. 

It is opposer’s contention that the marks are confusingly similar and that appli- 
cant has appropriated its mark in its entirety, adding to it only a “common suffix” 
which fails to distinguish it from opposer’s arbitrary, known mark. Opposer argues 
that the “dominating feature” of applicant’s mark is its trade-mark “Vendo.” While 
the Examiner of Interferences referred to the highly suggestive nature of the syllable 
“vend” it is not understood that this was the basis of his finding but rather that the 
marks were found to be dissimilar when considered in their entireties. The sug- 
gestive nature of this portion of the marks of the parties was apparently considered 
by the examiner only in view of opposer’s dissection or analysis of applicant’s mark 
in urging that the five letters “vendo” were the significant part thereof. In this 
opposer arbitrarily selects the first five letters of the mark rather than four or six 
since it is conceded that applicant may use either “vend” or “vendor.” One of the 
dictionary definitions of “vendor” is in fact “a vending machine.” (Webster’s New 
International Dictionary.) If applicant may use “vendor” freely, as conceded by 
opposer, it is difficult to perceive why it may not use it with added letters, even 
though such letters might constitute what opposer refers to as a common suffix. 

It goes without saying that applicant may not appropriate a registered or known 
mark in its entirety and by simply adding letters, syllables or words thereto avoid 
the effect of such prior registration. Carmel Wine Co. v. California Winery, 38 
App. D. C. 1, 1912 C. D. 428. But where as here the use of a word which might 
naturally and properly be used by applicant either alone or with added matter— 
“Vendor”—includes such prior mark only incidentally this rule cannot apply. The 
first five letters of applicant’s mark which are opposer’s entire mark are not set 
apart, hyphenated, capitalized, or in any way emphasized. As presented in the draw- 
ing and specimens it is not apparent that they would be likely to be subject to inde- 
pendent notice or be considered separately from the balance of the word. On this 
record there appears to be no reason to believe that applicant’s mark would be con- 
nected or associated with opposer’s mark. 

Opposer’s counsel has submitted numerous decisions in which the courts have 
found confusing similarity between marks and in which the well-known principle 
that the prior mark may not be adopted in its entirety as part of the late-comer’s 
mark are considered. Some of these cases are: Rogers Peet Company v. B. F. 



























942 THE TRADE-MARK REPORTER 38 T.-M. R. 





Goodrich Co., 21 C. C. P. A. 1191, 143 F. 2d 880; Howard Preserving Co. v. 
Griffith Laboratories, Inc., 588 O. G. 685, 70 U. S. P. Q. 4; Lever Brothers Co. 
v. The Sitroux Company, Inc., 27 C. C. P. A. 858, 109 F. 2d 445; McKesson & 
Robbins, Inc. v. First Texas Chemical Co., 34 C. C. P. A. 877, 159 F. 2d 770; 
General Foods Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 
797, 108 F. 2d 261, and numerous others. It is believed that the foregoing remarks 
distinguish between the situation here presented and that involved in such cases. 
Nor is it necessary to consider the suggestive nature of the common first syllable 
of the marks as in the case of West Disinfecting Company v. Lan-O-Sheen Co. 
C. C. P. A.), 163 F. 2d 566, 75 U. S. P. Q. 77, and Miles Laboratories, Inc. v. 
Foley & Co., 32 C. C. P. A. 714, 144 F. 2d 888, to reach the conclusion that, as 
found by the Examiner of Interferences, taken in their entireties there is no rea- 
sonable likelihood that confusion will result from the contemporaneous use of these 
marks upon the goods of the parties. 

Since applicant has not merely appropriated the outstanding feature of opposer’s 
corporate name, the Examiner of Interferences correctly held that the application 
of the name clause of Section 5 involves substantially the same questions here as 
the confusion in trade clause of that section. American Steel Foundries v. Robert- 
son, et al., 269 U, S. 372, 1926 C. D. 289; The Zero Company v. National Gypsum 
Company, 591 O. G. 669, 71 U.S. P. Q. 33. 

Opposer also raises certain questions as to “unclean hands” on the part of 
applicant. This involves an ex parte ruling as to which opposer may suggest 
action but may not be heard (/sland Road Bottling Company v. Drink Mor Bever- 
age Company, 31 C. C. P. A. 816, 140 F. 2d 331), and it is thereofer sufficient to state 
that I agree with the disposition of this issue by the Examiner of Interferences. 
The decision of the Examiner of Interferences is affirmed. 










BOTANY MILLS, INC. v. LEON 
Commissioner of Patents—July 29, 1948 










TRADE-MARKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Polaby,” whether considered independently, or in connection with pictorial background 
consisting of hills or dunes with palm trees, held not confusingly similar to ‘“Polatropics,” 
used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While it is well settled that a picture may be the equivalent of a word, the connection 
between the picture and the word must be definite and must be established with certainty. 









Appeal from Examiner of Interferences. 
Trade-mark opposition by Botany Worsted Mills (name changed to Botany 
Mills, Inc.) against Alfred Leon. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 









Klein, Alexander & Pohl, New York, N. Y., for opposer. 
Alan Franklin, Los Angeles, Calif., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
dismissing a notice of opposition to an application to register a trade-mark under 
the Act of 1905. The mark sought to be registered comprises the word “Polaby” 
associated with a pictorial background which the Examiner of Interferences describes 
as consisting of “hills or dunes with palm trees in the foreground,” and which 
appellant describes as “a tropical landscape,” for ladies’ coats and suits. 

The notice of opposition sets up opposer’s prior use and ownership of the trade- 
mark ‘‘Polatropics” for “woolen and worsted piece goods,” and ownership of regis- 
tration No. 385,683, registered March 11, 1941, under the Trade-Mark Act of 1905 
therefor, likelihood of confusion of trade being alleged. No question as to opposer’s 
ownership of its mark and the registration, nor as to its priority of use of its mark 
is raised on this appeal, and the goods are concededly of the same descriptive proper- 
ties. The only question for decision is therefore whether or not the marks are so 
similar that there is likelihood that confusion would result from their contempora- 
neous use in accordance with Section 5 of the Trade-Mark Act of 1905. 

The Examiner has found that “Polaby” is not “deemed to bear such near resem- 
blance to opposer’s mark ‘Polatropics,’ either in sound, appearance, or significance, as 
to be likely to give rise to confusion in trade when applied concurrently to the prod- 
ucts of the parties.” While opposer cites a number of cases as authority for a finding 
of similarity, I am constrained to agree with the decision of the Examiner of Inter- 
ferences that there is no likelihood that confusion would result from the use of these 
words as such, 

Opposer contends, however, that by combining this word with the so-called 
“tropical landscape” applicant has appropriated “the entire concept of opposer’s 
trade-mark ‘Polatropics’....” It is argued that the landscape is the full equivalent 
of, and will suggest, the word “tropics” and that the pictorial representation being 
the equivalent of the word, applicant’s mark is in effect identical with opposer’s 
except for the inclusion of the two letters “by.” While under well-settled authority 
a picture may be the equivalent of a word the connection between the picture and 
the word must be definite and must be established with certainty. In this case 
examination of the mark submitted does not convince me that it would necessarily 
or immediately suggest the word “tropics” to any purchaser. Assuming that pur- 
chasers or prospective purchasers might characterize the scene by some descriptive 
term either mentally or orally (and there is no apparent reason to believe that this 
would ordinarily be done), it does not follow that they would necessarily select 
this particular word as a descriptive term for the background. It might be just as 
natural to select one of a number of other words or phrases which would be equally 
descriptive of the scenes. The scene, however it might be described, appears to 
me to be mere background with little if any significance and the word “Polaby” 
appears to be the only feature having trade-mark significance as the mark is pre- 
sented. Under these circumstances it is not perceived how there is any likelihood 
of confusion between the marks as presented, whether the words are considered 
independently, or in connection with the background shown. 

The decision of the Examiner of Interferences is affirmed. 
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B. W. HARRIS MANUFACTURING COMPANY v. WERBER 
SPORTSWEAR CO. 


Commissioner of Patents—August 6, 1948 


TRADE-MARKS—MarkKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Composite mark, comprising the word “Zeroland,” in conjunction with pictorial and 
design features, held not confusingly similar to “Zero King,” accompanied by representa- 
tion of a crown, used on similar goods, under 1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
While the words are considered the most significant feature of the marks, they must be 
considered in their entirety and radically differing design features must be considered in 
determining likelihood of confusion. 
Prior decisions held not controlling and ordinarily considered only as to principles in- 
volved. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by B. W. Harris Manufacturing Co. against 
Werber Sportswear Co. Registrant appeals from cancellation of registration. 
Reversed. 


Howard A. Rosenberg, of New York, N. Y., for petitioner. 
William F. Nickel, of New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition by B. W. Harris Manufacturing Company (hereinafter 
referred to as Harris) to cancel a registration owned by Werber Sportswear Com- 
pany (hereinafter referred to as Werber) under the Act of February 20, 1905. The 
registration sought to be cancelled, No. 417,878, was registered on November 20, 
1945, and comprises the word “Zeroland” and pictorial or design features described 
in greater detail hereafter, for “men’s outdoor leather and cloth-lined jackets and 
coats; men’s outdoor sheep-lined jackets and coats; ladies’ outdoor cloth jackets 
and coats; ladies’ outdoor sheep-lined jackets and coats; men’s and women’s cloth 
and sheep-lined jackets, flying jackets and flying suits for outdoor and sportswear.” 
In the registration the letters forming “Zeroland” are topped by snow and appear 
in a rectangular black panel. Above this panel is a representation of the head and 
shoulders of a man, whose coat collar is turned up to overlap a heavy cap so that 
his features are almost covered. ‘There is also a small representation of a dog team 
and sled. Both the panel and these features are within a larger irregularly-shaped 
figure, and radial lines, apparently representing the aurora borealis, fill all space 
not covered by the rectangular panel or the pictorial matter, the overall impression 
given being one of extreme cold. 

The petition for cancellation also requested cancellation of another registration 
alleged to have been owned by Werber, No. 186,326, registered under the Act of 
1905 on July 8, 1924, covering the same mark for “leather and sheep-lined coats, 
vests, caps and breeches.” At the time the petition for cancellation was filed, 
March 19, 1946, that registration had expired and for that reason the petition for 





a HE So ar ca dK. wi CEH CORR ty 


38 T.-M. R. HARRIS CO. v. WERBER CO. 945 


cancellation, insofar as it requests cancellation of that registration, was dismissed 
by the Examiner of Interferences. In addition to the appeal from the decision of 
the Examiner of Interferences sustaining the petition for cancellation as to registra- 
tion No. 417,878, Werber has moved that this proceeding be remanded pursuant 
to Section 19 of the Trade-Mark Act of 1946 for additional evidence as to laches 
or acquiescence. 

Harris’ right to the cancellation sought is based upon allegations that Werber 
was not entitled to use of the mark at the date of his application for registration 
thereof, in view of the confusion in trade clause under Section 5 of the Trade-Mark 
Act of 1905 and sets up ownership and prior use by Harris of the trade-mark 
“Zero King,” accompanied by a representation of a crown, as applied to “fur, 
sheep, leather, and textile clothing—namely, coats for men, women and children” 
in support thereof. This mark was registered under the Trade-Mark Act of 1905 
on December 23, 1930, registration No. 278,514. The Examiner of Interferences 
held that: 

The petitioner’s proofs are deemed sufficient to establish that it has used the mark 
relied upon in connection with products of the character specified since prior to the 
earliest date of the use alleged by the respondent; and the examiner concurs in the allega- 
tions of the petition that the marks of the parties bear such near resemblance as to be 
likely to cause confusion in trade. 


As to Harris’ proof of use of the mark, I agree with the conclusion of the 
Examiner of Interferences. With respect to the question of similarity of the marks 
it is to be noted, however, that the words included in each of the marks are not 


identical, and that the pictorial or design features included in each differ radically. 
There is a difference in the meaning of “Zeroland” and “Zero King,” and this 
difference is emphasized by a prominent display of the crown in the mark “Zero 


’ 


King,” and of the suggestion of cold inherent in the design features of Werber’s 
mark. While there is some similarity in sound and appearance between the words, 
this results only from the common use of the word “zero,” which has a suggestive 
significance in connection with the products of the parties, which tends to minimize 
the likelihood of confusion even when the words are considered alone. Miles 
Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888; West 
Disinfecting Company v. Lan-O-Sheen Company (C. C. P. A.), 163 F. 2d 566, 
75 U. S. P. Q. 77. While the words are considered the most significant feature 
of the marks, and are most likely to be noticed or remembered by purchasers or 
prospective purchasers, registrations of both parties and the specimens submitted 
indicate that the design material is used by both parties, and it must be given some 
weight in considering the likelihood of confusion. In view of these various factors, 
there is grave doubt that any reasonable likelihood of confusion between these marks 
on the part of the public exists. 

While prior decisions are not controlling, and are ordinarily considered only 
as to the principles involved, so that slight differences may distinguish from earlier 
decisions, the facts here presented appear very similar to those in the decisions in 
the Firestone Tire & Rubber Co. v. Montgomery Ward & Co., Inc., 32 C. C. P. A. 
1074, 150 F. 2d 439; and Montgomery Ward & Co. v. Spiegel, Inc., 30 C. C. P. A. 
721, 132 F. 2d 144. In the first of the above cited cases the marks involved were 
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“Air Chief” and “Airline” each accompanied by a symbol or design. In that case 
as in this the designs had nothing in common. While the marks were considered 
as a whole the fact that the word “Air” appearing in both marks had some sug- 
gestive meaning as applied to the goods was given consideration. This appears 
equally true of the word “Zero” forming a part of each of these marks. Consider- 
ing the marks in their entireties and in particular in the light of the decisions above 
referred to, I am convinced that there is not such likelihood of confusion as to indi- 
cate that Harris has sustained the burden of showing that Werber was not entitled 
to the registration of its mark. 

The above conclusion removes any necessity for considering Werber’s motion 
to remand for taking testimony as to laches or acquiescence, and it is accordingly 
denied for that reason. 

The decison of the Examiner of Trade-Mark Interferences is reversed. 


EX PARTE SHELDON 


Commissioner of Patents—June 9, 1948 


TRADE-MarKS—ACQUISITION OF RIGHTS—GENERAL 
Fact that applicant chooses to type or print radio scripts, sold to sponsors of programs, 
on a letterhead does not convert trade-name under which business is conducted into a trade- 
mark nor indicate that the phrase is a trade-mark. 
TRADE-Mark Act oF 1946—Trape-NAMES—DEFINITION 
Section 45 of 1946 Act, defining “trade-name,” held a codification of the law previously in 
effect. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“American Girl Philharmonic,” held confusingly similar to “The American Girl,” used 
on similar goods, under 1905 Act. 
TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
While it may be questioned that applicant’s scripts constitute a print or publication, held 
that if they do they are goods of the same descriptive properties as a magazine; and fact 
that these publications appeal to different groups of customers and may differ radically 
in price, held immaterial. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Charles Sheldon. Applicant ap- 
peals from refusal of registration. Affirmed. 


Walter C. Ross, Springfield, Mass., for applicant. 
DanliELs, A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the words “American Girl Philharmonic,” as a trade-mark under the Act of 1905, 
for “scripts for radio broadcasts issued from time to time, in Class 38, prints and 
publications.” The refusal to register is based upon the ground of lack of proper 
trade-mark use and in view of a previously registered trade-mark “The American 
Girl,” for a publication registered by the Girl Scouts, July 6, 1926, Registration 
No. 214,946, and renewed, under the Act of 1905. The specimens submitted con- 
sist of letter size sheets of paper, upon which appear the words “American Girl 
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Philharmonic” together with an address and telephone number, in the manner 
conventionally used in letterheads. The examiner held the use of the mark on 
such letterheads insufficient to show trade-mark use. During the prosecution of 
the case, applicant submitted what purports to be a script for a program which 
the text indicates is entitled “Beautiful Music,” the musical portion apparently to 
be performed by the “American Girl Philharmonic” and which is typed or other- 
wise processed on such a letterhead. This script includes approximately one and 
one-half pages of advertising material, a space with the word “Music” inserted, 
and ends with the statement “Next week .. . . will again present the American 
Girl Philharmonic in another radio concert of ‘Beautiful Music.’”’ Letterheads have 
been held not to be registrable. Ex parte The Third National Bank of St. Louis, 
1919 C. D. 26, 260 O. G. 562, and Ex parte The Western Telegraph Co., 146 
Ms. D. 231. The fact that applicant chooses to type or print radio scripts which 
he states are sold to sponsors of programs on a letterhead does not convert name 
under which the business is conducted into a trade-mark nor indicate that the 
phrase is a trade-mark. The use of this trade-name also appears, as stated by the 
examiner, to be parallel to that governed by the decision in Ex parte Kirkeby and 
Hand, Inc., 1926 C. D. 78, in which the name of an orchestra was denied registra- 
tion as a trade-mark for phonograph records. 

The fact that applicant chooses to do business under the trade-name ‘American 
Girl Philharmonic,” and to use this on his business stationery, is a matter concerned 
with local laws as to operating a business under a name other than that of the 
proprietor, which in many states requires registration in the office of the county 
clerk or similar office. The specimens show clearly that the words are not used 
as a trade-mark, and in my opinion fall within the definition of a trade-name rather 
than being a trade-mark authorized to be registered in the United States Patent 
Office. 


There is a well-defined distinction between a trade-name and a trade-mark. The one 
identifies and distinguishes the articles dealt in, while the other distinguishes and identifies 
the entire enterprise, as the name of a corporation distinguishes and identifies it. 
Gluck, et al. v. Kaufman, 117 W. Va. 685, 186 S. E. Rep. 615. 


See Hopkins on Trade-Marks, 1916, page 10; Derenberg on Trade-Marks, 1936, 
page 227; Nims on Trade-Marks, Section 185, page 509, Fourth Edition, 1947. 
American Steel Foundries v. Robertson, 262 U. S. 209, 1924 C. D. 467. 

Section 45 of the Trade-Mark Act of 1946 defines a trade-name as: 


Trade-name, commercial name. The terms “trade-name” and “commercial names’ 
include individual names and surnames, firm names and trade-names used by manufactur- 
ers, industrialists, merchants, agriculturists, and others to identify their businesses, voca- 
tions, or occupations ; the names or titles lawfully adopted and used by persons, firms, asso- 
ciations, corporations, companies, unions, and any manufacturing, industrial, commercial, 
agricultural, or other organizations engaged in trade or commerce and capable of suing 
and being sued in a court of law. 


This is a codification of the law previously in effect (see text authority, supra) 
and the name presented by applicant appears to fall within the above definition 
rather than that of a trade-mark also appearing in Section 45 of that Act. I there- 
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fore agree with the Examiner of Trade-Marks that these words are not used as 
a trade-mark. 

As to the refusal to register on the ground of the previous registration of “The 
American Girl,” the two marks are obviously similar. Applicant contends that 
his goods constitute a publication. While this may be questioned in view of the fact 
that such scripts are apparently prepared for a particular advertiser and delivered 
only to him, if the goods do constitute a print or publication, they clearly have 
the same descriptive properties as those of the reference cited. The fact that these 
publications may appeal to a different group of customers and may differ radically 
in price is immaterial. Philadelphia Inquirer Company v. Coe, 77 App. D. C. 39, 
133 F. 2d 385 [33 T.-M. R. 56]; Crime Confessions, Inc. v. Fawcett Publications, 
Inc., 31 C. C. P. A. 760, 139 F. 2d 499 [34 T.-M. R. 42]; In re Wings Publishing 
Company, Inc., 32 C. C. P. A. 926, 148 F. 2d 214 [35 T.-M. R. 97]. It is also 
quite possible that material from the magazine on which the mark is used may 
have been or may at times be broadcast. Refusal of the mark on the reference 
cited by the Examiner of Trade-Marks is therefore necessary. 

The decision of the Examiner of Trade-Marks is affirmed. 





















EX PARTE THE ARIDOR COMPANY 
Commissioner of Patents—July 7, 1948 







TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Details of construction of closure caps held not material so far as similarity of the goods 
is concerned; nor does fact that ordinarily they may be used on containers for different 
products remove essential similarity of caps involved. 
TRADE- MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—-PARTICULAR INSTANCES 
Closure caps for glass food containers held goods of the same descriptive properties as 
caps for covering metallic barrels, containers and cans for storing bulk liquids. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Flip Seal” held confusingly similar to “Trip-Seal,” the word “Seal” being disclaimed 
in each, used on similar gooods, under 1905 Act. 












Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Aridor Company. Applicant 
appeals from refusal of registration. Affirmed. 







A. Trevor Jones, Chicago, Ill., for applicant. 


DANIELS, A. C.: 







This is an appeal from the refusal to register a mark consisting of the words 
“Flip Seal” as a trade-mark under the Act of February 20, 1905, for “closure caps 
for glass food containers,” in view of a prior registration of the word “Trip Seal,” 
No. 321,721, registered February 12, 1935, under the Act of February 20, 1905, 
for “caps for covering and/or sealing closure structures for openings of metallic 
barrels, containers, and cans for storing bulk liquids.” The word “Seal” has been 
disclaimed in the application and in the reference. 

Applicant contends that there are material differences between its goods and 
those of the reference since its jar caps are used on glass food containers, for peanut 
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butter, pickles, mustard and similar products, while those of the reference are used 
on containers and cans for storing bulk liquids. It is also stated that while its cover 
is familiar to housewives and other users of such food products because of its 
property of opening and resealing, it is not sold to such customers, but sold to food 
packers who must buy glass jars of a particular construction in order to use such 
caps. Applicant further argues that the “Trip-Seal” cap of the reference is used for 
a different purpose and is presumably of different construction. The details of 
construction cannot be material so far as similarity of the goods is concerned nor 
does the fact that they may be ordinarily used on containers for different products 
remove the essential similarity of these caps as closures for containers. The con- 
tention that the goods of applicant and the reference are used on different con- 
tainers and containers for different uses is not fully established by the record. 
Accepting it, however, for purposes of argument, there is no reason to conclude 
that the marketing methods involving containers on which the caps are used or 
other marketing methods may not change at any time. Republic Steel Corp. v. 
Utility Trailer Mfg. Co., 74 U. S. P. Q. 72, 601 O. G. 531. See also Celanese Cor- 
poration of America v. E. 1. du Pont de Nemours & Company, 33 C. C. P. A. 948, 
154 F. 2d 146 [36 T.-M. R. 130, 133]. The products must therefore be considered 
to be of the same descriptive properties and to have the same essential characteristics. 
Applicant further contends that the marks are not confusingly similar, particularly 
in view of the disclaimer of the word “Seal.” They must, of course, be considered 
in their entireties. While applicant’s mark is highly suggestive of the products, 
“Flip Seal” and “Trip-Seal’” are considered similar in both sound and appearance 
and to some extent in meaning. West Disinfecting Company v. Lan-O-Sheen Com- 
pany (C. C. P. A.), 163 F. 2d 566, 75 U. S. P. QO. 77; Morton Manufacturing Cor- 
poration v. The Delland Corporation (C. C. P. A), 166 F. 2d 191 [38 T.-M. R. 453], 
and other cases cited by applicant in which a disclaimed or descriptive word or 
syllable forming part of a mark was regarded as having little significance and the 
marks therefor held dissimilar, cannot apply even if “Seal” were to be disregarded 
in view of the similarity of “Flip” and “Trip.” 

The conclusion of the Examiner of Trade-Marks that the marks are confusingly 
similar when considered as a whole is sustained by the record in this matter. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE M. BLAZER & SON 
Commissioner of Patents—July 21, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While marks must be considered as a whole in determining question of confusing similar- 
ity, held that the general impression and possible significance to the purchasing public 
controls. 
TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The words “Hot or Cold, Think of Us—,” together with oval design accompanied by 
fanciful figures of Old Sol and Jack Frost, “Hot or Cold” being disclaimed, as used in the 
slogan “ ‘Weather’ Hot or Cold, Think of Us—,” together with the designs, held to have 
little or no trade-mark significance, when considered in the light of the applicant’s goods, 
which included air-conditioning, heating, ventilating, cooling and similar units. 
TRDE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“*Weather’ Hot or Cold, Think of Us—,” together with oval design accompanied by 
fanciful figures of Old Sol and Jack Frost, “Hot or Cold” being disclaimed, held confus- 
ingly similar to “Weathermaster,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by M. Blazer & Son. Applicant 
appeals from refusal of registration. Affirmed. 


Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant. 
DANIELS, A. C.: 


This is an appeal from the refusal to register applicant’s mark as a trade-mark 
under the Trade-Mark Act of 1905. The mark consists of the words “ ‘Weather’ 
Hot or Cold Think of Us—,” together with an oval design accompanied by two 
fanciful figures representing “Old Sol” and “Jack Frost.” As presented by the 
drawing and specimens, the word ‘‘Weather” appears above the design; the words 
“Hot or Cold” in the oval; and “Think of Us—” below the oval, the fanciful figures 
appearing at each end of the oval. The words “Hot or Cold” are disclaimed. The 
goods on which the mark is used are “air conditioning, heating, ventilating, cooling, 
humidifying and dehumidifying units for commercial, industrial and residential use 

..., the exact nature being described in some detail. 

Refusal to register is based upon prior registration No. 331,059, registered 
December 24, 1935, comprising the word “Weathermaster” for goods which are 
concededly the same. It is applicant’s contention that there is a distinct difference 
in the sound, appearance and significance of the marks in issue. Contending that 
the marks must be considered in their entireties it is argued that the only common 
feature is the word “Weather,” and that the other features of the applicant’s mark 
distinguish it from the reference. While the marks must be considered as a whole 
it is the general impression and possible significance to the purchasing public which 
must be considered. In this instance the word “Weather” forms a conspicuous 
and prominent part of both of the marks. The other features of applicant’s mark 
as presented are, in my opinion, subordinate thereto and the portion which would 
be considered as having trade-mark significance is this word. W. B. Roddenbery 
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Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T.-M. R. 73]. In view of this 
it is believed that the Examiner was correct in finding that the other components 
have little or no trade-mark significance when considered in the light of the character 
of the goods merchandised by applicant and in refusing the registration upon the 
reference of record. 

In addition it is to be noted that much of the argument to distinguish between 
the marks would necessarily indicate that the mark sought to be registered is an 
advertising slogan rather than a trade-mark. Burmel Handkerchief Corporation 
v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T.-M. R. 306]; 
Ex parte Jesse Kram, 64 U. S. P. Q. 308, 571 O. G. 521; Ex parte Van Raalte 
Co., Inc., 73 U. S. P. Q. 490, 600 O. G. 675. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE RIVERSIDE AND DAN RIVER COTTON MILLS. 
INCORPORATED 


Commissioner of Patents—August 2, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Fiber-Bonded,” held descriptive of yarns, threads and roving, under 1905 Act. 
Fact that two descriptive words are not combined in any dictionary definition, held not 
to alter conclusion that mark is descriptive. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by The Riverside and Dan River 
Cotton Mills, Incorporated. Applicant appeals from refusal of registration. Affirmed. 


Barnes, Kisselle, Laughlin & Raisch, Detroit, Mich., for applicant. 
DANIELS, A. C.: 


This is an appeal from the refusal to register a mark comprising the words 
“Fiber-Bonded” as a trade-mark for “yarns, threads and roving” under the Trade- 
Mark Act of February 20, 1905. Refusal was based on the ground that the mark 
sought to be registered is incapable of functioning as a trade-mark and also in view 
of a prior registration. Applicant also appealed from the requirement that certain 
goods be deleted from the description of the goods but on this appeal has acquiesced 
in this requirefnent. 

That “fiber” is descriptive or generic with respect to thread cannot be ques- 
tioned. “Bonded” also has a definite meaning in the textile field, “bond” being 
defined in Webster’s New International Dictionary as: 


To hold together or solidify by, or as if by, means of a bond or of a binder. 


It has also been pointed out that it has been used in patents covering textile products 
in this sense. That as used “Fiber-Bonded” imparts definite information concerning 
the structure of applicant’s yarns and threads is therefore considered obvious. Ex 
parte Relief Printing Corporation, 25 U. S. P. Q. 147, 159 Ms. D. 404; Ex parte 
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Firestone Battery Company, 497 O. G. 785, 39 U. S. P. Q. 322; Ex parte Pacific 
Enterprise Products, Inc., 558 O. G. 509, 60 U. S. P. QO. 20; Ex parte Haire Pub- 
lishing Co., 578 O. G. 458, 66 U. S. P. Q. 418. 

Applicant, while admitting that “fiber” has definite meaning with reference to 
textiles and that “Bond” standing alone might be termed descriptive, contends that 
a combination of these two words “comprises a coined word which is purely arbi- 
trary and fanciful.” It is stated that any descriptive meaning that each might have 
individually “disappears when the words are combined in the manner presented by 
the instant mark.” It seems clear that the combination of these descriptive words 
preserves their natural meaning and indicates merely that the fibers of the yarn 
are bonded within the ordinary meaning of each word and that the combination 
must therefore be merely descriptive of the goods. Jn re General Permanent Wave 
Corporation, 28 C. C. P. A. 1099, 118 F. 2d 1020. Nor does the fact that the two 
are not combined in any dictionary definition alter this conclusion. Jn re Bailey 
Meter Co., 26 C. C. P. A. 1136, 102 F. 2d 843 [29 T.-M. R. 293]. 

Since the mark must be refused registration on the ground that it is merely 
descriptive of the goods it is unnecessary to consider the refusal over the prior 
registration in detail. It is sufficient to state that with respect to this the decision 
of the Examiner of Trade-Marks is well founded. 

The decision of the Examiner of Trade;Marks is affirmed. 
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